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EXECUTIVE SUMMARY 

The aim of the study “on a collaboration system for the commercialisation of intellectual 

property in the EU” was to discuss means by which SMEs can improve their performance 

in IP transaction markets. The study draws on a mix of methodologies, including desk 

research, 46 interviews with stakeholders and experts, workshops and legal analysis of 

selected issues. 

The following are the main results: 

  There are different means by which patent/IP markets can be segmented. Classification 

systems can be according to the type of partners (small firms, large firms, universities) 

in various constellations (large licenses to from small; small licenses from university, 

etc.); by industry; whether the transactions have been supported through 

intermediaries (i.e., brokered or not; further sub-classifications allow for a 

differentiation by different types of actors), whether the deals are driven by the desire 

for true technology transfer (“carrot licensing”) or whether the technologies are already 

in use, but not being paid for, so there is a need to enforce the patents in order to 

reach a licensing agreement (“stick licensing”). The differentiation is important as 

different market segments operate in different manners, necessitating also different 

policy attention and action. 

  Interview revealed that by large, in terms of industries, one could differentiate between 

pharma/life sciences and other “high-tech technology fields”. The significance of this 

distinction stems from the fact that life/sciences pharma are an industry where the 

end-products are protected by a small amount of patents (all possibly under control of 

one manufacturer), while other high-tech industries – and here particularly the ICT – 

are characterised through a product being the subject of many patented technologies, 

which are typically in the hands of different manufacturers. This entails different ways 

of performing IP/patent licensing. In the ICT, there is a stronger need to engage in the 

licensing of patent portfolios of different third parties, in order to obtain access to all 

necessary components needed for a product to hit the market. In pharma, patents and 

patent licensing are also highly important, but here it is more to fund and/or get control 

of “the” single product from mostly a single patent holder. This is a decision typically 

based on market expectations whether this product will provide good returns by itself 

and/or fit into the portfolio of the acquirer/licensee. 

  The brokered patent market – i.e., where there are intermediaries that try to broker 

deals between licensing partners – is driven mostly by litigation and therefore also a 

market for “stick licensing”. Patent brokers hereby try to negotiate deals involving 

considerably sized patent portfolios. Often, this is only possible under the threat of 

litigation, as nobody will pay for a license if she/he does not need to. The market is, in 

terms of number brokers/intermediaries operating globally, rather small, but significant 

in terms of the value of the traded technology. The share of business, that patent 

intermediaries do with non-litigation (threat-)based licensing, is very small. 

  For the brokered patent markets, improvements are often sought in better, more 

predictable IP enforcement measures: Unitary Patent Court or higher damages have 

been often cited in this context as beneficial. While it is clear that a good patent system 

also entails having effective enforcement, there is a challenge to have a balanced 

enforcement system that respects the rights of both patent holders and (alleged) 

infringers. In order to avoid abuse of enforcement measures, there were considerable 
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calls for having safeguards in place, e.g. risks associated with fraudulent use of the IP 

enforcement systems. 

  The traditional hotspot for the brokered patent markets is the U.S., which is due to the 

U.S. having been an attractive place for patent litigation. The situation has to a degree 

changed due to legal changes and case law in the U.S., but the market seems to 

rebound. It is noticeable that most of the brokered patent licensing deals involve ICT 

technologies and software patents. Digitisation will further support the necessity for 

software patents, but also for other types of IP (copyright, trade secrets; also the non-

IP protection of data). 

  To distinguish from the brokered patent market is the much more opaque and difficult 

market of “benevolent” patent and IP licensing, where there is no threat of litigation 

but true technology transfer taking place. The major problem here is, for a potential 

licensor, to adapt the technology to the needs of the licensee, as a technology rarely is 

a 100% fit for a company. Adaptation goes as far as the ability to create business cases 

for the licensee. 

  The major challenges in “carrot” patent licensing markets for SMEs can be summarised 

to be lack of market transparency; uncertainty regarding the different features and 

phases of IP transactions; lack of critical mass (size and quality of IP portfolios; to an 

extent this can be compensated with trade secrets / tacit know-how); and improvable 

know-how base regarding licensing practices. With respect to the latter, considerable 

demand exists for establishing a new cast of (non-/less legal) IP experts that approach 

the IP licensing topic from the business perspective (“IP managers”). Even if so, “carrot 

licensing” is opportunity-driven and the timing must be right for both licensor and 

licensee so that a good deal can be struck. 

  One major problem for both carrot and stick licensing markets is valuation. Patents are 

unique, and they do have different value for different potential licensees. However, 

there is hardly any reference data (e.g., typically used royalty rates) available, and if 

there is, it is hardly usable because licensing deals seldomly correspond to each other 

in all major features and dimensions. The U.S. seems to be ahead in this regard 

compared to Europe. 

Overall, the patent licensing markets are difficult terrain, the more, if one is to focus on 

the “carrot” licensing segments. There does not seem to be a single good measure alone 

of tackling the issue for the benefit of innovation and SMEs. This refers particularly to a 

simple web-based patent marketplace (because of the stated valuation/adaptation needs 

that require, beyond the platform, considerable manpower and expertise). Rather, a bundle 

of measures seems necessary, which, altogether, can bring about improvements. The 

study team has developed such a bundle of measures, which are depicted in model as a 

logic chart with the respectively tackled goals and linked to expected outcomes and 

impacts.  

The respective recommended measures are: 

  A meta-platform for IP brokers and intermediaries 

  Improvements to the Enterprise-Europe-Network (EEN), or other existing local, 

national or EU networks 

  Publicly supported Freedom-To-Operate (FTO)/Ways-to-Navigate (WTN) service 

provision 

  Improved connections between different databases of relevance for IP transactions 

  Improved data collection on royalties and litigation 
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  Design and provision of licensing model contracts 

  Financial support for licensing 

  Creation/support for a profession of IP management consultants 

  A public IP transaction assistance system 

  Upgrades to training material 

  Creation and support/operation of a patent/IP aggregator for SMEs 

  Measures with respect to the regulatory environment (renewed analysis of the situation 

for software patents; introduction/operation of the Unitary Patent Court (UPC); further 

ensuring of the granting of patents of high quality at the EPO; ensuring of a balanced 

IP enforcement framework)  

A full description of the measures is provided in the main study report in section 7. 
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1. INTRODUCTION 

The Executive Agency for Small and Medium-sized Enterprises (EASME) has – on behalf of 

the European Commission – contracted Technopolis Group to conduct a feasibility study on 

a collaboration system for commercialisation of intellectual property (IP) in the EU. This 

document is the final report of the study. 

The study is set against the background that there is an ever-increasing call for better 

functioning markets for IP in the EU, particularly in the context of SMEs. When examining 

the evidence on the functioning of patent and IP transaction markets1, three things become 

obvious right away:  

  First, the importance that is given to these markets. For example, Guellec & Zuniga2 

argue that patents facilitate the licensing of technologies from SMEs to firms who have 

better market access and coverage. The delegation of “…R&D or production tasks” 

allows the licensing partners to specialise more. Thus, resources are better allocated 

among firms and there is a better, more efficient division of labour. The markets “…also 

contribute to increasing the diffusion of public and private R&D outcomes…and permit 

more competitive prices for consumers…patents are also useful in diffusing technology, 

notably network technology where standards are crucial for generating economic 

returns.”3 

  Second, that while patent and IP licensing has steadily gained in significance over time, 

important barriers remain. Our own PATLICE survey from 20134 – as well as other 

studies – shows that there are a number of such barriers: first and foremost fear of 

loss of technological know-how, followed by difficulties of finding the right licensing 

partners to issues such as the patent-underlying technologies not being developed 

enough or problems in pricing / valuing the license. Most often, licensing partners are 

only sought and found in the existing informal networks of the patent licensing firms. 

  Third, many attempts to foster the creation and establishment of better functioning 

patent and IP transaction markets seem to fail or do not perform as expected. This 

relates particularly also to intermediary activities, which may come to many as a 

surprise. One would expect that intermediaries who engage in matchmaking activities 

would be a valuable means to tackle the prominent barrier of not finding suitable 

licensing partners. Against this backdrop, Hagiu & Yoffie write, however:5 

“Despite these difficulties, there could be attractive opportunities to create 

intermediation mechanisms to match patent creators with patent users and 

facilitate transactions between them… among these intermediaries, one might 

expect to see prominent, eBay-like platforms facilitating patent transactions 

this has not yet happened.” 

                                                             
1 For better readability, we will use the terms patent markets, patent & IP transaction markets and licensing 
markets synonymous in this study. 

2 Guellec, D.; Zuniga, M.P. (2007): The role of patents in technology markets: Issues pertaining to data 
collection and analysis. First Monday, [S.l.], june 2007. ISSN 13960466. Available at: 
<https://firstmonday.org/ojs/index.php/fm/article/view/1903/1785>, 
doi:https://doi.org/10.5210/fm.v12i6.1903. 

3 Ibid. 

4 Radauer, A. & Dudenbostel, T. (2013): PATLICE survey – survey of patent licensing activities by patenting firms. 
Report for the European Commission, DG RTD, doi:10.2777/33030  

5 Hagiu, A. & Yoffie, D. (2011): Intermediaries for the IP market. Working paper. Available at: 
https://www.hbs.edu/faculty/Publication%20Files/12-023_0e95cdce-abbf-46ea-b8cb-15a3ebb054ed.pdf  

https://firstmonday.org/ojs/index.php/fm/article/view/1903/1785
https://doi.org/10.5210/fm.v12i6.1903
https://www.hbs.edu/faculty/Publication%20Files/12-023_0e95cdce-abbf-46ea-b8cb-15a3ebb054ed.pdf
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Why do respective attempts to improve the patent markets – both private and public – fail 

to such large extents? Why do many publicly funded support programs aiming at facilitating 

licensing deals in the end often realise only few such deals, despite the fact that they seem 

to clearly tackle identified shortcomings? Why, against this backdrop, does the U.S. 

patent/IP market perform seemingly better than the European one? And, following 

respective insights, what are the features of a better collaboration system for the 

commercialisation of IP? 

In this study, we will not claim to have a patent recipe to these recurring questions in 

innovation policy. However, through our research methodology, we have attempted to go 

a step further, beyond the typical evidence as obtained through methods such as licensing 

surveys. Based on the evidence we obtained, we will argue a) that the subject matter at 

hand is highly complex and more so than one would initially anticipate. This implies that 

easy-fit solutions for (only) seemingly clear-cut problems do not work. Furthermore, b) the 

situation may be in large parts due to the fact that “the” patent/IP licensing market actually 

consists of several market segments. These segments operate under different pretexts, 

exhibit different IP licensing cultures and have different stances on how policy could or 

should improve their functioning. Our recommendations for an improved collaboration 

system for the commercialisation of IP are set against the backdrop that due account must 

be taken of these different characteristics to achieve, from the public policy point of view, 

desirable outcomes. 

The final report is structured as follows: 

  Chapter 2 presents the methodology in more detail. 

  Chapter 3 starts out by discussing major ways in which the patent and IP licensing 

markets can be segmented. It also features a discussion on a typology of market 

intermediaries, which is a further means to segment the market. 

  Chapter 4 discusses the features of the most relevant market segments, from an 

innovation policy point of view that targets SMEs. 

  Chapter 5 discusses a number of topics and resulting measures that could lead to 

improvements of the functioning of the patent markets, particularly in view of the 

market segment of opportunity or “carrot” licensing. 

  Chapter 6 provides for the major policy implications and take-aways. It also provides 

for the general design of the improved collaboration system with a logical framework. 

  Chapter 7 describes, within the logical framework, the proposed model for enhanced 

collaboration for the commercialisation of IP: a set of possible measures that could be 

considered for implementation by the EC and which could improve the patent markets 

for the benefit of SMEs.  

Appendices provide various pieces of auxiliary information.  
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2. METHODOLOGY 

The study had to address the following specific tasks: 

  Task 1: To analyse existing studies on collaboration in the field of intellectual property 

  Task 2: To identify, map and describe existing initiatives (public, private or mixed) to 

exchange IP. 

  Task 3: To carry out a SWOT analysis (or comparable assessment) of each group of 

initiatives identified in Task 2 

  Task 4: Based on the findings identified in Task 3, to develop a concept for a 

collaboration system that would maximize knowledge transfer generation if 

implemented at EU level 

  Task 5: To prepare a detailed model of the system developed in Task 4. 

  Task 6: To identify any legal, political and/or technical obstacles for the realisation of 

this system and of its new or strengthened components 

  Task 7: To propose an implementation strategy for the development of the model 

developed in Task 5 at EU-level. 

To address these, the following methodological instruments were applied in various stages 

of the study: 

  Inception workshop with IP experts both internal and external to the project 

  Literature review 

  Desk research and analysis of functioning models for IP monetisation and collaboration 

platforms as well as a variety of companies (including SMEs) active in the area 

  Interview programme with selected platforms, IP monetisation and brokering services 

  Technical analysis of selected platforms  

  Analysis of specific legal challenges 

  Organisation of an ideation workshop between the EC, project team and selected 

experts external to the project (innovative approach #1) 

  Outreach to the IP community following different communication approaches 

(innovative approach #2) 

  Logic Chart Analysis 

In the following, we provide a more detailed overview on the methodological steps: 

Inception workshop: Originally planned as part of the kick-off meeting but instead 

organised to inform the inception phase of the study and including participants (IP experts) 

external to the study team, we organised an inception workshop on the 11th of February 

2019, 10:30 – 17:30 in Brussels at the premises of DG GROW. The workshop was attended 

by 18 experts representing companies (including SMEs) active in the area of IP brokering 

or monetarisation, important EU stakeholders in the area of IP (EPO, EUIPO, national IP 

offices) as well as the study team and DG GROW/EASME. The workshop started with an 

impulse by the study team on the study itself and an initial view on challenges and barriers 

and followed by a general discussion and discussions in breakout sessions. The results 

were used to further refine the methodology of the study and to further scope the study 

topics. In essence, the inputs provided covered tasks 1 to 3. 
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In preparation of the workshop and during the overall inception phase, we undertook a 

review of relevant academic and grey literature in the area of IP commercialisation 

(Task 1). Further literature was reviewed for the analysis of specific legal challenges (part 

of Task 6). In terms of the economic side of our research, one result of the workshop that 

we could verify as well was that the overall topic is to an extent a “moving target” because 

the market is changing so quickly. That means that academic literature on the economic 

side of IP commercialisation may be quickly outdated. Nevertheless, to size the respective 

market segments, we also studied the relevant economic literature. 

Desk research (initially for Task 2 and then continuously during the project) was 

undertaken to identify: 

  Recent developments in the IP monetisation markets both in the U.S. and in Europe 

  Functioning and non-functioning business models in the area of IP monetisation, tech 

transfer and collaboration in IP commercialisation (e.g. patent brokers) 

  Public and private developments in the policy landscape on national level, the UK, 

Ireland, France and Germany 

  (Availability of) data on different relevant market segments. The data were available 

only for the market of IP brokers and for technology transfer (with universities).  

We especially focussed on interviewing experts in the field for a number of reasons. 

Data availability in the area of IP markets is scarce overall, and particularly in Europe when 

compared to the U.S., and the topic of collaboration in IP commercialisation was very 

dynamic in recent years. The interview targets can be grouped as follows: 

  Companies/platforms that provide brokering services, matching services or other 

services related to the commercialisation of IP 

  Companies with a business model relying and/or experts on the licensing of IP in 

general 

  Experts on university related tech transfer/knowledge transfer 

  Companies with experiences on how SMEs are included into innovation ecosystems 

and/or Open innovation processes (both large companies and SMEs) 

  Patent aggregators / patent funds 

  Public services in the area of technology/knowledge transfer 

  Others with a stake in patent licensing markets (e.g. inventors, companies offering IP 

on platforms, etc.) 

Some of the interviews were conducted as scoping interviews during the inception phase 

of the study. In essence, the interviews provided for core inputs to task 2 to 7 (whereby 

the foci of the interviews and the extent to which each task was addressed in the interviews 

differed by interview partner). Both the list of interviewees and the interview guidelines 

were agreed on by the European Commission. Interviews were mostly conducted on the 

phone, but where possible were conducted face-to-face. In particular, the technical 

analysis of platforms is partly based on interviews. A full list of interviews is provided in 

Appendix A. The responsiveness of the interview candidates varied. Interview candidates 

were approached by email and with a letter of recommendation of the European 

Commission. In some cases, it proved to be effective to invite candidates for interview 

personally by DG GROW. 

To gauge ways to root a possible database of IP transactions or a meta-commercialisation-

platform on the European level, the study team conducted a technical analysis of both 
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the platform NIR-VANA and the EEN (part of Task 3 and Task 6). The technical analysis is 

based on two steps: an interview on the objectives and technical features of the platform 

and an analysis of technical features, usability, and future possibilities – if possible – from 

the users’ point of view. 

Because IP overall and therefore also collaboration in the area of IP commercialisation can 

be a topic with a strong legal component, one of our activities focussed on the analysis 

of specific legal challenges (part of task 6). For that, the project team combined both 

their own legal, practical experiences with a specific desk and literature research on these 

topics. The topics that were analysed in detail were chosen based on the workshops and 

interview feedback. 

Within the study, the project team was asked to probe innovative methods as well. These 

concerned mainly tasks 4 to 7. The project team proposed two such methods: first, an 

ideation workshop with an innovative character (by applying the TRIZ-methodology), and 

second, a process of “crowd participation” for assessing possibilities to improve 

patent/licensing markets with true technology transfer: 

  The ideation workshop took place in Vienna on the 12th of June 2019. Within the 

workshop, challenges in IP commercialisation were discussed in a holistic way – i.e. 

including legal challenges, IT-related challenges and SME related challenges. Project 

team and EC also discussed a set of possible policy measures in regard to their possible 

relevance and feasibility.  

  For the “crowd participation” process, the project team formulated a challenge 

description. We used several channels to disseminate the request (see also appendix 

G): 

 A questionnaire with SurveyMonkey in the form of an open link. We sent the 

link to relevant LinkedIn groups and asked multipliers (IAM magazine, funding 

agencies, ASTP / Proton) to forward the link to their communities. 

 A dedicated IP discussion forum created for the purpose of this study, which was 

also shared via LinkedIn groups and multipliers. 

 A thread in the Intelproplaw forum which is part of the Intellectual Property Law 

Server.  The Server has been online since March 1997 and serves approximately 

15 million pages a year. It provides information and discussions about 

intellectual property law including patent, trademark and copyright, mainly 

targeting US professionals. 

 The introductory text gave each recipient - no matter the way he/she was 

contacted - the possibility to choose the most convenient channel for providing 

feedback and/or entering into a discussion. 

The response of the IP community to this outreach was low – only a few people interacted 

with our post (e.g., on a business social media platform) with a ‘like’. Originally, we planned 

to analyse the discussions that would take place. In this case, however, we contacted 

people that interacted with the posts individually and involved them in our interview 

programme. 

Logic Chart analysis was finally used as a methodological frame for tasks 4 to 7 and as 

tool to help triangulate the evidence from the various methods employed into the 

development of the model collaboration system (Tasks 4 and 5), the identification of 

obstacles (Task 6) and the implementation strategy matters (Task 7). As the evidence 

implied that a “collaboration system” was not ideally to be a single platform or measure, 

but a bundle of measures, we developed and discussed such a bundle of measures in the 
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logic chart as recommendations. Legal, technical and political obstacles are discussed for 

each of the recommendations as also implementation matters. 

The following table provides a summary of methods applied vs. tasks tackled. 

Table 1 Correspondence matrix between methods and tasks 

 T1 T2 T3 T4 T5 T6 T7 

Inception workshop  X X X     

Literature review X       

Desk research   X      

Interview programme   X X X X X X 

Technical analysis of selected platforms    X   X  

Analysis of specific legal challenges   (X)   X  

Ideation workshop    X X X X 

Outreach to the IP community following different 
communication approaches  

   X X X X 

Logic Chart Analysis    X X X X 

Source: Technopolis 

3. THE DIFFERENT MARKET SEGMENTS FOR IP AND PATENT 

TRANSACTIONS / LICENSING 

3.1 Overview 

In this chapter, we first elaborate on different ways to segment the markets for IP/patent 

licensing and monetisation (section 3.2). We then continue to discuss some of the more 

relevant market segments (clusters) in more detail: the stick licensing markets (section 

3.3) and the carrot licensing markets (section 3.4). We conclude with a brief look at the 

market segment of university-industry technology transfer (section 3.5). 

3.2 Ways to segment patent and IP markets 

3.2.1 Basic segmentation options 

Transactions of single pieces of IP and patents as well as of larger patent portfolios take 

place in different contexts. Each of the contexts are in itself highly complex and follow 

different rules. There are different approaches to segment the markets:  

  By type of partners of transactions: i.e., exclusively between companies or between 

companies and universities, and here transaction partners can either be large 

companies (large to large), small companies (small to small) or companies of different 

sizes (small to large, large to small). The companies each can either be selling/out-

licensing or buying/in-licensing. Between companies and universities, transactions 

again can take place either between SMEs and universities or between a large company 

and a university, either selling/out-licensing or buying/in-licensing. 

  By industry sectors: In some industries, it is still customary to rely on a single or a few 

patents per end-product (like it is often the case in pharma and in the life sciences). 

Other sectors like the ICT sector must already rely on various patented and IP-

protected technologies developed by a variety of firms to protect an end-product like a 

smartphone. The digitalisation of industry sectors overall is likely to increase this trend 
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also in other (before mostly non-ICT) sectors. Generally speaking, many interview 

partners differentiated between “pharma” and “high-tech” as two major market 

segments with different patenting and patent licensing cultures. This differentiation 

overlaps in terms of few-patent/IP per product to many-patent/IP per product 

markets.6 

  By involvement of intermediaries: IP transactions can either take place in a direct B2B-

market, where one company approaches another company for a transaction. On the 

other side, brokers and intermediaries can actively facilitate transactions by either 

identifying a technology for a specific need of a client or by probing the market for a 

technology in order to find a company with a specific need. This distinction – 

intermediary-using or not – is important because, as interviews and the analysis of the 

literature has shown, the two segments operate differently and target also different 

types of licensing and IP acquisition deals. Moreover, as will be shown in the next 

section, even in the intermediary-using market segment, there are further 

classifications possible according to type of intermediaries, where the different 

intermediaries again specialise on specific aspects of the markets. 

  Carrot licensing vs. stick licensing: The distinction between stick and carrot licensing is 

derived from Reinhardt.7 Carrot licensing is also known as opportunity licensing, and 

stick licensing is known as enforcement or assertion licensing. Therefore, carrot 

licensing means a process where parties are interested in a certain technology or 

knowledge and thus actively pursue a license. According to our interviews and the 

literature, this corresponds in many instances not only to the licensing of patents, but 

also know-how, i.e. technology licensing. Stick licensing means that a technology is 

already used, and the patent holders want the users to obtain a license. According to 

interview partners, stick licensing is mostly about the licensing of the patents only, i.e. 

without the need to access additional know-how or trade secrets. 

  By timing – ex-ante vs. ex-post licensing: Yet another way of segmenting the IP & 

patent licensing market is by timing. Ex-ante Licensing agreements occur “…as part of 

a technology transfer agreement [because, ed.] they occur before the purchaser has 

obtained the technology through other means.”8 By contrast, ex-post licensing occurs 

when “…the patent owner approaches the licensee or manufacturer after the 

manufacturer accused of infringement has incorporated the technology.”9 Following this 

definition, it can be therefore argued that ex-post licensing of patents is only about the 

licensing of patent rights, whereas ex-ante licensing will most likely comprise the 

licensing of patents plus complementary know-how (i.e., the licensing of technology 

rather than the licensing of patents only). 

The described ways to segment the market are not mutually exclusive. For example, there 

is considerable overlap between ex-ante/carrot and ex-post/stick licensing. As ex-post 

licensing is about getting a firm to pay license fees for the infringing use of patented 

technology, the “stick” and litigation aspect is clearly visible. One can also combine the 

different segmentation possibilities to arrive at even more refined classification systems or 

                                                             
6 See also Wilson, K.S. (2019): The Four Classes of Patent Licensing, in: les nouvelles – Journal of the LES, p. 
28. https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3317017, accessed on 12th of July, 2019.  

7 Reinhardt, D. (2008): Pre-Licensing Considerations, in The Licensing Journal, New York Vol. 28, Iss. 5, May 
2008, p. 15-21. 

8 Steele, M.L. (2017): The Great Failure of the IPXI Experiment: Why Commoditization of Intellectual Property 
Failed, in: Cornell Law Review. Vol. 102, Iss. 4, Article 5. 

9 Ibid. 

https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3317017
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clusters of different forms of patent licensing that share common traits. For example, as 

our interview evidence and literature suggest, there is a cluster combining stick/ex-post 

licensing with support from (certain types of) intermediaries. Another example of 

combining different segmentation approaches – from a practitioner point of view – into one 

typology is described by Wilson.10  

Our own observations through the interviews and the studies suggests that there are the 

following major market clusters to be distinguished: 

  Type A: There is one market segment or cluster of B2B licensing between large firms 

without involvement of intermediaries. This market seems to work quite well. It is not 

the focus of this study. 

  Type B: There is another market segment associated with stick or ex-post licensing and 

supported by certain types of intermediaries (as already hinted at above). This so-

called brokered patent market is home to mostly private intermediaries that try to 

strike deals with the possible threat of litigation in the background. The patents are 

mostly proven and in use by firms (i.e., there is a hardly a need for these patents to 

develop them further for commercialisation purposes), often in the midst but also later 

phases of product life cycles. This cluster is also mostly associated with “high-tech” 

industries where an end-product is made up of a multitude of patented technologies – 

e.g., the hardware ICT segments with, for example, smart phones. 

  Type C: Yet another market segment corresponds to the ex-ante or carrot licensing. 

Here, the patents often need to be developed further to be ready for commercialisation 

– correspondingly, this market targets patents and IP in earlier stages of the product 

life cycle, including the R&D phase. It is a market where there is a considerable breadth 

of approaches to engage different partners into R&D collaborations and technology 

transfer, for example in the context of “open innovation” approaches. It is also home 

to a number of public support programmes and publicly backed intermediaries that 

intend to foster technology transfer. This segment is less about patent licensing, and 

more about technology licensing. 

  Type C1: A significant sub-segment of the carrot licensing market is the market of 

technology transfer between universities and industry, often focusing on SMEs, and 

with considerable support from public policy. In this market, universities are pre-

eminent players. Patents and IP are more often in rather early to very early phases of 

R&D. Technology Transfer Offices (TTOs) act as significant intermediaries to support 

the licensing process. This market is only to a small extent a focus of the study, because 

it has been already extensively studied. 

It is important also in our own categorisation to underline that the boundaries of the 

typology are fluid: There are indeed private intermediaries (brokers) also supporting carrot 

                                                             
10 Wilson distinguishes four dimensions. The first, tech transfer licensing, is an “idyllic” representation of the 
patent system where an inventor or patent holder/applicant seeks to convince a manufacturer to purchase or 
license patents and by that introduces a new or improved product to the market. The second – industry practice 
licensing – describes the situation where complex consumer products are protected with many patents (e.g., 
smartphones). In such an environment, mechanisms need to be found that grant freedom to operate and “patent 
peace” among the industry stakeholders (e.g., cross-licensing, Standard Essential Patents (SEPs). Independent 
invention licensing describes the situation (usually with more simple products) where a first inventor obtains a 
patent. Later on, a second inventor introduces a product that is under the first inventor’s patent scope but had 
no knowledge of the first inventor’s ideas. In this case, even if the second inventor came up with the idea 
independently, the patent owner can demand that he takes a license. The fourth category – landmine licensing – 
is “…the use of obscure patents to tax manufacturers”. Here, the industry also ready has a solution only to find 
out by surprise that they have stepped into someone’s patent (often a patent where the claims are creatively 
stretched). See Wilson, K.S. (2019): The Four Classes of Patent Licensing, in: les nouvelles – Journal of the LES, 
p. 28. https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3317017, accessed on 12th of July, 2019. 

https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3317017
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licensing processes, but – given the market reports as well as interview evidence – the 

predominant share of income is derived from striking deals under the “shadow of litigation”. 

Conversely, it is also known that a number of universities assert their IP rights in 

technology fields such as ICT against infringing firms.  

In both market carrot and stick licensing (Types B and C/C1), intermediaries play either 

by themselves already an important role for the functioning of the respective market 

segments or are a prime factor to consider when developing a policy that intends to foster 

collaboration for the purpose of commercialising IP. This in turn necessitates a deeper 

understanding of the different types of intermediaries active, their rationales for operation 

and business models, their challenges and success factors. The next section will therefore 

explore the different types of intermediaries in greater detail. 

3.2.2 Rationales for and typologies of intermediaries in the patent/IP 

transaction market 

In this section, we take a closer look at the operation modes of different types of 

intermediaries in patent/IP licensing markets. We start by analysing the different 

shortcomings (market failures) that intermediaries can try to overcome (section 3.2.2.1). 

Hereafter, we discuss typologies of patent/IP market intermediaries (section 3.2.2.2.).11  

3.2.2.1 Features of IP and patent transaction markets that inhibit their further 

development 

We start by analysing the various problems in the IP & patent transaction market 

intermediaries try to solve. As already outlined in the introductory chapter, the fact that 

so many studies talk about not well functioning markets for patent licensing and IP trade 

may come as a surprise, given the ever increasing growth of patent filing activity at the 

major patent offices; the wider uses of patents in today´s business models; as well as the 

potential benefits that could be derived from the licensing and trade of patents and other 

IP rights.  

However, it seems that only bilateral licensing between large firms is doing well in terms 

of performing as a market. Outside this segment, the different market segments can be 

characterised by lack of transparency and by uncertainty in negotiations. For example, 

Hagiu & Yoffie12 argue that 

“...the patent market consists mainly of bilateral transactions, either sales or 

cross- licenses, between large companies. Such deals are privately negotiated 

and might involve hundreds or thousands of patents...outside of these bilateral 

deals, patent buyers and sellers frequently have a hard time finding each other. 

There is no eBay, Amazon, New York Stock Exchange, or Kelley’s Blue Book 

equivalent for patents, and when buyers and sellers do find each other, they 

usually negotiate under enormous uncertainty: prices of similar patents vary 

widely from transaction to transaction and the terms of the transactions 

(including prices) are often secret and confidential.” 

                                                             
11 A very specific type of intermediary – the (two-sided) market-place – is discussed also further in section 5.2. 

12 Hagiu, A. & Yoffie, D. (2013): The New Patent Intermediaries: Platforms, Defensive Aggregators, and Super-
Aggregators, in: Journal of Economic Perspectives—Volume 27, Number 1—Winter 2013. P. 45–66. 
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Why is the establishment of functioning IP transaction markets outside the B2B/large firm 

market so difficult? A number of key barriers are identifiable: 

  Firms may not want to license their patents in the first place. The PATLICE survey has 

shown, accordingly, that companies fear the loss of technological know-how, which was 

the prime barrier against licensing identified in that study. It seems that for a good 

portion of businesses, patents still fulfil the classical role of an insurance against 

copying of one´s own inventions. This might be for many firms also a very rational 

approach in their industries and business models. In this context, Ruther developed a 

decision matrix where the choice between internal and external exploitation of patents 

is made dependent on the value firms seek to extract from patents as well as the 

strategic needs of the companies (see Figure 2). Firms which are – based on rational 

reasoning – predominantly operating in the left-most column of the matrix 

(corresponding to own use / internal exploitation) would be a bad and ill-fated target 

for a public intervention that tries to incentivise patent/IP licensing. 

Figure 2 Patent value chains and decision matrix for licensing and patent trade 

Source: Ruther, F., “Patent Aggregating Companies”, Springer Gabler, Berlin, 2013, at 13. 

  The firms for which licensing could be an option to improve their business are therefore 

only a subset of patent-holding and/or inventive firms. But even for these, there exist 

a number of barriers in patent/IP transaction markets. The major ones are the 

following:  

 First to mention are valuation problems.13 These do not only arise because it is 

more difficult to value intangible assets but also because of some specific 

features of patents. Patents are, by definition, unique in that they protect a 

                                                             
13 Hagiu, A. & Yoffie, D. (2013): The New Patent Intermediaries: Platforms, Defensive Aggregators, and Super-
Aggregators, in: Journal of Economic Perspectives—Volume 27, Number 1—Winter 2013. P. 45–66. 
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specific unique invention. They can therefore not be a tradable commodity like, 

for example, iron ore. In addition, portfolio and complementarity effects have 

to be considered. Different patents may protect different parts of an invention, 

and it is this portfolio that counts, moreover, also how a specific portfolio 

complements the portfolio of the trading partner. It is hence difficult to assess 

the value of a single patent. Lack of sizable portfolios as well as valuation know-

how may make it particularly difficult for SMEs to bargain effectively, and hence 

to participate in patent/IP markets. 

 Further to mention are high search costs. This relates to the difficulty of 

searching databases and establishing “truly” the existing prior art.14 

 Surveys like the PATLICE survey or an earlier combined OECD/EPO patent 

licensing survey15 show that finding suitable licensing partners is also a 

significant issue. Consequently, licensing partners are mostly from established 

informal networks of partners who know each other and where a certain level 

of trust exists. 

A further reason discussed in the literature why a sizable and liquid market for trading 

patents is difficult to create is because patent transactions often happen with a litigation 

background16 – i.e., the very existence of stick licensing is seen as barrier for the further 

development of the patent licensing market. Our interview evidence, however, would not 

necessarily support this point of view.17 

3.2.2.2 The different types of intermediaries 

There have been numerous ideas on how intermediary services could help overcome these 

market shortcomings.18 The developed business cases employed are diverse, implemented 

by both public and private parties, and it is not possible to find a unique systematisation 

of the respective approaches that does this variety justice. 

One systematisation is that of Hagiu and Yoffie.19 They distinguish between: 

  Traditional patent intermediaries, of which there are three sub-types: patent brokers 

(usually small firms like Thinkfire or IPValue that help find licensing partners for a fee 

contingent on success); patent pools (such as the ones for Bluetooth or MPEG-4); and 

the (related/similar) activities of standard developing organisations (SDOs). Hagiu and 

                                                             
14 Ibid. 

15 Cited in: Radauer, A. & Dudenbostel, T. (2013): PATLICE Survey – Survey on patent licensing activities by 
patenting firms, https://ec.europa.eu/research/innovation-union/pdf/patlice-survey.pdf, accessed on the 12th of 
July, 2019. 

16 Hagiu, A. & Yoffie, D. (2013): The New Patent Intermediaries: Platforms, Defensive Aggregators, and Super-
Aggregators, in: Journal of Economic Perspectives—Volume 27, Number 1—Winter 2013. P. 45–66. 

17 The reasoning for the existence of the barrier is that litigation in stick licensing creates transaction costs. 
Against this backdrop, it has been argued that patents are best viewed as “probabilistic property rights” or “lottery 
tickets”: few patents are litigated, but of those that are, approximately half end up being invalidated. Given this 
risk, many patent owners and users prefer to settle out of court for amounts that have more to do with their 
opportunity costs of going to trial and their attitude towards risk than with the “true” economic value of their 
patents.  Our interview results, though, would not necessarily support this kind of argumentation. According to 
the respective evidence, stick licensing markets seem to work relatively well, particularly BECAUSE of the 
enforcement options. The feedback provided would imply that the “true” economic value IS, in practical terms, 
actually equal to the amount for which the parties settle out of court. 

18 We will not delve further into the bilateral patent/IP-licensing markets between large firms, as these are not in 
the focus of this study. 

19 Hagiu, A. & Yoffie, D. (2013): The New Patent Intermediaries: Platforms, Defensive Aggregators, and Super-
Aggregators, in: Journal of Economic Perspectives—Volume 27, Number 1—Winter 2013. P. 45–66. 

https://ec.europa.eu/research/innovation-union/pdf/patlice-survey.pdf
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Yoffie state: “Thus, while brokers, patent pools, and standard-setting organizations 

have a role in bridging some of the gaps in the patent market, their effects are limited, 

and they have not managed to help small inventors get paid for their ideas. Indeed, 

small patent owners generally do not participate in pools or standard-setting 

organizations, and most small patent owners are not worth the time of professional 

brokers.”20 There is a clear nexus to standard-essential patents (SEPs) with this type 

of intermediary. However, activities can extend also well beyond SEPs, in particularly 

when it comes to the patent brokers. 

  Non-practising entities (NPEs) that exploit market failures. NPEs are on the one hand 

highly controversial because of their power to create considerable costs and barriers 

for “practising” (usually large) innovators. On the other hand, they have been also 

observed to be a good vehicle for small firms to assert their patents against large firms 

and to increase the liquidity of the patent markets.  

  Two-sided platforms: These types of platforms are either online marketplaces that try 

to bring buyers and sellers of patents together or patent auctions without taking 

themselves property of the patent rights. In a simple form, online marketplaces provide 

for the possibility to place respective ads of the form “Looking for patents” and “Offering 

patents”, while auctions try to implement a Sotheby or eBay-style of activity where 

patents can be sold via auctions. Hagiu and Yoffie describe – as do others – such 

platforms as a failure because many had to shut down. Those that remained are limited 

in scale and scope and operate more akin to consulting firms.21 This view – which is 

shared also by other authors – can be, in our opinion, well challenged. For us, the 

question is one of expectations. If the expectation is that such a marketplace should 

be able to grow to dimensions like the widely automated ebay or Amazon platforms for 

physical goods, then indeed two-sided IP/patent platforms can be considered a failure. 

However, if the expectation is that such intermediaries should operate profitably (even 

if the firms themselves are rather small), then there are examples of successes (such 

as yet2.com or OceanTomo). 

  Defensive aggregators: Defensive aggregators try to collect and buy patents that could 

be used by NPEs in the open market, amass them and provide licenses to subscribing 

firms. The idea is, therefore, to “dry out” the market of business opportunities for NPEs, 

so that the patents bought by the defensive aggregators cannot be litigated against the 

(mostly large) firms. They are therefore a form of (incomplete) insurance against 

NPE/patent troll activity, a way to ensure freedom-to-operate (FTO). Major examples 

are RPX and Allied Security Trust. 

  Super aggregators: This type of aggregator is exemplified in the form of the company 

Intellectual Ventures. The company acts both as a non-practicing entity and defensive 

aggregator and is described by Hagiu and Yoffie as a “weapons dealer…who can provide 

intellectual property to litigants on both sides of a battle.”22 The company works, like a 

venture capital firm, through a series of funds. Two funds are set up to acquire patents. 

                                                             
20 Ibid. 

21 The “consulting character” also partly reflects on the reason why many of the firms had to shut down. As will 
be discussed also later, striking a licensing deal with such platforms necessitates a) a very good understanding 
of the possibilities a technology has, b) in very much detail an understanding of the technology needs of the 
potential licensee and c) above all, good market knowledge of who could be possible matching partners where a) 
and b) fit so that a deal can be struck. This implies highly staff-intensive activities and is clearly difficult terrain, 
where it is hard to make in sustainable manner business. The ensuing tailored approaches make it also difficult 
for simple IT-based marketplaces to be successful. 

22 Hagiu, A. & Yoffie, D. (2013): The New Patent Intermediaries: Platforms, Defensive Aggregators, and Super-
Aggregators, in: Journal of Economic Perspectives—Volume 27, Number 1—Winter 2013. P. 45–66. 
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A third fund focuses on developing its own inventions in partnership with scientists. A 

fourth fund is in place for “…acquiring pre-filing inventions, mostly from universities in 

Asia, through a variety of technology transfer deals.” The latter two funds set 

Intellectual Venture apart from pure NPEs. Another distinguishing factor is that it 

features strategic investors like Amazon or Google. The idea of a “one-stop shop” when 

it comes to patent acquisition and licensing relies to a large extent on scale. Hagiu and 

Yoffie discussed in 2011 that Intellectual Ventures is the fifth-largest patent owner in 

the U.S., while acknowledging the risks of the business model of Intellectual Ventures. 

They argue that super aggregators may have a good future because of their scale, and 

because they can achieve higher learning effects in licensing through their size. Hereby, 

standards for patent valuation are set more reliable, more comparable and more 

accessible to SMEs, and hence also more conducive for efficient patent markets.23  

We would add to this list also technology transfer offices (TTOs) of universities as important 

intermediaries and market players. 

Another possibility to look at the different types of intermediaries is through the “open 

innovation” lens. Open innovation (OI) emerged as a new way of looking at innovation 

processes in the early 2000s. It has since then gained considerable traction in innovation 

management literature and innovation management practice, particularly with large firms 

(albeit yet less so in RTDI policy).  

The subject of OI – with its focus on the opening of innovation processes – brought a new 

perception on innovation processes, and created a new conceptual frame, although the 

underlying principles can be partly considered to be well established and broadly spread in 

industry already for a long time. In the experience of the research team, many of the OI 

activities of industry might be considered as a reaction to the market pressure (soaring 

R&D costs with at the same time shortening product life cycles and price pressure in the 

market). This has aggravated the need for collaboration and opening up internal innovation 

processes. 

The growing traction of OI has also led to the development of open innovation 

intermediaries. Piller & Diener call these Open Innovation Accelerators (OIAs), and their 

study identified some 180 of those.24 OIAs and the patent/IP market intermediaries overlap 

partially. Therefore, not all patent/IP brokers are considered OIAs – particularly many 

patent brokers that are active in the “stick” licensing market –, and not all OIAs can be 

considered a means to collaborate for the commercialisation of IP (such as in the case of 

ideation platforms, that employ crowdsourcing to merely scout for ideas). OIAs of 

relevance for this study are often focusing on inwardly directed OI processes: Questions / 

problems put out by industry (“challenges”) are to be solved by a more or less anonymous 

crowd of so-called solvers or other co-workers. We will discuss the OI and OIA issues in 

4.3.3 in greater detail. 

3.3 Take-aways 

As can be seen, there are various ways of classifying the IP and patent licensing markets 

and each way highlights different characteristics. Within most of the classification systems, 

the boundaries between the categories are fluid, either in concept or in practice. 

Intermediaries can tackle a number of shortcomings in the respective market segments, 

and, correspondingly, there is also a range of different types of intermediaries visible. From 

                                                             
23 Our interview evidence suggests, however, that the expectations by Hagiu and Yoffie on super-aggregators 
may have been set too high and so far as the bright future has not yet set in. 

24 Piller, F. & Diener, K. (2013): The Market for Open Innovation. DOI: 10.13140/RG.2.2.24961.35682 
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our interviews, we see different market segments that combine elements of the above 

ways to divide the patent/IP markets. For the purpose of this study, we therefore combine 

the above definitions in light of interview and documentary evidence and study the most 

significant in the next section in greater detail. 

4. IMPORTANT MARKET SEGMENTS AND CLUSTERS IN PATENT AND 

IP TRANSACTION MARKETS 

4.1 Overview 

In this section, we discuss the major market segments /clusters that we have identified 

for the purpose of the study: 

  Type B: The ex-post stick-licensing “brokered” patent market 

  Type C: The ex-ante carrot-licensing market and its intermediaries 

  Type C1: The university-industry tech transfer market 

Type A (B2B licensing between large firms) is not discussed, as it is outside the scope of 

this study, and Type C1 (university-industry tech transfer) is only tackled in an overview 

manner, again because of the defined scope of the study. Each market segment is analysed 

in terms of initiatives visible (which relates mostly to (public) support programmes and/or 

intermediaries active), market structure and volume as well as recent developments. For 

each market segment, we also provide a SWOT analysis. 

4.2 Type B: Stick-licensing – The “ex-post” brokered patent market and its 

close relationship with litigation 

4.2.1 Major current market characteristics 

We start our analysis of different IP and patent transaction market segments with a look 

at Type B markets, the ex-post “stick licensing” patent markets. When studies such as the 

one by Haggiu & Yoffie25 talk about patent markets, this is the one market segment they 

seem to be actually focussing on.  

This market is for the most part identical with what is called “brokered” patent market in 

dedicated market research reports. The players and intermediaries involved are, using the 

classification of Hagiu & Yoffie, for the vast majority private firms and of the types patent 

brokerage firms, two-sided markets and aggregators, sometimes maybe also NPEs. In 

practice, the boundaries are blurred between the three types of intermediaries. The fluidity 

in terms of being classified as a certain type of patent market intermediary as described 

above stems also from the fact that most intermediaries combine and offer different types 

of services. We observe that many brokers tend to present themselves as a one-stop-shop 

(“full service provider”) regarding patent/IP transactions. However, many do try to 

underline certain aspects of their services as possible USPs (e.g., for example Tynax which 

also offers IP education). 

Again, it must be underlined that while predominantly focussed on “stick” licensing, some 

players do also provide support for “carrot licensing”. However, as interview evidence with 

experts in this market reveals, most of the turnover is made with stick licensing. 

                                                             
25 Hagiu, A. & Yoffie, D. (2013): The New Patent Intermediaries: Platforms, Defensive Aggregators, and Super-
Aggregators, in: Journal of Economic Perspectives—Volume 27, Number 1—Winter 2013. P. 45–66. 
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The market can be characterised as follows: 

1. The market lacks transparency (just as also other IP/patent licensing market 

segments) 

The recent academic literature – reflecting also our observations in the interviews and 

workshops – notes a lack of information regarding the patent and licensing markets, which 

also make evidence-based analyses difficult for the purpose of this study:26  

“Scholars, attorneys, and business professionals have long bemoaned the lack 

of available data on the market for patent transactions. While resources exist 

to value cars, real estate, coins, comic books, and myriad other goods and 

services, no equivalent exists for patent rights. Despite producing billions of 

dollars in annual revenues worldwide, the market for licensing and buying 

patent rights operates in near total darkness. Virtually all deals are negotiated 

in secret and thereafter come to light only rarely. As a result, potential buyers 

and sellers often have a hard time locating one another and, when they do, 

often cannot agree on the appropriate methodology for determining a price, let 

alone what that price should be.”  

Against this backdrop, there are also attempts within the industry to improve the situation 

such as the publication of study reports on the market and its characteristics. The regular 

report from Richardson Oliver Insights (ROI) on the brokered patent market is such an 

attempt to provide more insights for the benefit of all.27 We will draw on the ROI report 

and other data sources to unveil some of the fog surrounding the brokered patent markets 

in the following text. 

2. The market is relatively small in terms of numbers of players, but these 

players deal with rather large amounts of patent value 

A first observation from the sources available to us suggest that the market is mainly 

composed of a high two-digit to a very low three-digit number of brokers, mostly small 

firms. A current directory by (Indian/Singapore) GreyB Intellectual Property Services 

reveals more than 100 international patent brokers and 22 marketplaces.28 The latest study 

by Richard Oliver insights (ROI) identified 56 brokers in 2018 that listed packages of 

patents to be sold. This is well below the 74 brokers identified for the year 2016 which is 

indicative of the situation that the number of brokers varies with the state of the business 

cycle in IP trade.29 

We observe a dominance of U.S. offerings, which account for almost two thirds of the 

market in terms of number of brokers. Brokers that come from / are headquartered in 

Europe are primarily found in the UK (9%), whereas some few firms (one to two) in each 

case are found in Germany, Sweden, Finland, the Netherlands, Italy and Switzerland (see 

Figure 3).  

                                                             
26 Love et al. (2018): An Empirical Look at the "Brokered" Market for Patents, Vol. 83, Iss. 2, Art. 7; accessed via 
https://scholarship.law.missouri.edu/mlr/vol83/iss2/7 on the 12th of July, 2019. 

27 Richardson Oliver Insights (2019): THE 2018 BROKERED PATENT MARKET.  

28 https://www.greyb.com/list-of-patent-brokers/ and https://www.greyb.com/marketplaces-buy-sell-patents/, 
accessed on the 12th of July 2019. The full list is provided in appendices E and F to this report. 

29 Richardson Oliver Insights (2019): THE 2018 BROKERED PATENT MARKET. The cited study of Love et al. (2018) 
also uses the ROI data as the main source. 

https://scholarship.law.missouri.edu/mlr/vol83/iss2/7
https://www.greyb.com/list-of-patent-brokers/
https://www.greyb.com/marketplaces-buy-sell-patents/
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Figure 3  Proportion of patent brokers in different countries in list published by Greyb.com 

 

Source: Technopolis based on data from Greyb.com (last visited in April 2019). List of 100 patent 
brokers from different countries. 

The closeness to IP litigation is reflected in the homepages of many brokers. For example, 

the entry page for German Papst Licensing starts with the question “Patent infringement? 

We are the right partner for you” and describes in greater detail that “we are turning patent 

infringers into licensees”. The field of initiatives is highly dynamic, with some closing their 

activities in the past years while other initiatives using big data approaches or artificial 

intelligence emerge. Therefore, it is impossible to provide a “complete” picture of the 

various brokers. 

In terms of market size, the overall market size for 2018 was reported by ROI to be US$ 

353m, which is 19% up compared to the previous year.30 This is to be compared to the 

total value of patents put up for trade by the brokers during the same time period of 2018, 

which was valued at US$ 16.7b (this sum is equal to the aggregate of the asking prices as 

provided by the surveyed brokers). Of this, ROI calculated that US$5.3b were then actually 

transacted in 2018. 

The ROI report also notes that the market is skewed, and the skewness has increased over 

time: “While the number of brokers has remained fairly consistent, the concentration of 

market share has continued to skew towards a handful of them. A small group of brokers 

continues to bring the majority of the packages to market: 14 brokers brought 10 or more 

packages to market, up from 11 brokers last year. The top four brokers accounted for 50% 

of listed packages, which is a large increase from 41% last year (35% in 2016).” 

3. The dominance of the U.S. in this market is in large parts due to the standards 

for the patentability of software patents and better litigation options 

The study at hand also started against the often-discussed observation that the U.S. has 

a far better functioning patent and IP transaction market than Europe. This observation 

leads us to the question for reasons why this is the case. In the kick-off workshop, one 

major contributing factor was already seen in the better possibilities to litigate patents in 

the U.S., which implies – as also indicated by the majority of our interview partners – that 

the functioning of the patent markets (at least) correlates with litigation options. Interview 

feedback also suggests much of the litigation concerns software (in particular business 

method) patents, for which there are different (and lower) patentability standards in the 

U.S. than in Europe. 

                                                             
30 Ibid.  
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It comes therefore as no surprise that most technology fields in which the brokers are 

active relate to ICT. For 2015, ROI reported that 50% of the patent packages relate to 

application software, system infrastructure software and cloud computing. In fact, all listed 

industry sectors had an ICT flavour to them except for the category ‘miscellaneous’.31 The 

quite small role of life sciences is intriguing, but it could also be that licensing deals in 

pharma and chemistry (or in machinery) may involve to a lesser extent patent brokerage. 

The policy implications might be considerable, given the digitisation trend (see also below). 

It can be expected that many now non-ICT sectors will be confronted with increased ICT-

based patent transactions, fuelled by developments like 5G, industry 4.0 or IoT. 

Recent changes in the U.S. legal system and respective case law have decreased the 

possibility to litigate in the U.S. and therefore the attractiveness and functioning of the 

patent transaction market. This was said in the kick-off workshop and in interviews to have 

led to, for example, a number of companies and patent brokerage/intermediary firms 

exiting the market. Key to this development were a number of landmark court rulings as 

well as institutional changes (in particular, the ALICE verdict and the establishment of an 

institution called PTAB).32 The immediate consequences, particularly from ALICE, have 

been noted to be “a considerable immediate drop in the value of patent portfolios” 

(interview) of many firms and curtailed licensing and patent monetisation activity, as well 

as less patent litigation activity.  

In interviews as well as in publications, it has been also discussed that this drop was to an 

extent short-lived as people found out that it would be still possible to file for software 

patents. It was observed, though, that the deals showed different characteristics. Against 

this backdrop, Love et al.33 note for the much-discussed differences in the brokered patent 

markets between the “pre-ALICE” and “post-ALICE” timeframes: 

“Median per-asset asking prices fell [for the brokered patent markets, ed.] more 

than twenty-five percent over this period. However, we also observe that prices 

rebounded in 2016. In addition, the size and number of software patent 

packages increased markedly during the period of our study…In our view, these 

trends likely reflect the introduction – and subsequent dissipation – of 

uncertainty in the market for software patents over the last five years. As 

uncertainty about the patentability and enforceability of software assets grew, 

sellers responded by lowering asking prices and buyers responded by buying 

                                                             
31 https://de.slideshare.net/sfo2008/brokered-patent-market-2014-130040607, accessed on the 12th of July, 
2019.  

32 ALICE refers to a 2014 decision of the U.S. Supreme Court on patent eligibility of software patents, more 
specifically software for business method patents (Alice Corp. v. CLS Bank International, 573 U.S. 208, 134 S. 
Ct. 2347 (2014)) The case sought to resolve an issue over whether certain claims about a computer-implemented, 
electronic escrow service for facilitating financial transactions would be abstract ideas ineligible for patent 
protection. The Supreme Court asserted this to be the case. The verdict was considered to be landmark ruling 
which put into question the validity of business method and software patents as a whole, creating respective 
uncertainty with owners of such patents. PTAB is the acronym for the U.S. Patent Trial and Appeal Board (PTAB), 
an administrative law body of the United States Patent and Trademark Office (USPTO) which decides on issues 
of patentability. PTAB was created in 2012 as part of the America Invents Act (AIA). PTAB has gained notoriety, 
through its inter partes reviews (IPRs – not to be confused with “Intellectual Property Rights”), for deciding on 
many occasions against the validity of software/business method patents. However, PTAB does not invalidate 
pharma patents that frequently (Schestowitz, R. (2018): In Spite of Campaigns Against It, the Patent Trial and 
Appeal Board (PTAB) Squashes Software Patents by the Hundreds Per Month, Patent Maximalists Still Try to Stop 
It, http://techrights.org/2018/10/08/ptab-vs-swpats-epidemic/, accessed on the 12th of July 2019). A more 
intricate review of U.S. legal developments is presented in Appendix D. 

33 Love et al. (2018): An Empirical Look at the "Brokered" Market for Patents, Vol. 83, Iss. 2, Art. 7; accessed via 
https://scholarship.law.missouri.edu/mlr/vol83/iss2/7 on the 12th of July, 2019. 

https://de.slideshare.net/sfo2008/brokered-patent-market-2014-130040607
https://scholarship.law.missouri.edu/mlr/vol83/iss2/7
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larger packages, perhaps in hopes that at least one asset in the package would 

eventually prove valuable. Over time, prices began to recover as case law on 

software patentability continued to develop and as PTAB practice became more 

predictable.” 

A major industry event for IP monetisation is the IP Dealmakers Forum.34 In the roundup 

of the November 2017 event held in NYC, it was said that the market is still very much 

alive and prospering. However, much of the optimism rested then on more “predictable” 

litigation in Europe and Asia and new ways how firms and brokers navigate the changed 

U.S. landscape. 

In the meantime, the USPTO has issued guidance documents on how to examine and grant 

software patents that reflect its new president´s – Andrei Iancu – more pro-software patent 

stance (compared also to his predecessor).35 In February 2019, Mr. Iancu has given a very 

detailed speech on this issue for the U.S. Chamber of Commerce.36 

The importance of software patents in the U.S. implies that an “easy” way to foster the 

patent markets in Europe could lie in tweaking the patentability criteria for software 

patents. However, without delving too much into this subject, software patents are a highly 

disputed topic, which is outside the scope of this study.37 

4.2.2 Future trends in the brokered patent markets 

The interviews and studies give also rise to a number of observations regarding future 

trends in the brokered patent markets: 

1. Patent and broader IP portfolios seem to become more important in stick 

licensing, which means that the market for licensing/transacting single 

patents (for SMEs) may be becoming more difficult – however, this effect 

could be also (particularly in Europe) industry-specific 

One immediate observation both with the ROI data and also echoed in the interviews is 

the high and further growing relevance of patent and IP portfolios that are, at least with 

support of brokers, traded. Patent licensing must be in this context understood as portfolio 

licensing that involves not only single patents, but bundles (packages) of patents, and in 

some cases also trademarks and other types of IP, including know-how38.  

                                                             
34 IP Dealmakers Forum has, according to its homepage, “…the reputation as the IP industry’s must-attend event, 
where industry leaders stay informed and where real business gets done… Attendance at IP Dealmakers is by 
invitation or approval and capped at 200 participants. Event highlights include peer-driven, high-quality content, 
in-depth panel discussions, A-list speakers, 1-to-1 meetings, and a curated, influential group of participants.” The 

event is organised in New York City, and November 2019 will see its sixth edition. 
(https://www.ipdealmakersforum.com/) 

35 Nelson, P. & Schoenbaum, R. (2018): Will New PTO Guidance Be The Antidote to Alice In The Medical Device 
Patenting Process?, see https://www.jdsupra.com/legalnews/will-new-pto-guidance-be-the-antidote-22474/ 
accessed on the 12th of July, 2019. 

36 Quinn, G. (2018): Iancu: ‘It is unclear what is patentable and what is not, and that can depress innovation’. 
http://www.ipwatchdog.com/2018/05/22/iancu-unclear-patentable-depress-innovation/id=97559/, accessed on 
the 3rd April 2019.  

37 It might be nevertheless interesting to note that some interview partners opted for a renewed look at the 
patentability criteria for software patents with respect to simulations and product/service configurators (not 
business method patents). In fact, there seems to be ongoing case in this context with the board of appeal of the 
EPO (regarding simulations – see https://www.epo.org/law-practice/case-law-appeals/recent/t140489ex1.html, 
last accessed 15 October 2019). 

38 If know-how and/or trade secrets are included, this would then be a form of technology licensing, i.e. the stick 
licensing market would then exhibit also features of the carrot licensing market. 

https://www.ipdealmakersforum.com/
https://www.jdsupra.com/legalnews/will-new-pto-guidance-be-the-antidote-22474/
http://www.ipwatchdog.com/2018/05/22/iancu-unclear-patentable-depress-innovation/id=97559/
https://www.epo.org/law-practice/case-law-appeals/recent/t140489ex1.html
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The new development is basically the even higher emphasis placed on (attractive) 

portfolios rather than single assets. The reason for this development is also that it is often 

easier to invent around a single patent and/or to successfully engage in invalidation 

procedures against a single asset. 

The implications discussed in the interviews were that SMEs would find it even more difficult 

to participate in such a market. There was the feedback that “…there are clearly two 

distinctive worlds, one up there with large firms that participate in the market, and one 

down there where the story is different” (interview) or that “the approach of single patent 

licensing and sale is largely a matter of the past.” (interview). 

However, an interview with a German private tech transfer intermediary indicated that the 

noted effects may be largely industry specific. In its main field of activity – green 

technology/energy – large (German) firms would still behave fairly to SMEs in licensing 

negotiations, also if they have not so large patent portfolios. A key issue for him was the 

ability of an SME to have control over a specific product and the related technology, even 

if that product would be just an element used by the large firm. Taking this issue further 

means that the more an SME would depend on needing access to other technologies, the 

more problematic it would be for the SME to monetise its own IP. Generally speaking, this 

raises the issue of having a differentiated view e.g. in relation to markets with multi-

patented products (with more stick licensing characteristics) and markets with more single-

asset specificity (and with carrot licensing characteristics). 

2. Open innovation, digitisation and technology convergence change the way IP 

monetisation is performed 

A major theme broadly discussed in the interviews regarding particularly the stick licensing 

market are the changes brought by open innovation, digitisation and technology 

convergence. The basic tenet is a change in market structure. With end products in both 

B2B and B2C markets that consist of several (patented and IP-protected) components, it 

becomes increasingly difficult to follow the traditional motive of patenting, namely, to 

protect a product with a (portfolio of own) patents.  

The need to cross license patent/IP portfolios, e.g. in the telecom market, is already a well-

known consequence in this context. However, the past situation in the telecom/smartphone 

sector is still somewhat structured and can be overlooked, as market players need to cater 

basically for their competitors and market players in their own industry. The new paradigm 

comes about when the market borders become fluid and markets that were distinct in the 

past are now starting to overlap, and market players start to multiply. Such can be seen 

in the case of the automotive and ICT sectors, where suddenly patent portfolios of car 

manufacturers and patent portfolios of ICT firms start overlapping for the protection of the 

product “car”. The same applies for medical devices.39  

The immediate consequence is a considerable increase in the number of patents that need 

to be observed / dealt with, and also the reason the issue of software patents may rise 

further in importance. Digitisation means to a considerable extent enabling existing 

hardware such as machinery equipment with additional electronic hardware/software 

solutions.  

Another issue is also the need to search for different new business models in this 

environment, also with respect to allowing co-creation. The open source approach, as 

developed and used extensively by the software industry, provides for many advantages. 

                                                             
39 Nelson, P. & Schoenbaum, R. (2018): Will New PTO Guidance Be The Antidote to Alice In The Medical Device 
Patenting Process? See https://www.jdsupra.com/legalnews/will-new-pto-guidance-be-the-antidote-22474/, 
accessed on the 12th of July, 2019. 

https://www.jdsupra.com/legalnews/will-new-pto-guidance-be-the-antidote-22474/
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It seems to be used extensively to allow for quick and also cheap collaboration for R&D 

and the creation of standards. However, the role of patents in open source environments 

is different, and other types of IP rise in importance: 

  To an extent, there is a shift away from monetising patents through ‘simple’ licensing 

and sales. What becomes more important is the ability to manage IP in collaborative 

open innovation environments, taking into account open source approaches and with 

thickets of IP as surrounding environment. 

  Consequently, other types of IP become more important. Following the interviews, this 

refers also and foremost to trade secrets that need to be better and in a more focussed 

way managed, valued in the IP monetisation efforts. According to a discussion at the 

IPBC conference in March 2019 in Paris, this is to an extent also “unchartered territory”, 

and many lurking issues will probably need the resolve of high court decisions. The 

example was given, when/if a trade secret can be still considered a trade secret, if it is 

the subject of licensing agreements with (many) third parties. 

  It will become increasingly difficult to establish and maintain freedom-to-operate (FTO) 

for firms in a market. One interview partner, from an SME, was particularly afraid in 

this context of Chinese patent filings: 

“In our field we see a questionable trend in that the base invention gets re-

patented…for example the base invention patented was a certain coating….the 

same coating is now re-patented again and again as it is claimed that the 

coating of 20mm thickness is different in its properties than the coatings of 

10mm and 30mm, which each thickness leading to its own patent….we find now 

a lot of respective prior art, particularly from Chinese firms….however, at the 

moment they stay with most of these patents in China….god beware if they 

would, maybe even with state support, start to extend their patent protection 

into our European markets” (interview) 

An interview partner pointed out that one should not believe too much in the low quality 

of Chinese patents. Given the manifold higher number of engineering graduates in 

China compared to the U.S. and Europe, “…these engineers will eventually invent things 

that are validly patentable and are patented.” 

The most obvious impact from such a development is a more challenging working 

environment for the brokers where they have to cater more than “just” for patent 

monetisation. In addition, it seems that their work, when managing IP in open 

innovation collaborative environments with also usage of open source approaches, may 

to an extent also take on characteristics of ex-ante licensing (at least to a larger extent 

than seemingly in the past). 

3. The role of data (and protecting it) in IP transaction markets will increase 

considerably. 

A recent article by Donegan & Vella, published in the March/April 2019 issue of Intellectual 

Assets Magazine (IAM), discusses the future of IP monetisation.40 It focuses on a set of 

technologies that “…will shape the future of all business in all markets”41 which are artificial 

intelligence (AI); robotics; distributed ledger technologies (blockchain), commonly referred 

to in this article as Next Generation Software Infrastructure (NGSI).  

                                                             
40 Donegan, C. & Vella, M. (2019): IP monetisation: what might the future hold?, in: iam March/April 2019. 
Accessed via https://www.iam-media.com/law-policy/ip-monetisation-what-might-future-hold on 12th of July, 
2019. 

41 Ibid.  

https://www.iam-media.com/law-policy/ip-monetisation-what-might-future-hold
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According to the article, IP monetisation will not be done the same way as in the “patent-

heavy, US-centric NPE monetisation” as seen in the past with PCs and smartphone market. 

Rationales for this development are seen in the shift to (software) application layers where 

patents are harder to assert; the continuing growth of open source systems that are at 

odds with large litigation damages models associated with NPEs; the difficulty to obtain 

software patents beyond the confines of 35 USC Section 101 and Art. 52 EPC; the migration 

of processing functionality to the clouds which makes it difficult to establish which patents 

are infringed; the shift in balance in power from West to East which affects litigation 

venues; the shift in value from processing apparatuses/methods to data generated by 

these devices and methods.  

The article concludes that as there is a value shift away from (patentable/protectable) 

devices that create data to data itself, data and its protection options will become a more 

important asset in patent and IP transaction markets.42 In such a more complex and 

fragmented environment, the article favours, amongst others, pooling arrangements for 

SMEs that would otherwise not have the possibility to access all necessary assets for 

running their businesses. 

This development will therefore impact the patent brokerage market the same way as 

described on the preceding point of open innovation / digitisation. In fact, it is a very 

specific aspect of digitisation / open innovation challenges likely ahead which deserves 

specific attention. 

4. Firms need to emphasise more dynamic perspectives in their corporate IP 

strategies 

Some more recent articles point to the need of firms – in the light of the described recent 

trends in the IP monetisation markets – that it will be important for firms to have a proper 

IP (monetisation) strategy in place that links with the overall business strategy. While this 

is not news as such, the important novel aspect propelled that is highlighted by IP/patent 

brokers is to have a more dynamic look at the overall product life cycle. This follows the 

reasoning that IP usage will change over time, depending on where the product is in its 

life cycle (see Figure 4). Donegan & Vella43 discuss in this context what they call an 

expected continued event-driven monetisation of patents in the future patent/IP 

monetisation marketplace. This follows the observation that in the past there were 

significant business events that triggered waves of patent monetisation attempts. This 

happened when companies like Motorola, Nokia, etc. folded or retracted from business 

areas and patent monetisation was one way to deliver revenue to shareholders. Donegan 

& Valle believe that “…such significant business events will continue to occur and open up 

IP monetisation opportunities” also for traditional-style IP monetisation.  

                                                             
42 However, as the IP protection of data is not in the scope of this study, we will not develop the respective 
arguments further. 

43 Donegan, C. & Vella, M. (2019): IP monetisation: what might the future hold?, in: iam March/April 2019. 
Accessed via https://www.iam-media.com/law-policy/ip-monetisation-what-might-future-hold on 12th of July, 
2019. 

https://www.iam-media.com/law-policy/ip-monetisation-what-might-future-hold
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Figure 4 IP monetisation as function of patent life 

 

Source: ROI, https://de.slideshare.net/sfo2008/patent-monetization-buy-sell-license-hold  

One of the interesting aspects of event-driven patent monetisation is that such events are 

not planned. They occur, for example, because the business folds. This can put the seller 

in a bad position. Against this backdrop, Custodia argues for a more pro-active and planned 

approach to IP strategy development, taking into account the different stages in the 

product life cycles:44 

“Too many high-tech firms live out their days in the Decline stage, winding 

down the business, losing key customers, and ultimately watching their 

remaining shareholder value dissipate. At the end, the company’s IP assets – 

which were once the foundation for years of cashflow – are liquidated at an 

auction or through an asset “fire sale”, often at a steep discount. In these cases, 

the company’s shareholders are missing out on a potential return on investment 

on the assets that they financed, a return that could have been achieved 

through the execution of an IP monetization strategy…two notable examples of 

IP Monetization execution are companies such as BlackBerry and TiVo. These 

companies have successfully extended their life cycles, post-Maturity stage…the 

key to introducing this new stage of the Business Life Cycle is educating 

entrepreneurs and managers on the importance of a solid IP strategy early 

on…to achieve the full value potential, management must develop a strategy 

early in the life of the company and endeavour to develop a forward-looking IP 

portfolio rather than taking the easy road of constructing a portfolio to narrowly 

protect its product (known as a “defensive” approach).” 

We mention this issue as one interesting twist / subtle issue in the IP monetisation 

approaches of firms and as an example exemplifying our doubts whether existing 

training materials on IP monetisation/strategy development for SMEs are up to date 

regarding the most recent challenges and trends in the IP licensing and monetisation 

markets.  

In this context, the call for more dynamic management of IP/patents and of 

monetising patents in later phases of the declining patent life cycle must also be seen 

in the context of criticism that – particularly European SMEs – may pay too little 

attention to using patents and IP as a tool to generate revenue besides their own 

production: 

                                                             
44 Custodia, S. (2018): IP Monetization: Realizing Hidden Value in Time of Decline. 
https://foresightvaluation.com/ip-monetization-realizing-hidden-value-in-time-of-decline/, last checked 4 April 
2019.  

https://de.slideshare.net/sfo2008/patent-monetization-buy-sell-license-hold
https://foresightvaluation.com/ip-monetization-realizing-hidden-value-in-time-of-decline/
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“Everyone talks about the possibility to use patents for licensing, but in most 

cases, respective opportunities are foregone because, in practice, patent 

licensing and monetisation is not pursued as a business. This leads to the 

creation of less IP, and of less quality IP, that could be used for licensing 

purposes from the beginning (i.e., IP not only usable for defensive purposes of 

one´s own production), and this is also behind the lack of a “dynamic” 

perspective for later product-cycle stage IP monetisation.” (interview) 

4.2.3 Examples of patent brokers and stick-licensing focussed marketplaces 

In the following, we provide short overviews of services identified through different sources 

for the stick-licensing market segment. To inform the analysis and gather a quick 

impression of the popularity of the websites, we have also gathered information on the 

number of page impressions of the services (by type of service). Generally, in terms of 

internet page impressions, the visibility of brokers can be considered rather low. In most 

cases, page impressions and site visits are below thresholds of web analytic tools like 

ALEXA or similar. The reason could be that the platforms only attract a very specialised 

audience or have a generally low impact. 

Table 2 below provides snapshots of a selection of brokers and intermediaries. 

Table 2 Some interesting services in an overview 

Name Description 
Page 
views 

Marketplaces   

PCTXS.Com (PCTXS.com) 

PCTXS Inc, a Canadian company, runs the PCTXS 
marketplace, which allows both buyers and sellers the 
option to license/sell/ask prices, for unexpired 
International Patent Application rights in countries 
around the world. 

PCTXS membership is free. Buyers and sellers can 
perform extensive searches or post listings after 
registration. 

23,112,649  

Idea Buyer 
(https://www.ideabuyer.com) 

IdeaBuyer.com was founded in 2007 which allows 
patent owners to list their patents/other protected 
inventions for free post registration. The marketplace 
has garnered mixed reviews over the years, mostly 
positive ones though. Users of this marketplace are 
mainly US based. 

1,525,607 

IAM Market https://portal.iam-
market.com/ 

Launched in 2015, IAM Market is a marketplace that 
offers free services for buyers and asks for a fee from 
its 22 vendors which include big portfolio holders, like 
AT&T, IBM, HP, Microsoft, Google, Intel, Boeing, Sony, 
Philips, and Xerox. 

The technology categories are probably limited, but 
the quality of the patents for the particular technology 
is thought to be high. Moreover, being one of the two 
leading IP industry publications, IAM can build on a 
unique outreach of IP professionals who obtain the 
publication. 

n/a 

Licentix 

The Copenhagen-based company provided a 
marketplace with free services such as listing a 

patent, access to sophisticated reporting and search 
tools and setting up search agents to monitor any IP 
of your interest, post registration. Additionally, a tool 
that automatically generates a list of potential 

14,334,530  
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Name Description 
Page 
views 

licensees who are interested in the technology domain 
of a patent was offered .Additional but to be paid 
services, like the DirectInvite feature, supported 
marketing. However, as of October 2019, Licentix 
seems to have stopped operation. 

Ocean Tomo Bid-Ask™ Market 
(http://www.oceantomobidask.com ) 

With a wide variety of patents available and a global 
community of buyers, the Ocean Tomo Bid-Ask Market 
sees itself an optimal transaction platform for both 
buyers and sellers. 

The Selling and the Buying process are highly 
standardized. Beginning in 2018, Ocean Tomo 
Transactions lists the sale price for all publicly known 
patent transactions, to enhance transparency.Sellers 
are charged a 20% commission at the closing of a 
transaction. There is a minimum $2500 fee for each 
lot listing on the Ocean Tomo Bid-Ask Market. 

21,364,292 

Aggregators   

Intellectual Ventures 
http://www.intellectualventures.com/  

Intellectual Ventures is an American private company 
that is among the top owners of U.S. patents.  

Since 2009 IV runs a prototyping and research 
laboratory, Intellectual Ventures Lab, hiring scientists 
to imagine inventions which could exist but do not yet 
exist, and then filing descriptions of these inventions 
with the US Patent Office 

Publicly, Intellectual Ventures states that a major goal 
is to assist small inventors against corporations. In 
practice, the vast majority of IV's revenue comes from 
buying patents, aggregating these patents into a 
single portfolio spanning many disparate technologies 
and tying these patents together for license to other 
companies under the threat of litigation, or filing 
lawsuits for infringement of patents IV might be seen 
as OPAE. 

- 

Inflexion Point  

http://www.ip-
strategy.com/aboutus.htm l 

Inflexion Point is an Intellectual Property Investment 
Bank telling to represent technology companies and 
institutional investors in the acquisition and sale of 
patent portfolios having strategic value and, in the 
sourcing, and execution of IP-intensive M&A 
transactions 

Inflexion Point provides an integrated approach to 
monetizing patents and related know-how through 
expertise in technology, business and intellectual 
property transactions. to extract the hidden value of 
the IP. It is based in Palo Alto founded 2004 

- 

Thinkfire  

http://www.thinkfire.com/  

ThinkFire according to its website is a full-service 
intellectual property advisory, brokerage and licensing 
services firm. Its mission is to help global technology 
companies and other intellectual property owners 
develop and execute IP strategies that maximize the 
return on their investment in IP. Since our founding in 
2001, ThinkFire has helped clients realize over $1 
billion of value from their IP assets. Thinkfire is based 
in US. 

According to media45 ThinkFire (Clinton, N.J.) is a 
consulting firm that provides ammo typically to larger 
companies threatened by patent-licensing and -

- 

                                                             
45 https://www.eetimes.com/document.asp?doc_id=1160061#, accessed on the 12th of July 2019.  

http://www.oceantomobidask.com/
http://www.intellectualventures.com/
http://www.ip-strategy.com/aboutus.htm
http://www.ip-strategy.com/aboutus.htm
http://www.thinkfire.com/
https://www.eetimes.com/document.asp?doc_id=1160061
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Name Description 
Page 
views 

enforcement companies or others rattling the patent 
saber. The group's Web site notes that patents are 
now an issue in all forms of corporate negotiations. 

ThinkFire consultants stepped in the patent businesses 
of IBM, Intel and Lucent to help clients reap revenue 
from patents and optimize portfolios as shields in 

today's litigious environment. The group brokered a 
nearly $20 million sale of communications patents for 
a large corporation in 2005. Clients have included 
Alcatel, Cisco, Hitachi, Hewlett-Packard and NEC. 

Like Intellectual Ventures, ThinkFire was founded by 
Nathan Myhrvold, who was Chief Technology Officer of 
Microsoft back when it had a lean war chest for 
patents and couldn't find the help it needed (see story, 
above). "It's much more difficult to reach a licensing 
agreement these days, so the feeling is you might as 
well sue people," said Lewis Zaretzki, ThinkFire's vice 
president of consulting. "Corporations might get five 
to 10 letters a month asserting patents. They can't 
pay all those people." 

Allied Security Trust 

https://ast.com/news/  

AST is a Member-driven cooperative that provides 

patent risk mitigation services to some of the world’s 
most innovative and recognized technology 
companies. To date, AST has acquired patent rights to 
over 3,000 assets worth over $450M for its Members.  

The members involved in the purchase are then 
licensed to the patents. After a certain period of time, 
the patents are sold or donated. This is known as a 
catch and release strategy. AST does not litigate. 
Members include Cisco Systems, Ford, Google, Honda, 
IBM, Intel, Microsoft, Oracle, Philips, Sony, Spotify, 
Uber and Verizon.  It is US based 

- 

Acacia Research Corporation 
https://acaciaresearch.com/  

Acacia Research Corporation was founded in 1993 and 
is US based. For patent litigation Acacia creates a 
subsidiary company with the original patent owner 
(inventors or universities) that acts as a special 

purpose entity for each set of patents that it enforces. 
Revenues generated from licensing the patents are 
split. Acacia says that since the year 2000, they 
generated $1.4 Billion in revenue from licensing 
patents. The company has formed some 200 known 
subsidiaries and has litigated about 1500 cases. It is 
seen by many of the typical sample of an offensive 
aggregator or NPE. 

- 

PAPST LICENSING GmbH & Co. KG 

(https://www.papstlicensing.com ) 

The focus of activities at PAPST LICENSING lies in the 
area of infringement prosecution with the aim of 
granting licenses. PAPST LICENSING is a privately-
owned German company claiming 80 years of 
existence and more than 170 license agreements.  

PAPST LICENSING is a patent monetization company 
that is operating worldwide. Since 1993, PAPST 

LICENSING has monetized several hundred patents in 
the field of electrical engineering and precision 
mechanical engineering. 

PAPST LICENSING has since then executed more than 
170 license agreements with well-known corporations 
in Europe, Japan, Korea, Taiwan, China and the United 
States 

- 

Source: Desk Research 

https://ast.com/news/
https://acaciaresearch.com/
https://www.papstlicensing.com/
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4.2.4 SWOT 

Strengths 

  Ability of the market to enforce infringed patents and IP rights effectively and efficiently 

  High competence of the operating persons in this market 

  Approach of “full service” one-stop-shops for IP and patent stick licensing is presumably 

a success factor 

Weaknesses 

  High reliance on markets with predisposition to software patents and their (changing / 

different) patentability and enforceability in different jurisdictions 

  Low incentives and ability of the market to engage in true technology transfer 

  From a public policy point of view, difficult terrain as supporting the market directly 

may be seen as purely supporting litigation activity with no clear effect on innovation 

  Lack of transparency e.g. in pricing models, royalty rates, etc. because of difficulty to 

act as if IP/patents would be a physical commodity 

  Small market structure means that good expertise is concentrated with few people 

Opportunities 

  Difficulties in the U.S. market could make Europe (and Asia) as location with 

stable/predictive enforcement systems more attractive for patent brokers. The planned 

UPC has to be seen in this context. 

  Interview evidence points to improved possibilities of European SMEs to enforce their 

patents and IP, if a) they incorporate IP monetisation more into their business models 

(which would lead then to more and higher quality IP being filed) and b) if they make 

then pro-active use of patent brokers. 

Threats 

  Digitisation and open innovation practices show a shift away from the monetisation of 

patents to the management of more diverse portfolios of IP (including trade secrets, 

copyrights) in R&D collaborations, which is uncharted territory for the market players 

and may also lead to changes in business models to more “carrot” like licensing 

approaches. 

  The role of data as part of IP asset portfolio is hereby also likely to increase and is also 

unchartered territory. 

4.2.5 Take-aways 

We draw the following main conclusions for the brokered patent market: 

  The brokered patent market, i.e. the market that operates with the help of 

intermediaries, has a strong link to litigation. One can safely say that litigation (and/or 

the threat thereof) drives the market.  

  The market is therefore also characterised as indicative for “stick licensing”, i.e. where 

technology is already used, and it is about enforcement of IP rights (including patents). 

  From an economic point of view, while the number of brokers and dealers may look 

low, the litigated sums also clearly indicate strong economic significance, particularly 

in key industries for future economic development. In fact, when it comes to patent 
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licensing – and foregoing the cross-licensing of patents between firms – the brokered 

patent market seems to account for much of the volume of patent licensing. 

  Key industries targeted are particularly multi-patented product markets, such as ICT. 

Digitisation will spur the significance of this market, even if there are indications that 

the types of IP brokered will see a shift in significance to an extent away from (pure) 

patents and to portfolios of different types of IP (copyrights, trade secrets, etc.) as well 

as means to protect data as an asset. 

  The market is also strongly driven by brokering sizable quality IP portfolios, i.e. single 

invention/patent licensing plays less of a role.  

  Another correlation is with respect to software patents, which have a considerable 

importance in this market segment, and probably also an increasing one, given the 

trend towards digitisation. 

If one were to foster this market segment, possible policy measures are mostly in relation 

to enforcement. These include increasing the amount of damages obtainable, and 

introducing the UPC, in general ensuring that outcomes of litigation are predictable. This 

is an area of considerable controversy (although also said to be an “opportunity for Europe” 

(source: workshop participants)), as it touches upon the issue to find the right balance 

between right owners and alleged infringers. Therefore, there has also been a call in many 

of our interviews for safeguards, such as for attempts to fraudulently engage in litigation 

(as plaintiff) to be also associated with a risk (as should IP infringements also be associated 

with risk). 

4.3 Type C: Carrot licensing: the “benevolent” ex-ante B2B Tech Transfer 

Market and its SME involvement 

Following the look into the brokered patent markets, we now turn our attention to the 

markets for ex-ante carrot licensing involving SMEs. From a policy perspective, this is a 

particularly interesting market, as it is associated with “true” technology transfer and the 

creation of innovations. This chapter will once again start with a general characterisation 

of the market. It will then discuss important sub-markets for the purpose of this study: 

SMEs out-licensing to large firms;  

4.3.1 Market overview 

Generally, we were not able to find reliable data providing us with clear indications on the 

size of the carrot licensing business-to-business (b2b) IP licensing markets involving SMEs. 

This also holds true for our interview partners, who could only provide us with some 

qualitative information.  

Interview feedback suggests that this market may once again be differentiated between 

life science/pharma on the one hand and other technologies on the other hand. The former 

seems to have a much better-established patent licensing culture, which is however also 

due to the aforementioned characteristics of the pharma market (see section 3.2.1). 

Generally, it was reported that small start-ups in the life sciences would be less engaged 

in patent licensing (mostly also because of early technology readiness levels), while life 

sciences scale-ups – particularly those that have a platform technology with multiple 

medical uses – are more active in this regard. As for other technologies – and while 

acknowledging that success stories exist, and that some firms operate also patent/IP-

licensed based business models – it seems that successful licensing/tech transfer is a 

difficult field. True successes would hardly pop up continuously. 



Study on a collaboration system for commercialisation of intellectual property in the EU 

   33 

We investigate the features of this market, the respective barriers and success factors 

encountered, for the following sub-segments: 

  SMEs licensing out to large firms, pro-actively marketing their technology 

  SMEs licensing out to large firms, in an open innovation environment 

Whereas the former has segment described above has a specific look at SMEs who wish to 

find a licensing partner for their technology, the latter describes a specific situation where 

an SME (seeks to) enters an “open innovation” network or ecosphere. Again, the 

boundaries between the categories are blurred and there are overlaps. In the course of the 

discussion, we also touch upon the aspect of SME-to-SME licensing. 

4.3.2 SMEs licensing out pro-actively to large firms 

In the following scenario, an SME is actively trying to out-license its technology to a large 

firm. We discuss major barriers and success factors in the respective market segment for 

such “hopeful” SME licensors. 

The following barriers are notable and located on the SME side of the negotiation table: 

1. Does an SME really want to license-out IP? 

The first thing to consider when addressing barriers for patent/IP licensing is whether there 

is a willingness of a potential licensor to license-out. As already discussed, our PATLICE 

survey shows that this can be considered the most prominent barriers for IP out-licensing 

– a large fraction of firms simply does not consider licensing out because this aspect is not 

within the remits of their business and IP strategy. Interestingly, the PATLICE survey has 

shown that this barrier is more relevant for large firms and larger SMEs (with more than 

50 employees). We argued back then that  

“…either small firms acknowledge more their limited ability to protect 

themselves against unwanted know-how flows (and have come to live with this 

fact, but need to out-license anyway) or that they rely also on additional tacit 

specialist know-how, such as know-how on how to apply the patented 

technology in a particular user setting, which is difficult to copy.”46  

The interviews in the course of this study seem to confirm these results, particularly also 

for goods-producing SMEs. One interview partner said, with respect to “typical” German 

“Mittelstand“-firms47. Such businesses are often technology and world leaders in niches. 

Against this backdrop, there is reluctance to engage in patent out-licensing as a) this may 

not be needed for the continued success of the business and b) it risks unwanted 

technology spill-overs. However, the same interview partner noted that there would 

potentially be an interest to scout and license in technology. 

Other interview partners indirectly confirmed the observed negative stances of particularly 

European firms on patent/technology out-licensing by noting on “missed business 

opportunities”. There seems to be a strong focus on developing and producing one’s own 

technology, mostly rooted in a “love for engineering” attitude. Following this argument, 

extending the business of an SME to comprise also patent out-licensing is simply not within 

                                                             
46 Radauer, A. & Dudenbostel, T. (2013): PATLICE survey – Survey on patent licensing activities by patent 
licensing firms.  

47 Firms in Germany considered as “Mittelstand” may have up to 500 employees, sometimes this term is used 
even for larger firms (e.g., if the business is family-run). There is no uniquely accepted definition of “Mittelstand” 
in Germany, but it is clear that this class of firms contains larger businesses than the EU definition. 
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what these entrepreneurs foresee when they run their companies, because it puts a 

stronger emphasis on financials rather than on development coupled with own production.  

As a result, there is therefore also less quality IP/patents being filed that could be used for 

out-licensing e.g. for other uses of a technology. Furthering this line of reasoning, a case 

could be made to foster the use of patent out-licensing as part of a business strategy by 

SMEs. This is also in line with the respective observations for “stick” licensing (see section 

4.2). 

2. Lack of quality IP 

Numerous interview partners told us that it is important that an SME has quality IP when 

it gets in touch with a large company. They also told us that quality IP is actually a 

bottleneck with many firms. The reason why quality IP is sought is the fear that third 

parties could invalidate the patents or attempt to circumvent patent protection. Having IP 

of lesser quality increases the chance that third parties would engage in such practice. The 

same, however, holds true for companies that are approached as potential licensees by 

small firms, if the would-be licensees engage into respectively malevolent negotiation 

practices. 

3. No sizable patent and IP portfolio 

Along the same lines, many interview partners iterated the need in most instances and 

industries to have more than one patent / patent family. If a patent portfolio is of a certain 

size it makes it more difficult for other firms to invalidate every single patent or circumvent 

the technology by patenting around. Therefore, SMEs should strive to have quality patents 

in a sufficiently large patent portfolio. This argument is again in line in what was observed 

for the “stick” licensing market segments. 

4. Non-existence of trade secrets and know-how 

Having trade secrets or tacit know-how, particularly in addition to formal IP such as 

patents, has been identified as a major success factor for ex-ante carrot licensing. Having 

trade secrets or know-how alone, however, can prove difficult as “… it is then very hard to 

put a value on something so intangible as a trade secret. What would you really value?” 

(interview). Following this kind of reasoning, it becomes clear that SMEs are in an excellent 

(probably the best) negotiation position when they possess both trade secrets and quality 

IP for their technology. The latter allows for meaningful valuation (and can also not easily 

be invalidated), while the former provides for a type of asset that must be, if not licensed, 

re-engineered in a complicated manner to put a technology to good use.  

However, not all interview partners see the existence of a trade secret as a ‘positive’ 

success factor. One interview partner from a large company stated: “This ‘success factor’ 

defies the purpose of the patent system which is to turn secret technological information 

into a commercially exploitable published technology from which, after expiry, the whole 

society can benefit.” The interview partner hereafter argued that a better-functioning 

patent (enforcement) system could and should do away with much of the need to have 

trade secrets for successful patent licensing negotiations. 

5. No clear business case developed for licensee 

The next problem occurs if a patent is not from the beginning a 100% fit for a potential 

licensee. For example, one interview partner told us: “A patent is usually an awkwardly 

worded text of 10 to 30 pages of information that rarely uncovers what is really behind the 

invention. Hence, there is the need for a process by which the merits of the technology are 

translated into a business case for a licensee.” Having a 100% fit is rarely the case in real 
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practice, as it would necessitate not only to have a turnkey technological solution for a 

licensee ready, but also to have the technology ready at the exact point of time when the 

technology is needed.  

Building on the same argument, and for the vast amount of cases where the technology 

needs to be adapted, a number of interview partners told us that a process needs to be 

put in place which evaluates the technology and assesses the markets first. The latter 

aspect comprises not only a quantitative assessment of market sizes, but also an 

assessment of possible uses of technology. According to these interview partners, SMEs 

often do not know all the possible areas of application of their technology (not the least 

because there is often a technology rather than a business background with many of the 

inventors). Therefore, engaging experts, for example in focus groups, can help identify 

potential uses. 

Thereafter one must find potential licensee companies. To this end, it is necessary to have 

a good understanding of the needs of the targeted companies (which necessitates an 

understanding of their business models, etc.). As one expert said: “There is considerable 

homework to be done before an SME should get in touch with a potential licensee.” The 

respective statement resonates well with a paper of Wilson48 who states – in the context 

of the market segment of tech transfer licensing – that:  

“…a hopeful licensor has hurdles to cross with at least three of the 

manufacturer´s [the licensee’s, ed.] internal groups: (1) the design team; (2) 

the legal team and (3) the marketing team….the design team must be 

convinced that a) that the invention can be produced in a cost-effective manner, 

and b) that there is no superior version that lies outside the patent coverage 

(i.e., no feasible, cost-effective design-around exists)…the legal team must be 

convinced that the patent has sufficient strength, for both a) a high likelihood 

of surviving a validity challenge, and b) broad claim coverage that failing to 

obtain a license to the IPR would present an undesirable risk in event that the 

patented invention is used. Additionally, the manufacturer´s marketing team 

must be convinced that the manufacturer could profitably launch the new or 

improved product. If even just one of these groups is unconvinced, the hopeful 

licensor probably won´t find a deal with the manufacturer.” 

An interview partner therefore argued that external support may be needed throughout 

the process tackling the described hurdles, for example, by private intermediaries, and 

that government support must consider the respective hurdles/process steps when 

designing measures.  

6. Technology not developed enough and the need for evaluation licenses 

Apart from the fact that there may not be a 100% fit for the licensee’s needs, an 

aggravating and frequent situation is that the technology may, even in its basic 

foundations, not be developed enough. Taken together, this leads to another issue, namely 

that negotiating licensing deals can become very lengthy and costly. Costs that need to be 

catered for include external legal advice (for the SME), but also costs for evaluating the 

technology. Some interview partners see this as field for potential action for policy. In their 

view, what would often be needed is not a full license agreement to get things going, but 

                                                             
48 Wilson, K.S. (2019): The Four Classes of Patent Licensing, in: les nouvelles – Journal of the LES, p. 28. 
https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3317017, accessed on 12th of July, 2019 

https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3317017
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a smaller ‘evaluation license’ that would allow the creation of prototypes and samples that 

could be tested. 

Interestingly, large firms have been reported to face barriers in this context, due to 

departmental organisational issues. Whereas a full licensing deal is negotiated by, for 

example, the IP department, the acquisition of samples is often the responsibility of 

departments tasked for production and procurement. These were said to often not have 

budget available for this purpose (apart from the fact that the IP department needs to 

liaise with the production/procurement department). 

While the organisational issues of large firms should (and could be) addressed by these 

firms internally, it stands to reason that some support for evaluation licenses and/or the 

building of prototypes might be indeed a means to lower scepticism on the side of large 

firms regarding a to-be-licensed technology. It might help SMEs in their efforts to provide 

(more than) ‘proof of concept’ to their would-be licensees. Similar support programs have 

been developed for university and their tech transfer activities, e.g. for creating prototypes. 

Existing R&D funding schemes for SMEs may be supplemented to cater especially for such 

kind of R&D based on a patent and leading to a prototype. 

7. Lack of experience and awareness of SMEs on how to conduct licensing 

negotiations 

An important barrier mentioned by many interview partners is lack of experience / 

awareness of SMEs on how to conduct licensing negotiations. This pertains to both legal 

aspects as well as business negotiation practices / tactics. One first major implication is 

over-expectations with respect to possible revenue streams, as one interview partner 

(representative of many others and a view also shared by experts present at the workshops 

undertaken in the course of this study) stated: “SMEs tend to have unrealistic expectations 

regarding royalty rates and income streams, particularly given that their tech may not be 

developed enough, may need to be tweaked and/or adapted.”  

Several factors are underpinning this argument: First, there is generally little knowledge 

on how to price a license, due to lack of data. We will discuss lack of data separately in 

section 5.3. Secondly, SMEs usually have little time (because of day-to-day work) and in-

house expertise on licensing issues. Following evidence provided to us in interviews and 

during the workshops, SMEs usually do not know what to look for when setting up a 

licensing contract. Typical errors that are made include: Not knowing the differences 

between sole and exclusive licensing; agreeing to terms that may promise high royalty 

rates, but allow licensees to “shelf” the technology (which means that the return is zero, 

because there are no sales of the product); inability to draft a term sheet before 

negotiations start (which is a sheet that states, as sort of major checklist, what the hopeful 

licensor wants to achieve, where the red lines are, etc.). A problem that is also overlooked 

– according to interviews, including by some patent attorneys as they have no specific 

legal training in this regard – is that licensing agreements may be in contradiction with 

competition law issues. In the end, consequences could be critical. These include licensing 

terms that factually correspond to the sale of the IP, or third parties that can attack the 

licensing agreements on the basis of unfair competition clauses. 

Many interview partners found that having standard model agreements would help improve 

the situation. While these agreements could not replace legal advice – in the end interview 

partners stated that licensing agreements have to be tailor-made in order to be effective 

– they can provide an easy entry-point for SMEs, alert them (akin to a checklist) to issues 

that need to be considered, raise awareness on licensing practices in general. Interview 
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partners raised a number of success factors. First, in order to cope with the complexity of 

licensing, a variety of templates should be made available for different “typical” situations. 

Secondly, they should be commented (legal comments) as well as ideally accompanied by 

a general introductory text on licensing. Thirdly, having them issued by a competent state 

authority increases credibility. 

A number of countries have already engaged in the practice of offering licensing contract 

templates. These include Austria (IPAG contracts), Germany (Düsseldorfer contract 

modules, the Hamburg und Berlin approaches, the newest BMWi templates in third edition 

from 201749) or the Lambert Toolkit in the UK, which was also externally evaluated.50 Spain 

is also active in this regard51. While the evidence base – and also our interviews – are 

generally favourable towards these approaches, they also indicate possible fields of action 

for the EC. Existing templates may be too centered on (complex) contracting involving 

universities (e.g. IPAG in Austria) and are hence less suitable for SMEs. These templates 

may not be easy to find (which will lead SMEs often to download any template found 

through an Internet search, which is then often a U.S-based template from a private U.S. 

law practice; or to exchange templates with fellow SME peers). Templates may also not be 

up-to-date, and/or only cover certain jurisdictions. 

There are also barriers visible on the large firm side of the table of negotiations: 

8. “Not invented here”-syndrome 

This effect – well described in innovation management literature – is about firms’ 

unwillingness to accept that good inventions can originate also from outside of their own 

firm, and that it is indeed possible that very able and well-paid R&D engineers did not come 

up with a solution. 

9. Little understanding of SME workings:  

Representatives of large firms may be so used to the processes and procedures put in 

place with their firms that they may find it hard to appreciate the challenges an SME faces, 

but also in general the opportunities that a more informal organizational structure provides. 

This could act as “cultural barrier” to negotiations. A typical no-go for a large firm could 

be, in this context, to send in a legal team for negotiations first, “…as this would scare the 

hell out of an SME.” (interview) 

10. Competition with existing products:  

A large firm may not want to license an otherwise good technology if the technology is in 

direct competition with an existing large firm offering. Alternatively, it may try to license / 

acquire the technology, but with the only true intent of not using it, of not creating 

competition. This effect can be more outspoken with large firms that are market leaders 

(as there is less need to innovate) than with ailing large firms that are under pressure to 

re-invent themselves. 

                                                             
49 BMWI (2017): Mustervereinbarungen für Forschungs- und Entwicklungskooperationen Ein Leitfaden für die 
Zusammenarbeit zwischen Wissenschaft und Wirtschaft, Available at: 
https://www.bmwi.de/Redaktion/DE/Publikationen/Technologie/mustervereinbarungen-fuer-forschungs-und-
entwicklungskooperationen.html; see also Van Ecke, P, De Bruyn, J., & Fehringer, S. (2014): Study to support 
the development and implementation of Innovation Union commitment 21 on knowledge transfer. Work 
Package 2 Interim Results. Available at: https://ec.europa.eu/research/innovation-union/pdf/iu21kt-study.pdf, 
last checked 4 April 2019. 

50 UKIPO (2013): Collaborative Research between Business and Universities: The Lambert Toolkit 8 Years On, 
https://www.ip-pragmatics.com/media/1029/ip-research-lambert-review.pdf, last checked 4 April 2019. 

51 
https://www.oepm.es/en/propiedad_industrial/transferencia_de_tecnologia/Modelos_de_Contratos/index.html  

https://www.bmwi.de/Redaktion/DE/Publikationen/Technologie/mustervereinbarungen-fuer-forschungs-und-entwicklungskooperationen.html
https://www.bmwi.de/Redaktion/DE/Publikationen/Technologie/mustervereinbarungen-fuer-forschungs-und-entwicklungskooperationen.html
https://ec.europa.eu/research/innovation-union/pdf/iu21kt-study.pdf
https://www.ip-pragmatics.com/media/1029/ip-research-lambert-review.pdf
https://www.oepm.es/en/propiedad_industrial/transferencia_de_tecnologia/Modelos_de_Contratos/index.html
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11. Pressured/”bad” negotiation practices: 

Not necessarily because of malevolence, but because of internal pressure to deliver the 

best results, large firms may be seen by SMEs to engage in “unfair” practices. These 

include: Offering way too low monetary returns (e.g., because of perpetuated needs to 

develop the technology further); protracting negotiations (in the hope that the SME will 

run out of funds/time); threatening to invalidate the patent or patent around it; designing 

terms of the licensing agreements that would eventually correspond to SMEs giving up 

their IP; licensing for shelfing the invention, etc. 

12. Internal processes and budgetary structures:  

Internal structure and processes within large firms can be a barrier for successful licensing 

agreements with SMEs. One of the issues is budgets, which are earmarked on a yearly 

basis for departments and divisions: “If an SME shows up with an invention and we need 

money to evaluate the technology, it can happen – due to protracted negotiations – that 

budget earmarked now suddenly has to be spent in the next fiscal year. However, in the 

new fiscal year, these expenses pop up as “unplanned”, and this begs a lot of questions 

from different departments. As an employee, you would want to avoid such situations and 

questions.” (interview with large firm). Similarly, the organisational structures backed by 

IT-systems and their processes make it difficult to accommodate for unconventional 

approaches. For example, in relation to evaluation licenses/sample procurement “….we 

have to set this up in our IT-systems, and there is no good process foreseen. It is tedious.” 

(interview) 

With so many negatives, many interview partners suggested that SMEs should focus their 

licensing activities more on fellow SMEs rather than on (very) large firms (see also case 

study below). If large firms are to be targeted, it was said that preference should be given 

by SMEs to firms which are not market leaders as with those the barriers of the “not 

invented here syndrome” or the competition with existing products are particularly high. 

Rather, less well performing firms – who may be in true need for innovations – should be 

targeted.  

However, it must be also said that the feedback of whether large firms act malevolently or 

not was highly heterogeneous, with some SME and interview partners and intermediaries 

providing mostly negative feedback, while others were much more positive. It seems that 

three decisive factors for large firm attitudes are their company values/cultures, their 

experience with SMEs and also the industry environment they are operating in. Generally 

speaking, there was somewhat of a consensus – due to the factors and barriers described 

above – that large firms would only be interested in the most outstanding IP/technologies. 

Case study – Reiter Respiro 

The small firm Reiter has developed a pick-up merger machine for agricultural use called 

Reiter Respiro. The machine excels in terms of performance and in terms of environmental 

friendliness, which more than outweighs higher sales prices. It is praised in reviews and 

considered by its inventor to be revolutionary. 

The idea for the technological development was developed while the firm founder was 

working in a larger firm for agricultural machines, in 2007. However, the company did not 

show strong interest in the new technology. This led the to the formation of a new company 

to develop the “Respire”. The firm was set up in 2013.By 2015 – and using also mostly the 

internet as a marketing platform – the first licensing partner was found in a Slovenian 

family-run business, a medium-sized SME.  

The company also reported on the many difficulties of finding suitable licensing partners, 

and it found it particularly difficult to deal with many large firms. Strategies that have been 
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employed by some large firms include: inducing fear (e.g., that ensuing industrial 

production will lead to “considerable” costs which needs to be factored into the 

negotiations); offering (low) royalties based on calculations of inventor employee reward 

laws of their respective countries; or simply showing not much interest, because the 

promises sounded too good and/or it was not developed by the large firm (“not invented 

here syndrome”). 

Meanwhile, company sales started to develop very positively and increased manifold 

between 2013 and 2018. 

4.3.3 SMEs licensing out to large firms in an open innovation environment 

While the preceding section looked at barriers for patent/IP-out-licensing by SMEs to large 

firms in a rather generic way, changing the perspective to that of large firms introduces 

new innovation (and IP) management concepts into the landscape. A number of large firms 

have – mostly quite recently – picked up on open innovation (OI) as a new means to foster 

inter-firm collaboration and innovative activities. The ‘open innovation’ concept was first 

conceptualised by Chessbrough in the early 2000 years, based on his observations of 

industry practices. Set against a traditional model, where firms would develop innovations 

only internally with “sealed-off” R&D departments, the new open innovation doctrine would 

see firms open their internal innovation processes to the outside in three major processes: 

inside-out (innovations are provided to external partners); outside-in (innovations are 

sourced in) and coupled process (both inside-out and outside-in). Many examples of these 

processes are linked to IP licensing. 

In 2015/2016, Technopolis was asked to analyse the phenomenon of open innovation for 

the German Federal Ministry for Economic Affairs and Energy (BMWi) in the context of IP 

usage and the feasibility to establish an electronic platform that fosters the use of OI. One 

first aspect was to create a better understanding of the ways OI differs from current 

practices – not the least as this was not entirely clear from literature (and with 

practitioners), with some authors even arguing that OI would be “…old wine in new 

bottles”.52 Critics have – rightfully to an extent – argued that the premise of prevailed 

“closed innovation processes” was wrong and “open innovation” has existed all along. 

Indeed, the results of the study pointed out that OI is a highly encompassing concept that 

includes any form of collaboration. Against this backdrop, any form of patent/IP licensing 

would be an example of “open innovation”.  

However, our analyses have shown that on top of well-established collaboration forms 

there have been some unique developments linked to OI, chief among which are the 

following two: 

1. The emergence of OI-platforms, termed by one of our interview partners as 

the “first wave” of OI. 

The idea behind these platforms is to foster collaboration with partners beyond the informal 

networks of out-licensing firms (which are, as already stated, usually the main 

communities where licensees are to be found); with partners from new industries; with 

larger amounts of mostly anonymous partners (crowd sourcing). Matchmaking is done by 

focusing on technology needs of an innovator (so-called seekers) that are translated into 

challenges and inducement prizes. Solvers (the crowd), a community managed by the 

platform, attempt to solve the challenge and will thereafter obtain a prize, which can be 

                                                             
52 Trott, P. & Hartmann, D. (2009): WHY ‘OPEN INNOVATION IS OLD WINE IN NEW BOTTLES’, in: International 
Journal of Innovation Management, Vol. 13, No. 4 (Dec. 2009) pp. 715–736. 
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cash but also a collaboration agreement. As the major paying customers for the platforms 

are the ‘seekers’, the OI-platforms are an example of a demand side intermediary. Instead 

of trying to find somebody who will use a developed by an innovator (as usually done in 

tech transfer), the starting point is the demand/needs side. 

2. The “second wave” of OI has seen large firms themselves transform their 

innovation approaches.  

In essence, under the term of OI, large firms like Philips, Shell, Proctor & Gamble, Bayer 

have created innovation agency-like systems that offer a multitude of tools by which SMEs 

and other parties can interact and innovate with the company. The respective instruments 

include VC funds/funding; grant schemes; incubators and joint laboratory facilities; and 

licensing programmes. In many views, these ecosystems re-enact instruments and 

functions traditionally offered by other actors of national innovation systems, most notably 

innovation funding agencies. 

Are these OI developments a better means, a solution, to improve collaboration for the 

commercialisation of IP, to improve the patent/IP licensing markets? In the following, we 

will discuss interview feedback for both the “first” and “second” wave of OI approaches 

Feedback with respect to large firm OI ecosystems, the second wave 

The interview evidence regarding the efficiency, effectiveness and relevance of large firm 

OI ecosystems as a means to improve collaboration for the commercialisation of IO was 

mixed: 

  There was, in general, not much experience present in our cast of interview partners 

with the large firm ecosystems. While this may be due to a bias in our selection of 

interviewees, it also remarkable that respective non-experience is also present with 

well-established intermediaries and brokers whose mission is to help SMEs 

commercialize and partner with large firms. The relatively young age of many of these 

OI-ecosystems as well as different extents to which these ecosystems actually 

implement a “wholly-encompassing” OI approach might as well explain this result. In 

the end, some form of black box character remains, however. 

  The large firms interviewed (as well as experts who worked at such large firms) told us 

that SME involvement in these ecosystems seems to be not that high. The major 

external communities involved include, on the one hand, suppliers and on the other 

hand universities and R&D institutions. 

  One large firm explained to us that a major success factor for respective collaboration 

was the possibility to plan the collaboration as well as the reliability of the partner. This 

puts SMEs – who are not known to the large firm, where there can be quick changes 

for example in terms of leadership, where firms can go bankrupt – at a disadvantage 

when engaging with larger firms.  

  The focus on reliability may explain why universities (and suppliers) are preferred OI-

ecosystem participants. They have established procedures in place by which they 

collaborate with the large firms, including IP policies. With respect to universities, there 

is the aspect that PhD students may then get a job with the large firm (technology 

transfer via heads). Also, universities do not compete in the same market as the large 

firm. 

  The same focus on reliability and being able to plan explains also another stance: “We 

prefer to have full control over a technology which we deem interesting. Therefore, we 

may not have too much patent licensing, but will then attempt to buy the IP or even 

the company as a whole. The tacit knowledge of the employees can be thereby also 

accessed, if they work directly for us”. (interview) Similarly, disinvestments – for 
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example when a technology is deemed not to be of strategic interest anymore – also 

occur preferably through full sales (which may include company departments) rather 

than IP licensing. 

  Feedback of experiences with large firm OI ecosystems with the interviewed 

universities and SMEs was particularly scant, and when existing, mixed. While some 

had the impression that when they visited for example innovation and 

training/exchange events of such large firms, “…that we were provided quality 

information with no strings attached…it seemed to us that the reason they are doing 

that is that they do not miss out on innovation opportunities and developments” 

(interview SMEs), others were more careful. They contemplated “opaque agreements”, 

with possible strings attached and feared a loss of independence: “While we 

participated in the first wave of OI, we have not done so for the 2nd wave. It feels that 

you are an employee of the large firm, and not an entrepreneur with your own 

company…so why go through all that? You either have your own firm or you are an 

employee of a large company.” (interview SME). 

  Some interview partners argued that large firms that have an OI team or programme 

in place would, in all likelihood, be a better partner for SMEs for there are (deficiencies 

not withstanding) dedicated teams, budgets and structures for collaboration in place. 

By contrast, when such structures are not in place, it would be, for systemic reasons, 

even harder to negotiate with a large firm.  

Feedback to demand-side / platform and inducement prize driven approaches 

We now turn our attention to the “first generation” OI, using platforms as accelerators for 

open innovation. Again, our interviews suggest rather little involvement of SMEs both as 

solvers and seekers for many OI solutions, despite the fact that there is sizable number of 

such platforms. As seekers, SMEs are less of a good customer group for platforms. One 

explanatory factor is that SMEs have only sporadic necessity for defining a challenge – i.e., 

for some problem that is very specific and perhaps also to get the conformation that no 

solution is possible.  

By contrast, large firms that bought into open innovation are recurring (and also well 

endowed) customers for the platforms. These results are in line with our study for the 

BMWi53, which also listed the following factors as barriers to SMEs using open innovation 

platforms: lack of capacity on the side of SMEs to deal with the platform; partial know-how 

advantages of SMEs that are however highly specific – the risk of losing this specific know-

how is (too) severe and existence-threatening; lack of know-how on the side of the 

platforms on how to deal with innovation processes typically found with SMEs.  

To add is also that the scope of collaboration with OI-platforms is typically wide and goes 

well beyond the trade of IP. It covers also earlier phases of innovation development – e.g., 

including ideation – which have a distinctive set of IP challenges (more IP in collaborations; 

definition of foreground, side-ground and background IP in contracts, etc.). 

We can also observe that OI, while mostly a playing field, is also increasingly taken up by 

SMEs. The respective business models seem to be often also related to becoming some 

sort of R&D services or partner provider, as the example below shows. 

Case study – BioAstra Technologies 

                                                             
53 Radauer, et al. (2016): Ermittlung des Bedarfs an einer internetbasierten Open Innovation-Plattform für KMU, 
freie Erfinder/innen, Universitäten und Forschungseinrichtungen. Available at: https://www.technopolis-
group.com/wp-content/uploads/2016/03/Endbericht-BMWI-Innovationsplattform-Final_2016_03_14.pdf  

https://www.technopolis-group.com/wp-content/uploads/2016/03/Endbericht-BMWI-Innovationsplattform-Final_2016_03_14.pdf
https://www.technopolis-group.com/wp-content/uploads/2016/03/Endbericht-BMWI-Innovationsplattform-Final_2016_03_14.pdf
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BioAstra is Canadian start-up that has been set up in 2008 in the life sciences. It is a firm 

that is repeatedly reported to successfully engage in Open Innovation. It developed a smart 

polymer platform for a range of industrial and medical applications including triggered drug 

delivery, injectable implants, functional textiles, energy storage and clean tech. The 

platform can be considered a library of “lego blocks”, by which core elements of the library 

are patented by the firm. These bricks can be recombined and expanded for specific uses 

(as well as new ones developed). 

The OI aspect is embodied in the business model of the firm. Using its core IP, the firm 

partners with large firms to (co-)develop specific solutions for them, in a sense acting also 

like a research services firm. To this end, the company has to define upfront background 

IP, sideground IP and foreground IP before entering collaborations. In this sense, the 

firm´s business operation very much resembles practices typically found in Europe e.g. in 

Horizon projects, albeit in this case without state-intervention. 

The company notes on a number of challenges: First, that there is no one-size-fits-all 

approach. The company has therefore, for example, developed different types of licensing 

contract templates. Key is the proper management of the IP and the existence of an IP 

strategy, which should be typically a CEO task. This covers also NDAs, data management 

A right balance must be found between divulging everything (which also would make the 

company not very trustworthy, as the assumption is then also on the side of the partner 

that it would very negligently deal with their IP) and being too secretive (which would 

mean that it would be hard to convince the partner about what one could offer for them). 

The right balance is a necessity because “…there is always a barrier of credibility when a 

small firm approaches a large firm. To make a case that we have sth. unique despite the 

bigger R&D labs of the large firm.” (interview) 

Further challenges to note are also blocking patents by other firms, which are not practiced, 

and which inhibit the freedom-to-operate. Here, the company would seek for an 

“…allowance for late-stage players who have embodied the claim, and a litigation-free route 

to mediate”, if the other blocking firm cannot prove reasonable efforts for 

commercialisation. 

4.3.4 SWOT 

Strengths 

  Principal ability to commercialise inventions, if a deal can be successfully concluded, 

which would otherwise probably not hit the market 

  Some industries have developed a working licensing culture (e.g., the life sciences / 

pharma) with SME involvement 

Weaknesses 

  Much less data on the market available than for the already rather intransparent “stick 

licensing market” 

  Much more difficult terrain than the “stick” licensing markets 

 Considerable efforts and manpower needed to conclude successful licensing 

deals 

 Hardly a possibility to implement successful private intermediary business 

models 
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 Considerable efforts needed to understand the needs of the licensing partners 

and how patents translate into a technology and further on into a business case 

that solves the problem of a technology seeker 

 Many attempts to license will not be successful, e.g. because the technology is 

not developed enough and fails at prototype / pre-market stage 

  Considerable knowledge and cultural barriers found often on both the sides of the SMEs 

and large firms when they meet for licensing negotiations 

  Highly staff-intensive markets that often lacks the respective experts both in the firms 

and in intermediation 

Opportunities 

  Open innovation approaches by large firms could help improve the markets 

  Any improvements in the collaboration system for the commercialisation of IP (see 

sections 5, 6 and 7) will support the creation of innovations 

  So far, public policy approaches have focussed more in university-industry technology 

transfer. The neglected B2B licensing markets could present an opportunity, given the 

many failures of the market visible 

  Development of new business models, including some specialised intermediaries 

Threats 

  Ill-designed (public) initiatives that do not take due to account of the complexity of the 

issues involved are doomed to fail 

  Expectation management – even if successfully designed and leading to an improved 

situation, it seems unlikely that liquid markets of high volume for patent and IP 

transaction will develop that are comparable to the stick licensing market segments. 

  Digitisation and open innovation pose also threats to the market players and 

necessitate a shift of attention to broader IP portfolios (with less patents, more know-

how / trade secrets, more attention paid to open source approaches) 

  The increasing demand for portfolios of IP (vs. single asset licensing) poses a clear 

challenge for SMEs who want to participate in the licensing markets or simply want to 

maintain their FTO. 

4.3.5 Take-aways 

The major take-aways for the “benevolent” B2B carrot licensing market involving SMEs 

are: 

1. It is a very difficult market which is not quantifiable and hardly the subject of patent 

brokers/intermediaries. 

2. A key challenge is adaptation needs of a technology – very seldomly, the technology is 

a 100% fit for the needs of a licensee. Considerable efforts must be done in a process 

to adapt the technology and develop a corresponding business case for the licensee. 

3. A key success factor for a licensing SME is to portray credibility and reliability, i.e. to 

“be someone”. Conducive for respective licensing is the existence of quality IP, sizable 

patent portfolios and the existence of know-how/trade secrets. 

4. Barriers are lack of know-how/awareness on how to conduct licensing negotiations on 

the side of SMEs. But also large firms, mostly associated with the “not invented here 

syndrome” as well as internal bureaucracies, have homework to do. 
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5. The OI environment is a promising field, but at the moment SME involvement is 

improvable. From the point of view of large firms, the respective major partners are 

suppliers and universities, where long-term relationships are sought. 

6. Generally, it seems that the carrot licensing market, and here particularly in the OI 

environment, touches upon earlier phases of innovation development compared to the 

brokered patent markets. In many instances, the respective types of activities seem to 

be joint R&D. These have slightly different IP challenges (the management of IP in 

collaborations). 

4.4 Type C1: The university-business tech transfer market 

4.4.1 Major characteristics 

The university tech transfer market has not been a focal point of attention in this study, as 

this study is to majorly deal with B2B IP transaction markets involving SMEs. Nonetheless, 

we will delve briefly into this segment because a) some of the measures taken there may 

be applicable also to B2B licensing support (as similar challenges arise) and b) because 

this market has been the subject of considerable public policy attention. 

This policy attention is basically rooted in the U.S. and the introduction of the Bayh-Dole 

Act in 1980. The act was revolutionary in that it shifted ownership of research results for 

research conducted with federal funds to the universities. It was therefore in the hands of 

these organisations to foster commercialisation of research results and hereby introduce 

new revenue streams for them. The act boosted the development of technology transfer 

offices (TTOs, now often referred to as knowledge transfer offices (KTOs)) at universities 

tasked with the commercialisation of research. The model was soon to be copied all over 

the world, including in Europe. The typical commercialisation process foreseen in this 

context is patenting of research results and subsequent licensing to industry and/or to 

start-ups/spin-offs from the universities.  

Since the introduction of Bayh-Dole, there have been notable developments, some of which 

are: 

1. A still ongoing discussion on the viability of the patent/licensing 

commercialisation processes. 

Authors like Mowery or Sampat54 have shown that there may be clear over-expectations 

regarding patent-based university tech-transfer. Upon closer inspection, most tech transfer 

successes are the result of chance, present only with ivy league institutions and confined 

to select technology fields. Most TTOs, even in the U.S., will have a hard job even covering 

their operating costs via licensing income. This has made many believe that other means 

of tech transfer – via heads, contract research, etc. – are superior to patent (IP)-based 

licensing. However, this argumentation has two major shortcomings:  

  First, it assumes a dichotomy between an IP-based tech transfer and non-IP based tech 

transfer (the thorough literature review by Perkmann et al.55 calls the latter “academic 

engagement”). But many modes of academic engagements require that IP issues are 

dealt with, such as with contractual arrangements governing foreground or background 

IP in R&D collaborations (even if this is not patent licensing per se). It is therefore 

                                                             
54 Sampat, B. N. (2009): The Bayh-Dole Model in Developing Countries: Reflections on an Indian Bill on Publicly 
Funded Intellectual Property. 

55 Perkmann, M. et al. (2013): Academic engagement and commercialisation: A review of the literature on 
university-industry relations. Research Policy, Vol. 42, p. 423–442. 
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difficult to maintain the clear separation between IP-based and non-IP based tech 

transfer.  

  Secondly, indirect effects of university patenting are neglected – patents can be used 

to more easily be identifiable as collaboration partner, as “owner” of a technology with 

whom one needs to collaborate. Therefore, patents can be of benefit in initiating R&D 

collaborations, even if the patent(s) themselves are hardly licensed. 

2. Tackling the issue of the “valley of death”. 

It was soon discovered that simple patenting is not successful, mostly because there is still 

a way to go from patenting to having a fully market-ready product. A situation ensures 

where funding is available for early research, and private capital is available for almost 

market-ready products. In between, in the “valley of death”, there is lack of funding from 

either the private side (at this stage an investment is too risky), but also from the public 

side (as the invention has advanced beyond mere research). This situation has led to the 

development of policy actions, such as the funding of prototypes, which could potentially 

also act as role model for schemes in the B2B markets addressing the need for evaluation 

licenses (and prototypes). 

3. University tech transfer and IP marketplaces 

Our analysis of university tech transfer initiatives has not only shown a vast array of 

activities and measures, but interestingly, also a certain love for IP marketplaces. As can 

be seen in Appendix C, a number of countries (or better; networks of universities) try to 

operate such marketplaces in a push technology mode, e.g., the UK, France or Germany. 

The breath of technologies present with universities, their rather early development stage, 

often following a push model (where research is done, and only afterwards areas of 

applications are thought of) might explain the existence of these platforms. However, the 

successes are also discussed in controversial manner, with some interview partners 

arguing that some of this platforms list only “second best” IP, namely that IP, that did not 

find its way directly to (known and promising) licensing partners. 

4. Rather good availability of data (compared to other licensing market 

segments) 

Given the high policy interest in university tech transfer, one notable observation is that 

data is available governing market sizes. The figures show that – notwithstanding the 

argumentation of Mowery and Sampat – there has been a constant increase in university 

patent licensing in both the U.S. and Europe. 

  EUROPE 

According to ASTP a total of 2,251 FTE (full time equivalents) were reported by 228 KTOs 

(knowledge transfer offices), making an average of 9.9 FTE per responding KTO. Most of 

them serve only one Public Research Organisation. Reporting KTOs and their PROs spent 

€43.7 million for intellectual property protection. Responding KTOs registered 12,394 

invention disclosures (n=450), 4,059 priority patent applications (n=245) and 1,814 

patents first granted (n=138). On average, ASTP see that 30% of the patent portfolio is 

licensed or optioned. In FY2016, 413 reporting KTOs earned altogether more than €0.5 

billion out of IP commercialisation.  

The most important route of commercialisation seems to be through licensing, with an 

overall number of 45,645 new license agreements concluded in the FY2016 as reported by 

the 451 respondents to this question. On average, KTOs create 108.2 licenses, compared 

to 1.6 assignments and 1.1 option per KTO.  
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Among the 293 KTOs generating at least some revenues from the commercialisation of IP 

(>0), the average gross revenue for FY2016 was €1,891,023 per KTO. The revenue 

generation is very unevenly distributed among the KTOs; only a small portion of the KTOs 

is responsible for almost three quarters (72%) of the total gross revenue from IP. 

Longitudinal analysis suggests that in European KTO landscape the aggregate numbers are 

actually quite stable over time. 

  USA 

AUTM reports in its annual survey concerns which are illustrated by their statistical data of 

disclosure and new patent application rates. 312 institutions participated in its US Licensing 

Activity Survey and 193 responded. They reported 24,998 invention disclosures which is a 

3.2 percent fall over the previous year, the first decline reported in this category since 

AUTM began collecting data in 1991. 

Also, the number of patent applications, including new provisional and utility patents filed 

in the United States by research institutions, decreased in 2017. While this drop in 

provisional patents represents a one-year dip, filings for US utility patent applications have 

been in decline for three years. According AUTM ‘s views this trend may reflect concerns 

over the erosion of patent rights in the United States resulting from recent US Supreme 

Court rulings. Interesting enough the 7,459 US patents issued in 2017 were the most in 

the history of the survey. 

In 2017, 2,037 exclusive licenses were executed, a slight decrease of 1.3 percent from 

2016 and down 3.3 percent from 2015. Conversely, there was a slight increase in the 

number of options and non-exclusive licenses over the past two years. Viewed together, 

these data points may be a sign of a declining risk appetite among commercial entities for 

university licenses. 

Overall, while data is available, there is still a non-conclusive discussion on the right or 

good indicators to measure performance of university-industry tech/knowledge transfer. 

4.4.2 SWOT 

Strengths 

  TTO and university-industry tech transfer initiatives have been implemented manifold 

and there has been a clear trend towards professionalisation because of that 

  Principal ability as well as documented successes for leveraging R&D results of 

universities and research institutions into the markets 

  Compared to the overall opportunity-based licensing market, considerable amount of 

data seems available to measure market activity (however, the issue of having the 

“right” indicators / types of data for performance measurement is still not concluded). 

Weaknesses 

  Success of TTOs and university-industry linkages is still skewed towards few players. 

Particularly in Europe there are issues of critical mass, and – particularly in Eastern 

Europe, where TTOs have been set up often in the scope of time-limited structural 

funds projects – longer-term sustainability 

  Value of death: Support was in the past too much focused on just supporting the 

patenting phases, but not the further (non-research) phases of further development to 

marketable products (e.g., prototyping). However, the situation is improving at least 

in some member states. 
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  Difficulty of many TTOs to pay / attract staff with high expertise, due to limited 

possibility to pay such staff adequately 

  Low willingness to enforce patents and IP against infringers deteriorates credibility of 

universities/TTOs in the patent transaction markets. 

Opportunities 

  Pooling the technology offerings of different TTOs/universities (also across borders) 

together and creating respective packages of technology could increase visibility with 

potential licensees and therefore also the chances of success to conclude licensing 

agreements56 

Threats 

  Expectation management: The pure focus on patent filing and out-licensing of 

technologies as source of income generation neglects the manifold roles TTOs can have 

in facilitating knowledge transfer and collaboration with (to and from) industry. 

Expectations must be managed along these lines and hereby allow for a view on patent 

licensing that is not only focussed on counting patents and licensing deals/volumes, 

but also on the role of patents and licensing in facilitating the said collaborations in 

general. 

4.4.3 Concluding remarks 

It would extend well beyond the scope of this study to discuss the topic of university tech 

transfer in greater detail. Overall, our interview evidence alone suggests that the situation 

of European tech transfer has improved over the years, with “...significant increase in 

capacity and capability (more universities having more able people)”. (interview). But the 

challenge still seems to remain with many universities to invest in knowledge and tech 

transfer and their ability to hire able people beyond research contract administration. 

5. SELECTED ISSUES TO CONSIDER THAT COULD HELP IMPROVE 

THE (CARROT) PATENT AND IP TRANSACTION MARKET 

5.1 Overview 

In this section – chapter 5 – we outline selected issues that were discussed as possible 

solutions (actually puzzle pieces for the bigger solution) which could improve inter-

firm/inter-organisational collaboration for the commercialisation of IP. We analyse four 

such issues: less of marketplaces, more manpower; more transparency; usage of 

advanced technology such as blockchain; and explicitly upgrading the EEN and other 

similar local, national and EU networks. 

                                                             
56 In the IAM conference on patent licensing in October 2019 in San Francisco, it was argued that much “appetite” 
for patent licensing deals may lie with (university) start ups where each firm owns very little patents. However, 
together they form the “long tail” of the market, i.e. have more patent portfolios than could be theoretically 
traded than the “short tail” of a limited number of large firms with large patent portfolios. Against this backdrop, 
some form of pooling could help here to make the offerings of the long tail more easily identifiable and tradable 
– there seem to be attempts to make the identification of such clusters of similar patents/IP in the “long tail” 
through use of AI technology (see, for example, https://clearaccessip.com/blog/2019/10/05/iams-patent-
licensing-conference-the-business-of-win-win-patent-deal-making and 
https://clearaccessip.com/blog/2019/01/17/intro-to-the-clearaccessip-marketplace  

https://clearaccessip.com/blog/2019/10/05/iams-patent-licensing-conference-the-business-of-win-win-patent-deal-making
https://clearaccessip.com/blog/2019/10/05/iams-patent-licensing-conference-the-business-of-win-win-patent-deal-making
https://clearaccessip.com/blog/2019/01/17/intro-to-the-clearaccessip-marketplace


Study on a collaboration system for commercialisation of intellectual property in the EU 

   48 

5.2 Less of marketplaces, more manpower 

Instinct might lead one to believe that the solution for improving the IP transaction markets 

could lie in establishing an electronic IP trading platform. This thinking would be 

straightforward and would lead to an IP equivalent to Amazon, ebay or craigslist for patents 

and IP. 

Appendix F lists 23 such initiatives as identified by GreyB that have been tried to that end. 

One can distinguish broadly between marketplaces, where the listing of patents (and/or 

other IP) for sale, licensing or also for buying is for free (seven initiatives); done against 

payment of a fee (eight initiatives); market places that are part of patent brokerage 

activities (four in the list); as well as programs operated by firms which buy patents (i.e., 

aggregators) – again four on the list. The GreyB list omits many more national initiatives 

by (networks of) technology transfer offices of universities such as we identified for 

Germany, the UK, France (see appendix C). Source IP is the marketplace of IP Australia, 

the Australian IP office. It is interesting as it seems to entirely host patents and technology 

offers offered by Australian universities and their tech transfer offices.57 

Despite these efforts, there is almost consensus with our cast of interview partners that 

electronic marketplaces will not perform in the realm of IP and patent transactions, at least 

not as standalone solutions. The reasons provided resonate much with the identified major 

specifics of the patent/IP markets, namely the difficulties to value IP (not only the 

methodologies, but also the fact that patents are unique and therefore not a commodity 

like iron ore; and that the value is determined more by portfolio size and the level of 

complementarity / utility in comparison to the existing patent and IP portfolio of the trading 

partner(s)) (see section 3.2.2). 

It comes therefore as no surprise that marketplaces have been facing serious issues: The 

German federal version (INSTI market) had to close down due to low usage some years 

ago; the Danish version – the IP marketplace operated by the DKPTO – is said, while 

operational, to also lack demand with potential clients. In addition, as there is hardly 

interaction with the firms trying to use the marketplace, not really much is known about 

the outcomes of the listings on the Danish marketplace, once ads on the marketplace for 

IP disappear (Was the IP sold/found? Or did the firms listing their IP simply give up?) 

An important success factor for marketplaces is human interaction. There is a clear need 

for somebody to understand the unique elements of the IP//technology sought or put to 

sell on a platform; and thereafter also a necessity to understand the unique characteristics 

of the technology demanded or supplied by the potential trading partners, in order to find 

a good match. This technology understanding on both the demand and supply side is, 

however, not enough. There is an additional need to understand the possible uses of the 

technology in the business cases of the trading partners. Against this backdrop, 

marketplaces often evolve to become auxiliary tools for consulting-like services (with much 

of the work being done by humans), or even abandoned altogether, as the example of 

yet2.com – a veteran in the market for IP marketplaces – shows. On its website, yet2.com 

– which operates a scouting service where the firm seeks technologies and IP on behalf of 

customers expressing their needs – states:58 

“Over the last 20 years, the Open Innovation and technology scouting markets 

have evolved in nuanced ways that favor a higher touch, more stewarded 

                                                             
57 https://sourceip.ipaustralia.gov.au/, last accessed 10 Oct 2019. 

58 https://www.yet2.com/services/yet2-marketplace/, last accessed 14 October 2019. 

https://sourceip.ipaustralia.gov.au/
https://www.yet2.com/services/yet2-marketplace/
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approach to partnership discussions than a simple marketplace can facilitate.  

It is with this in mind that we announce that we have discontinued the yet2 

Marketplace as of the end of 2018.” 

Another marketplace failure that gained much attention was the case of the U.S. IPXI 

exchange. In 2015, this exchange had to shut down just two years after starting operation. 

IPXI was unique in that it tried to implement a commodity-focused approach (i.e., with 

less attention being paid to “translate” the technology and business case needs for both 

buyers and sellers as described above) for the trade and licensing of patent packages, but 

hereby not to rely on “stick” licensing approaches. It was eventually said in a public 

announcement that “…IPXI’s business model offered fairness and transparency and relied 

upon patented technology users to be good corporate citizens. In the end, potential 

licensees made it clear that the only way IPXI would really get their attention was through 

litigation, and that’s exactly what our business model tried to overcome.”59 In the paper 

by Steele60, this reasoning was corroborated, but factors as the aforementioned difficulties 

to treat patents and IP as a uniform commodity were also seen as contributing factors to 

the failure. Overall, the example of IPXI resonates well with most of our interview evidence 

that points at litigation and “sticks” being the main driver for IP and patent licensing, at 

least when it comes to gauge the market in terms of volume and number of licensing deals 

as well as liquidity. 

If the intention is, though, to focus on ex-ante carrot or opportunity licensing, it is clear 

that marketlike initiatives have to cater heavily for human interaction and competence of 

operating staff. Therefore, a good lever to improving such patent markets could be to have 

ample supply of well-educated people who have both the technical understanding for 

understanding needs and features of technologies as well as the business experience to 

understand and create and align business cases for and between the trading partners. 

Good knowledge of industry-specific licensing practices and being well networked can be 

also considered success factors. 

Against this backdrop, a number of interview partners opted for the introduction and 

support of a new IP profession, the IP manager. Such professionals would not be 

necessarily lawyers or patent attorneys who would be more interested in procedural 

questions as on how to draft a patent and/or how to litigate it. Rather, IP management 

professionals would operate from a more business-centric and strategic point of view. IP 

managers could be employed by both firms active who are trading partners for IP as well 

as with intermediaries. While respective expertise could be also provided by lawyers / 

patent attorneys (perhaps with additional education / experience), one workshop 

participant at the kick-off workshop observed that, particularly in Europe, there is hardly 

a pressure on the legal IP profession to change their business models. This was said to be 

because there are much less such attorneys than e.g. in the U.S., and as they still have 

lots of work to do, there is no necessity for too much change in the European IP legal 

market. 

Eventually, it should be noted that some interview partners argued that services and 

marketplace initiatives that focus on the demand side – such as technology scouting, where 

first a need is identified and then solutions are sought in the market – might have higher 

chances of success than supply/push side approaches. However, other interview partners 

were in this context rather sceptical. Particularly if it is technology needs of SMEs that are 

                                                             
59 Steele, M.L. (2017) The Great Failure of the IPXI Experiment: Why Commoditization of Intellectual Property 
Failed, 102 Cornell L. Rev. 1115 (2017). Available at: http://scholarship.law.cornell.edu/clr/vol102/iss4/5  

60 Ibid. 

http://scholarship.law.cornell.edu/clr/vol102/iss4/5
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to be tackled, there is reportedly an issue of timing with very specific and few technologies 

needed. There must be a technology identified and licensable exactly at the time when the 

SME has a need. 

5.3 More transparency 

Numerous interview partners complained about the lack of data on licensing issues and 

that this would constitute a major barrier for the functioning of patent licensing markets. 

A key aspect in this context is the availability of data on licensing terms, and here in 

particular royalty rates one could refer to when setting up “similar” licensing agreements. 

According to interview partners, this problem is not only prevalent among SMEs that lack 

IP awareness, but also among IP professionals, including judges in infringement court 

cases. 

There do exist books which list royalty rates, such as the one by Hellebrand & Rabe, who 

provide wide lists of royalty rates differentiated by IPC classes.61 There are also respective 

databases on offer, such as royaltyrates.com. One first challenge is the collection of the 

respective data. For the most part, licensing partners usually try to keep the terms of their 

licensing agreements secret. Therefore, one can observe that many “…studies of 

technology license agreements have been limited either to analysing relatively small sets 

of agreements or to analysing a mix of complete agreements and general descriptions of 

agreements from a variety of sources.”62 One can therefore easily picture the foundations 

of businesses in the field of providing royalty rate information in trying to search for 

licensing agreements e.g. in the internet. This begs of course the question of 

representativeness, particularly if a royalty rate is quoted for different and many IPC 

(patent technology field) classes.  

In Europe, there may be different sources to consult that differ by country, and which can 

inform the respective databases and books.63 However, even with these sources, our 

interview evidence suggests a generally high level of dissatisfaction with the situation in 

Europe, particularly compared to the U.S. In the U.S., there is a database which contains 

“…a large number of complete, publicly available agreements from one source, agreements 

submitted to the U.S. Securities & Exchange Commission (SEC).”64 The 8-K form of the 

SEC requires companies to disclose to their investors “…material definitive agreements not 

made in the ordinary course of business”. With the standardized 8-K form (and with filings 

for quarterly and annual reports), a wide variety of information needs to be published in a 

standardized format, which will eventually include also (patent) licensing deals and terms. 

In our interviews, it was also said that the SEC filings are the primary source of information 

for companies selling their own databases. Because of the wide variety of information that 

can be disclosed in the 8-K form, it stands to reason that not all licensing information is 

readily available but needs to be researched, e.g. by key word searches, and then coded 

for a database or for analysis purposes. In his study, Varner was able to extract 2,963 

                                                             
61 Hellebrand, O. & Rabe, D. (2017): Lizenzsätze für technische Erfindungen („Royalty rates for technological 
inventions“), 5th ed. 

62 Varner, T.R. (2010): Technology Royalty Rates in SEC Filings, in: Les Nouvelles Sep. 2010. 

63 In Germany, this may be court rulings or arbitration results as well as “insider knowledge” (which are the 
sources quoted to be used in the book by Hellebrand & Raabe); a central registry/database of licensing rates is 
available with German fiscal authorities (“Lizenzkartei”), but the data seems to be not publicly disclosed; another 
source for Germany is the use of the guideline for applying German employee inventor law (Nestler, A. (2002): 
Ermittlung von Lizenzentgelten). 

64 Varner, T.R. (2010): Technology Royalty Rates in SEC Filings, in: Les Nouvelles Sep. 2010. 
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licensing agreements filed with the SEC between 1994 and 2009 “…that contained a 

running, or earned, royalty expressed as a percentage of licensed product sales.”65  He 

was able to assign the agreements to 40 SIC (equivalent to NACE) codes; to make a 

differentiation between the two classes of biotech and other “high tech” industries; and to 

create classifications by “…1) the type of technology licensed (e.g., software, electronics, 

or pharmaceutical); (2) the type of licensor and licensee (commercial, individual, 

educational, non-profit, or government entity); (3) the nature of the agreement (e.g., Bare 

Patent, Patent Settlement, or Joint Venture); (4) whether the SEC filer was the licensor or 

licensee; and (5) the maximum and minimum running royalty rates. Additionally, for patent 

licenses, I also coded information about fixed license fees, minimum annual royalties, 

equity transfers, sub-licensing provisions, and adjustments or reductions to base royalty 

rates.”66 

Notwithstanding this, the dataset also has a number of drawbacks. First, additional 

research may be needed to grasp the full context of the agreement (e.g., on the 

characteristics of the parties involved, on the technology, etc.), which would be also 

necessary to understand why a certain royalty rate was set; secondly, “…not all technology 

licenses specify a “royalty”, so one should not assume that all royalty-based licenses reflect 

all technology licenses… such “non-royalty” patent licenses can include fixed fees, nominal 

payments, and/or non-monetary considerations (e.g., release from pending litigation or 

cross-licensing rights)”. Third, only licensing agreements eligible for the 8-K form are taken 

into consideration. On the last point, Varner writes:  

“My personal experience in reviewing technology agreements as part of 

consulting engagements (performed under confidentiality agreements or 

protective orders) is that the majority of firms’ agreements often do not rise to 

the level of being material agreements as defined by the SEC. Furthermore, 

based on my analysis of licenses in the dataset, and supported by discussions 

with licensing practitioners, royalty rates expressed in agreements within firms’ 

entire licensing portfolios are typically lower than royalty rates observed in the 

set of agreements analysed in this dataset.” 

One can therefore conclude that the SEC data, while certainly a step forward, is neither 

complete nor “ideal”. According to Nestler,67 there is also a principal problem to consider. 

This problem is that using existing licensing agreements for reference purposes is only 

possible if the reference license agreement is comparable along a number of relevant 

dimensions of the licensing contract. It stands to reason that finding a respectively 

comparable agreement is very difficult. Furthermore, another principal problem in this 

context is also that the same technology or IP may mean something completely different 

for different firms. Using trademarks as example, it may make a difference if the same 

trademark is licensed e.g. to a company in the same industry (such as producer of 

beverages in a certain region) or if it is licensed for merchandising purposes to a firm in 

another industry. Yet another difficulty arises with growing popularity of mixed licenses, 

                                                             
65 Ibid. A distinction must also be made between redacted and unredacted agreements. Firms may submit the 
forms to the SEC with a request for confidential treatment, which is granted once it becomes clear that the 
information provided constitutes a trade secret. The information will then be published in redacted form. However, 
at least after some time and making use of the Freedom-for-Information Act, some redacted filings can be also 
retrieved in unredacted form. 

66 Ibid. 

67 Nestler, A. (2002): Ermittlung von Lizenzentgelten. 
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i.e. when the license is not for patents only, but for portfolios of different types of IP 

including also know-how.  

The ensuing picture is in the end then also somewhat mixed. Some interview partners – 

while acknowledging the lack of data on royalties – were of the opinion that lists of royalty 

rates may be of limited utility, given the many parameters that influence the rate(s). 

Moreover, some cautioned that the publication of certain rates can lead to potential abuses 

in the sense of attempts to foster the agenda(s) of certain types of actors. However, even 

with these caveats in mind, we believe that the call for better and improved data was so 

consistent that it may merit for the EC to do a stock-taking exercise (study) – at least to 

understand what type of data is used in the different Member States by licensing 

professionals (what books, sources for royalty rates)  what European stock exchanges do 

already now collect or require akin to the 8-K form in the U.S. and what would still need 

to be centrally collected at EU level to close white spots. 

5.4 Usage of advanced technology – blockchain 

A number of improvements to the functioning of the patent and IP licensing markets could 

potentially be realised, if new technology such as blockchain or Artificial Intelligence (AI) 

are employed (if one were to follow the reasoning of the respective advocates of the 

technology). Following some remarks during the study, we also tackled the issue whether 

blockchain and/or AI could provide a means for activity of the EC. 

It would go beyond the scope of this study to provide a detailed market account of 

blockchain-based solutions usable for IP, as well as a thorough introduction into the 

blockchain technology itself. Most significantly, we used some documentation and an 

interview/case study to illustrate potential uses and possible implications for IP licensing. 

The simplest explanation we found for blockchain used the analogy of an Excel sheet shared 

on a computer network.68 The excel sheet stores transactions enacted by real people in 

rows and columns, i.e. the file is used as a ledger. Anyone can access the spreadsheet, but 

no one can edit. This “…is blockchain”, except for that a spreadsheet works with “rows” 

and “columns” whereas the blockchain uses “blocks”. “Blocks” can be any type of data 

(collection of data) and stored in chronological order in a chain (hence the word 

blockchain). The blockchain is a distributed ledger which means that “…a ledger is spread 

across the network among all peers in the network, and each peer holds a copy of the 

complete ledger.” 

The blockchain technology has the following features that, in their entirety, set it apart e.g. 

from the Excel file described before:  

5. “Peer-To-Peer: No central authority to control or manipulate it. All participants talk 

to each other directly. This allows for data exchange to be made directly with third-

parties involvement. 

6. Distributed: The ledger is spread across the whole network which makes tampering 

difficult. 

7. Cryptographically Secured: Cryptography is used for the security services to make 

the ledger tamper-proof. 

                                                             
68 Siddiqui, I. (2018): What The Hell Is Blockchain And How Does It Works? (Simplified). 
https://medium.com/coinmonks/what-the-hell-is-blockchain-and-how-does-it-works-simplified-b9372ecc26ef, 
accessed on 12th of July, 2019.  

https://medium.com/coinmonks/what-the-hell-is-blockchain-and-how-does-it-works-simplified-b9372ecc26ef
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8. Add-Only: Data can only be added in the blockchain with time-sequential order. This 

property implies that once data is added to the blockchain, it is almost impossible to 

change that data and it can be considered practically immutable. 

9. Consensus: This is the most critical attribute of all. This gives blockchain the ability to 

update the ledger via consensus. This is what gives it the power of decentralisation. No 

central authority is in control of updating the ledger. Instead, any update made to the 

blockchain is validated against strict criteria defined by the blockchain protocol and 

added to the blockchain only after a consensus has been reached among all 

participating peers/nodes on the network.” 

Most significantly, the ‘peer-to-peer’ function has to be mentioned as it does away with the 

need of an intermediary such as a bank for financial transactions or a notary for legal 

services to perform and keep good record of transactions. If blockchain is used in the 

context of crypto-currencies, the two parties having the transaction would be directly in 

touch with each other. The blockchain would provide unique, cryptographically protected 

proof when a transaction has happened and indirectly also of who was involved. This is 

because the transaction necessitates that there are two digital wallets between which the 

transfer has been taken place (the wallets are also recorded), and because access to the 

wallets is protected by keys (passwords). Only the persons who have the keys are able to 

affect the transaction. Therefore, using bitcoins or the blockchain provides not only 

unfalsifiable proof when a transaction was performed, but also who was involved. This 

evidence can be produced, if the respective wallet owner decides to reveal the encrypted 

information. 

To understand a possible usage in the IP licensing environment, we use the example of the 

services offered by the start-up bernstein.io. 

Case study – Bernstein.io 

Bernstein’s offering reads as follows: “Bernstein allows companies to create a digital trail 

of records of their innovation processes using blockchain technology. Inventions, designs, 

and proofs of use can be quickly registered to obtain blockchain certificates that prove 

ownership, existence and integrity of any IP asset.”69 

In essence, one may think of an encrypted cloud-/Dropbox-like drive. A user can upload a 

file to this drive, which is then there stored in encrypted form. By pressing a button, a 

certificate (time stamp) can be issued – the functionality allows to use several national 

eGovernment systems to “sign” the file accordingly and acknowledge the time when the 

file was uploaded (this feature has nothing to do with blockchain). In addition, the system 

also provides for a block-chain enabled time stamp: A small number of bitcoins is 

transferred, when a button is pressed, and the respective transaction is linked to the stored 

file. This not only provides for the timestamp, but also for proof of ownership, as the 

transaction is linked to the respective digital wallet of the user of the system, to which only 

he/she (with his/her keys) could have had access to perform the transaction. 

The system is therefore usable for the drafting of licensing contracts where there needs to 

be proof of ownership of certain information. This could majorly relate to trade secrets, but 

also copyrights. The respective trade secret (or copyright-protected works) is uploaded to 

Bernstein.io and, with blockchain, time-stamped. Instead of then using a description of the 

trade secret/copyright-protected file in the licensing agreement (which in itself poses risks 

of divulging information, if the agreement gets into the wrong hands; and which makes 

the agreements unnecessarily long and difficult to create and read), only the unique 

cryptographically created representation (name) of the file is included in the licensing 

                                                             
69 https://www.bernstein.io/, accessed on 12th of July, 2019.  

https://www.bernstein.io/
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agreement (the licensing agreement itself is traditionally set up with physical paper and 

ink). 

The above descriptions make it clear that blockchain technology may have different 

impacts on different types of IP. It is most suitable for when licensing negotiations 

necessitate usage of information for which there is a need to proof ownership and time of 

creation (and perhaps keep things secret), i.e., very much suitable for lab books, trade 

secrets, copyrights. Patents, on the other hand, are public records with clearly established 

timestamps and ownerships, so the direct patent specifications may not be that suitable 

for block-chain technologies. However, one can easily see from the bernstein.io example – 

and there are many more similar start-ups – the potential of blockchain to simplify some 

aspects of the drafting of licensing agreements. However, the potential to replace patent 

brokers as intermediaries seems limited, particularly if the dimension of “benevolent” 

technology transfer is taken into consideration. The major parts of the activities that deal 

with creating a business case of the hopeful licensor with the licensee are not replaceable 

by blockchain technology. 

Discussing this issue with selected interviewees, we conclude that the technology uptake 

is in its infancy. It has not really been – in legal (licensing) practice, and despite being 

hailed by many tabloid publications as the next revolution – used until now. One barrier 

may be seen in some regulatory uncertainty. While there is good confidence that the 

blockchain time stamp/proof will be accepted in courts, “..it would be helpful if regulators 

would make this explicitly clear in the laws” (interview) and/or if there would be high court 

decisions to this end. 

5.5 Extending the functionality of the EEN for IP commercialisation purposes 

One of the ideas related to a platform for the trade of patents and IP was – if not an EC 

platform on its own – an extension of existing EU offerings to cover at least some platform 

functionalities (a technical upgrade so to speak). We focus this analysis on the Enterprise 

Europe Network (EEN), which is also mentioned by Piller & Diener70 to be one open 

innovation accelerator platform. We then compare it to the Nir-Vana platform which was 

designed for IP collaboration in the course of an EU project. 

5.5.1 The EEN 

The Enterprise Europe Network (EEN) is a large network of EEN offices working extensively 

with a website managed by the Executive Agency for Small and Medium-Sized Enterprises 

(EASME). Accessing the website is no problem. The login area has not been evaluated, 

because it was not possible to grant access to the project partners. The website looks quite 

functional, but a little bit old school. 

5.5.1.1 Objectives 

The main objective of the EEN is being a platform and network for partner search and 

partner matching, which is mainly focused on SMEs from Europe. The unique selling point 

is the data base of local Network contact points by countries and cities. These contact 

points should support SMEs with their advices focused on EU topics such as: 

1. EU legislation and standards 

2. Access to international markets 

3. International public contracts 

                                                             
70 Piller, F. & Diener, K. (2013): The Market for Open Innovation. DOI: 10.13140/RG.2.2.24961.35682 
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4. Finance and funding 

5. EU funding and application support 

6. Intellectual property rights (IPR) 

7. Energy and resource efficiency 

8. Management improvements 

9. … 

5.5.1.2 Main functionalities: 

The currently-available functionalities are 

1. The provision of information about national contact points, matchmaking events, R&D 

opportunities, etc. 

2. Sharing success stories and best practices 

3. Full-text search + pre-defined filters for partner opportunities in a large Partnership 

Opportunity Database (POD) 

4. Manage profiles of the network members (plus quality check) 

5. Data (which is EEN’s unique selling point) export for other platforms 

During the interview it was clarified that the whole website will be modernised, which will 

lead to an extension of its functionalities: 

1. More lightweight, self-driven processes instead of static workflows 

2. More collaboration functions: Wiki and mini websites 

3. Better use of taxonomies (e.g. to enhance free text search) 

Further interview feedback suggests that the POD database is an important function also 

in terms of collaboration and sometimes licensing agreements. Here, a profile can be 

posted and can be improved based on EEN adviser feedback. Other organisations can 

express interest with an expression of interest (here termed EoI) and a direct contact and 

collaboration can be established with the help of the EEN advisers. 

5.5.1.3 Technical background 

The EEN website is an in-house development, based on best-in-class solutions for each 

functional module (open source + commercial). Drupal has been used as the CMS platform, 

phpBB provides the bulletin board, QLIK is in use for visualisation and Business Intelligence 

and .NET + MS SQL server are the backbone for data management and search. The whole 

environment is fully cloud-based and hosted on MS Azure and Amazon Cloud.  

During the modernisation of the website new developments are planned. On the one hand, 

the module phpBB will be replaced on the other an update of the user interface is planned, 

which will include a harmonisation with other EC platforms to achieve a common look and 

feel. 

5.5.1.4 Our findings 

With 6,400 active profiles, 400,000 mails per month sent on users’ request, and several 

hundred new profiles per month, the user acceptance can be considered as high. 

Within the modernisation of the website on the one hand some old components need to be 

re-considered or updated. On the other hand, the clear focus on matchmaking should not 

be diluted when new functionalities are added. 
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The data of the advisors are very valuable for third party tools as well, which reuse and 

export the original data. With a strategy change from export of the data to direct access 

(e.g. by API keys) more information about the usage would be provided and even users’ 

feedback concerning the advisors could be gathered. 

The most benefit could be achieved by enhancing the search functionality: 

1. A good taxonomy or other semantic model would help to find partners more easily (or 

to notify users without searching even better via an improved newsletter subscription). 

This would be very useful for new user and especially for non-native English speakers. 

2. A modern search engine would improve the user experience (e.g. suggestions, search-

as-you-type, fuzzy search) 

3. As a long-term perspective, machine learning could improve search and matchmaking. 

Unfortunately, that technology is not available off-the-shelve for this EEN specific use 

case and therefore needs to be investigated more in detail. 

5.5.2 NIR-VANA Innovation Network 

The NIR-VANA project was developed by Blue Room Innovation, S.L. with the funding of 

the H2020 program. The project ran from May 2016 to June 2018. The NIR-VANA platform 

targets EEN Innovation Advisors and provides them with tools to manage innovation 

projects between their clients (SMEs, universities, etc.). As many SME services have 

experienced already, also during this project, it became clear that SMEs themselves often 

have only limited resources to facilitate innovation processes. Therefore, shortly after the 

start of the project, it was decided to focus on intermediaries instead, in this case on the 

EEN Innovation Advisors. In practice, the platform is open to anybody and thus could be 

used by other intermediaries or by SMEs independently. Nevertheless, in our view, features 

and enhancements of the platform are more targeted to the EEN Innovation Advisors rather 

than to “normal” end users. 

The platform has been developed in close cooperation with the EEN Innovation Advisors, 

including a needs assessment and several feedback rounds. Currently, EASME and Blue 

Room Innovation are in negotiation if and how the NIR-VANA project can be transferred 

from post project status into normal run mode. This also explains the current moderate 

use of the tool. On the one side, as a stand-alone solution, NIR-VANA does not provide a 

sound business case for Blue Room Innovation because it was designed to benefit the EEN 

Innovation Advisors. On the other side, current users are unsettled and may stop using 

the tool because its long-term availability is not clear. 

It is possible for everybody to register to NIR-VANA. The platform’s website looks state of 

the art. The main menu is positioned on the left site, contains six entries plus the search 

box, and can be hidden to temporarily maximise the user’s workspace.  

Our analysis and assessment of NIR-VANA is mainly based on the end-user perspective 

(innovator). For using the platform in the role of an Advisor, some additional information 

is required of EEN’s Innovation Advisors, which was not granted to us for our analysis. 
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Figure 5 Homepage of the NIR-VANA platform 

 

Source: https://platform.nir-vana.eu/myservices 

5.5.2.1 Objectives 

Blue Room Innovation, S.L. describes the objective of their platform as ”…to improve and 

support human relationships between SMEs, their partners and innovation advisors, in an 

innovation ecosystem approach. We looked for the way to create a tool to manage the 

innovation ecosystem of EEN and non-EEN similar agents (like SME Associations) and to 

implement the concept of Open Innovation (OI) to the needs of SMEs (Small and Medium 

Enterprises).” 

During our evaluation of the platform we were able to confirm that the following objectives 

have been met: 

1. Provision of an IO platform for European business, which can be accessed by everyone. 

2. The platform provides the capability to search and find partners for innovation and to 

support them in online collaboration 

3. Innovation advisors and innovators were promoted and were supported by the platform 

within their innovation projects. 

5.5.2.2 Main functionalities 

The currently available functionalities are: 

1. To generate and to edit profiles of the two tool specific roles advisor and innovator 

2. To find and to connect with innovators, advisors, and EEN advisors (currently imported 

data) etc. 

3. To generate and to edit ‘Spaces’ (mini websites) which are public or with limited access 

for a defined amount of user. Additionally, it is possible to link a Non-disclosure 

agreement (either a standard template or a customised version) to a Space. 
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4. To promote the online collaboration between registered users, there is a messaging 

functionality (every message is sent as well to the profile’s email address) 

implemented, a calendar (including invitations) and a video conferencing client, which 

we were not able to use. 

5. Additionally, it is possible to search for funding, investors and information about 

markets and IP. All these options are realised via external websites, sometimes hidden 

behind the paywall of the services of companies. 

Most relevant for the study at hand are functionalities provided under the label “My 

Services – Gain Markets & IP Knowledge”. Here, “Search and find experts on markets and 

IP in NIR-VANA” offers a full text search for experts according to the expertise in their 

profiles (see the following figure). 

Figure 6 NIR-VANA Functionalities for market and IP knowledge 

 

 

Source: https://platform.nir-vana.eu/myservices/knowledge 
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As with similar map-based features, users can zoom in and out to identify a service provider 

or collaboration partner close to their location. NIR-VANA provides a full text search and a 

map visualization of EEN Nodes with related Innovation Advisors. Two requirements must 

be fulfilled to be displayed on the map: The Advisor’s registration contains a manually set 

link to his/her “home” EEN Node within the platform and the Advisor has declared himself 

as an expert on IP. 

With “Search and find experts and partners with specialised tools”, users are able to: 

1. Perform full text search on related internet services for experts based on patents, 

brands and trademarks within Linknovate.com, OPENiSME (idexlab.com), EEN, 

Presans.com and EEN Match (eenmatch.eu); see the following figure. 

2. Search-as-you-type (Cities, relevant technologies) on specialised patent attorneys 

within the IP Industry Base (https://ipib.ci.moez.fraunhofer.de/), which offers 

comprehensive information for more than 5.600 IP service companies and 17.800 IP 

professionals; see the following figure. 

3. Use IPlytics.71 With this paid service the user could gain access to multiple databases 

for analyses and strategic conclusions (monitor industry trends, value patent portfolios, 

quantify competition, spot market players, track your competitors, locate markets) 

based on scientific publications, patents, records on companies, standard documents, 

and standard essential patents. 

Figure 7 NIR-VANA search functionalities 

 

 

Source: https://platform.nir-vana.eu/myservices/knowledge 

From here, users can directly set up a new collaboration ‘Space’ to work together with their 

Innovation Advisor within the platform. 

The IP industry base search that is integrated in the NIR-VANA platform provides further 

possibilities to learn about the specialisation and experience of the IP experts listed. The 

                                                             
71 See http://www.iplytics.com/request-a-demo for a demonstration. Accessed on 12th of July, 2019. 

http://www.iplytics.com/request-a-demo
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search function provides an overview on the experts and allows also to learn about the 

expert’s or company’s performance score, competitors, key employments and customers 

including respective visualisations and possibilities for analysis (see Figure 8). 

Figure 8 IP industry base search functionalities 

 

 

Source: https://ipib.ci.moez.fraunhofer.de/companies/reitstotter-kinzebach-and-partner 

5.5.2.3 Technical background 

The core functionalities of NIR-VANA are based on configurations of the Enterprise Edition 

of HumHub (humhub.org), which is an Open Source Social Network Kit. Additional 

developments are the implementation of several APIs to related Internet services and the 

implementation of the video conferencing tool opentok (tokbox.com). 

The major development of NIR-VANA is the implementation of the blockchain technology 

for logging all messages, transactions and exchanged files. The processing via blockchain 

technology guarantees that all log data receives a valid, verifiable time stamp and that the 

integrity and correctness of the documented exchange of data can be proven without a 

central authority. That also means that these aspects can be verified independently from 

having access to the NIR-VANA database and therefore also, for example, if the platform 

ceases to exist. 

NIR-VANA is currently running on a Cloud Server hosted in Spain. During the lifetime of 

the H2020 project, NIR-VANA was hosted within the Amazon Cloud. Therefore, the platform 

has proven its capabilities for scaling and migration. 

Compared to the state-of-the-art usage of APIs and the integration of other services within 

NIR-VANA, the usage of the EEN’s data base of local Network contact point by countries 

should be enhanced. This database is only available as an import, which needs to be 

updated on a regular basis. 
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5.5.2.4 Our findings 

The interface of the NIR-VANA platform is modern and very well structured. All processes 

that need user interaction, such as the creation of the user profiles, are lightweight, flexible 

and can be interrupted and resumed at any time. The implementation of many related 

services – for example to find funding authorities, investors, and IP information – is 

achieved by linking to NIR-VANA partners.  

The link to iplytics.com seems promising. NIR-VANA offers an integrated search within the 

data of other platforms. Beside of the good intention this search is not easy to find for end 

users. Some functionalities seem not yet ready (e.g. video conferencing). This might 

probably be due to the fact, that the current NIR-VANA is the first Beta Version and has 

reached the end of its life cycle as an EU research project. 

On the “Directory” site some metrics are displayed and on the “My services” two feeds, 

which can be filtered by the date of last update, are published. The metrics and the 

publishing dates confirm the low current usage statistic of the platform. However, despite 

a decline in use, the platform currently still has more than 700 users.  

5.5.3 Comparison & Summary 

In general, the EEN has a very broad focus (see above), which aims to support SMEs in all 

relevant EU topics. IP commercialisation or OI are just sub-topics in the general portfolio. 

Still, the EEN network may be a good way to answers the SMEs’ needs on this basic level 

and to find partners or licensees via the POD database. 

In contrast, the NIR-VANA platform gives a hint on how a specific topic such as OI could 

be handled by a group of experts, because there is a clear focus on the target group, on 

the required processes, and on the required level of collaboration functionalities and the 

expected outcome. 

The following table shows the different foci of the two services through a comparison of 

core functionalities using a scale from 0 (minimum) to 9 (maximum). 

Table 3 EEN and NIR-VANA in comparison 

Criteria 
EEN… NIR-VANA… 

Description Rating Description Rating 

Profiles, Offers & 
Needs 

… is all about getting in 
touch with the right person 
from the EEN network 
outside of the tool. 

8 

… has a clear focus on getting in 
touch with people, who might be 
useful in an OI context (incl. 
advisors from the EEN network) 

9 

Matchmaking 

… is all about getting in 
touch with the right person 
from the EEN network 
outside of the tool. 

8 

… allows to invite a person, who 
might be suitable in the OI process 
and in addition to invite advisors 
from the EEN network. 

9 

Information  8  6 

Training 
… is not providing any 
trainings. 

0 
… offers online an OI training (incl. 
certificate) 

8 

Legal agreements 

… is focused on 
matchmaking with the 

external advisors, who have 
to take care of legal 
agreements outside of the 
tool.  

6 

… offers “closed Spaces” combined 
with NDAs to facilitate a trustful 
exchange of knowledge and ideas 
within the tool at an early phase in 
the OI process. 

9 
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Criteria 
EEN… NIR-VANA… 

Description Rating Description Rating 

Commercial 
aspects 

… uses success stories for 
all topics and provides links 
to other EC programs with 
respect to commercial 
aspects. 

0 

… only use success stories, which 
are clearly focused on OI, and 
provides links to partners with 
respect to commercial aspects. 

1 

Collaboration 
… focusses on matchmaking 
(that can lead to 
collaboration). 

1 
… offers a set of functionalities, 
which absolutely suit the needs of 
OI. 

8 

Source: Pumacy 

Figure 9 Comparison of EEN and NIR-VANA with regard to IP Commercialisation 

 
Source: Pumacy 

It is not surprising that a platform that focusses on a single topic has clear advantages in 

all matters concerning that topic. It is therefore nearly impossible for EEN to cover all 

relevant topics with a best-in-class solution. 

Ideally, the EEN should outsource topics like IP commercialisation to a specific platform, 

provide all the relevant and available data via APIs and receive back usage metrics for 

monitoring purposes. The outsourcing combined with a clear EEN branding would on the 

one hand support users having a clearly defined entry point to a best-in-class solution. On 
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the other hand, this would support users perceiving that the EC provides a service that 

makes it needless for SMEs to invest too much in searching for the right platform. 

6. IMPLICATIONS FOR POLICY MEASURES 

6.1 Overall take-aways 

In general, the following major conclusions can be derived: 

1. There has been hardly any support for the EC to introduce a stand-alone web-based 

platform for the trade/licensing of patents and IP. The reasons have been outlined 

throughout the report. These include: the strong need for a consultancy component 

that adapts a technology offer to a business case of a potential licensee; valuation 

problems (whereby one set of IP may be of different value to different firms); the fact 

that often the patents and IP are preliminary (applied for patents instead of granted 

patents), etc. This applies particularly to the market of carrot / benevolent licensing. 

2. The further conclusion is that there is no easy solution to a complex problem. Different 

types of IP and patent licensing market segments need different treatment by policy, 

and this policy has the challenge to create a balance between patent holders and 

alleged infringers. Following this line of reasoning, a bundle of measures may be needed 

to improve the situation, however, there still needs to be some expectation 

management in place regarding the amount of patent/IP licensing that can be 

triggered, particularly in the “benevolent” carrot licensing area. 

We have therefore developed a common framework for the possible bundle of measures 

using logical chart analysis (Task 4). These measures suggested by the study team have 

been jointly discussed with the EC and are presented in the section below. 

6.2 Logical framework to tackle the issues  

The logical framework developed through this study is presented in the following graph. 

The major mission was determined to be “to improve the performance of SMEs in the IP 

transaction markets”. The notion of IP is kept intentionally wide, in order to account for IP 

beyond patents, as these also play an important (and an increasingly important) role in 

technology licensing. 

From this, we derived five sub-goals that contribute to the overall mission: 

  To increase overall market transparency 

  To decrease uncertainty in IP transactions 

  To improve the know-how base (of/for SMEs)  

  To create critical mass for SME IP portfolios 

  To secure framework conditions (for enforcement) of IP 

Some 12 core measures have been assigned to the sub-goals as they fit. The outcomes 

and impacts expected will be more licensing opportunities, better informed licensing 

decisions, improved outcomes of adaptations needed to a technology to conclude a 

licensing agreement as well as easier pooling of IP by groups of SMEs. Measures in the 

domain of framework conditions particularly cater for a strong IP basis and a fair 

enforcement system, which also leaves SMEs due FTO.  

Ultimately, the impacts expected are: i) a higher occurrence of IP licensing with SME 

involvement, and ii) more innovations hitting the market. 
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7. THE COLLABORATION SYSTEM – POSSIBLE POLICY MEASURES 

AND THEIR FEATURES IN THE LOGICAL FRAMEWORK 

7.1 Promising core measures  

7.1.1 Financial subsidies for licensing activities 

Description of the measure 

Financial measures could help address several barriers that SMEs face in relation to patent 

and IP licensing. These can be problems that SMEs face when there is a need to adapt a 

technology for own needs (in-licensing) or when there is a similar need to out-license to 

another entity. In relation to the former, the respective use cases can be either financial 

support to entities like aggregators who benevolently want to out-license their tech to 

SMEs, or generally to SMEs trying to license technology in.  

In terms of out-licensing to large firms, SMEs could be supported for building samples, 

prototypes or use cases – using the TRIZ analogies, one could perhaps use some of the 

“prototype” support measures developed for university tech transfer. Key points to 

consider include who should get the financial support – the licensor or licensee, or, in terms 

of a “joint” project, both, but then at respectively reduced rates. In principle, all variants 

could be workable, but there might be preferences in the respective target groups which 

need to be addressed before designing the measure e.g. in focus groups. Generally, the 

money should be provided to the SME(s) in question, who could then spend it also for 

external services. 

There are two major success factors to consider, according to the results of the study and 

also our experience: a) the limitation of this kind of licensing to “benevolent licensing”, i.e. 

true tech transfer and b) that the subsidy is subject (at least for the first time it is taken 

out) to mandatory consulting services that have to be taken together with the subsidy. The 

second success factor reflects findings for many IP subsidy-style services that have shown 

that without proper consulting firms would experience rather little added value (and the 

subsidy programme would show high deadweight losses) as there would be little learning 

on the side of SMEs.   

Who should implement it / modes of governance 

  The implementation could be similar to that of other European grant schemes, e.g. via 

the COSME programme or within Horizon.  

  In terms of design of the scheme, one thing to consider is to build in some modular 

flexibility, e.g. of who gets the subsidy (licensor, licensee, both) and with respect to 

the scope (full support or evaluation license/sample/prototype only) 

  Select feedback from funding agencies is that a budget of €60k per funding case is 

enough, particularly when it comes to evaluation licenses. However, differences across 

industries can be expected. 

Advantages 

  Can provide targeted support to address clear obstacles in the licensing process 

  Can induce respective learning on the side of SMEs because of consulting component 

  Therefore, it will improve overall awareness as well as efficiency in “benevolent” tech 

transfer 
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  First feedback from funding agencies, see this activity quite well served with a budget 

ceiling of €60k per SME and funding case. 

Disadvantages 

  Challenge will be to get higher numbers of support cases due to the rather infrequent 

nature of such tech transfer opportunities 

  Therefore, operation as “stand by” offering (when needed it is available) 

  Risk of deadweight losses are still there, particularly for SMEs that already have good 

experience in licensing (possible solution: limit such support only to inexperienced 

SMEs who do this kind of licensing only for the first time) 

  Possible difficulty to delineate “benevolent” licensing from litigation-based licensing 

Key partners 

  National funding agencies and private brokers / intermediaries (they must know that 

this subsidy exists and be able to put it to use) 

  IP Helpdesk also to advise on this subsidy 

Unknowns 

The exact design of the subsidy still should be elaborated. 

Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

There are no specific legal challenges, apart from the already mentioned difficulty in 

delineating “benevolent” from “litigation-based” licensing. According to some empirical 

research, “benevolent” licensing seems to be the minority of cases, as most licensing 

seems to result from a threat with litigation. This seems to be the case particularly in the 

software-related and ICT sectors, whilst in other sectors the relative preponderance might 

be different. 

Easiness of implementation (subjective assessment) 

Rather easy 

7.1.2 Support the servitisation of SMEs particularly in the domains of FTO/WTN 

analysis, and/or provide respective monitoring 

Description of the measure 

Many SMEs, as we have been reported, seem to face particularly the problem to maintain 

their freedom to operate (FTO). Due to technological developments such as digitisation 

this has been becoming particularly difficult, which has brought us to the notion to help 

SMEs navigate the maze (ways-to-navigate) instead of trying to establish wide FTO. This 

very much entails a) good knowledge and usage of patent database searches and b) the 

development of a sound IP strategy surrounding the findings. The measure would therefore 

entail a package of individual support activities: a) teach an SME what to look for when 

conducting patent searches, b) provide a subsidy and/or the service directly to SMEs to 

assess FTO as well as c) advise SMEs how to deal with aggregators who could help them 

achieve FTO. 

Who should implement it / modes of governance 

  Similar to the IP-Prediagnosis model at European level, perhaps as add-on module 
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  Pricing: One could expect this to be in more than a quick search (1-2) days and less 

than a full FTO (several weeks or even months), i.e. 1-2 weeks 

Advantages 

  Would help SMEs better understand their competitive landscape and strategic options 

(also for licensing) 

  Would probably help SMEs in very important technology fields for European industry, 

where digitisation is an issue 

Disadvantages 

  Possible difficulty to discern the service (and its added value) from the many kinds of 

patent searches that are already on offer (often subsidised) in various Member States 

Key partners 

  In collaboration with Member States, who may have already similar offerings 

  National IP Offices, as they have the patent databases and know how to perform 

searches 

  European Patent Academy 

  PATLIB centres: PATLIB centres could provide, this service, too (and some may have 

already such an offering in place). However, there is large variety in terms of capacities 

of PATLIBs that needs to be catered for. Therefore, in collaboration with the PATLIBs, 

one could define minimum thresholds for technical capacity so that select PATLIBs can 

supply this type of service in qualitatively uniform way. 

Unknowns 

- 

Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

The most important legal issue here is the liability for errors made. This is not necessarily 

a fundamental legal challenge, but more a matter of expectation management. Any public 

service relating to FTO will not be willing to accept any liability for any of the consequences 

following the use of such FTO assistance.  

That is current practice today with national IP Offices providing patent searches. SMEs 

using any more developed FTO assistance mechanism that is not “in the hands” of private 

practitioners will have to be aware of the fact that any activity undertaken based on any 

results received from such service might have legal consequences, for which no redress 

will be possible to the public service providers.  

That is today also often one of the alleged strengths of the “private market” service 

providers, such as patent attorney firms, who are bound by professional liability to provide 

a service attaining a quality that is allegedly of a higher level, even though also in this 

private market, no absolute certainty can be provided to the SME client. 

Easiness of implementation (subjective assessment) 

Rather easy 
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7.1.3 Opportunity IP aggregator  

Description of the measure 

During various iterations of the study, a re-emerging topic was that SMEs found it very 

important to have freedom-to-operate (FTO). Also, another issue raised was that of sizable 

patent portfolios so that SMEs can have respective access to the IP – many SMEs simply 

do not have the capacity to develop and maintain larger IP portfolios. For these reasons, 

some interviews partners advocated for a state-funded IP/patent aggregator that could 

“pool” IP for the benefit of SMEs. 

This pooling would be a form of defensive aggregation. It would be a measure that would 

allow SMEs to have access to larger portfolios of patents and IP than the SMEs would be 

able to build and maintain alone. This reduces the risk of being litigated on patents (as 

there are less patents in the wild owned by third parties that could be litigated against the 

SME), and it would therefore also increase the freedom-to-operate of the participating 

SMEs. The measure would be a layer of protection against “stick licensing” and would 

improve the odds of SME survival in stick-licensing prone markets. 

In this context, we suggest examining the possibilities to implement a defensive patent/IP 

aggregator for SMEs in select key technologies of strategic interest for the EU. The 

benefitting SME “community” would hereby have a) access to pooled IP, which would help 

them develop their own innovations while b) they would be to a much lesser extent subject 

to undue threats of litigation from the outside. Such a pool can well extend beyond patents 

and comprise e.g. data which may be used for training AI models. 

Defensive aggregation seems also more interesting, as otherwise the EC could be – as in 

national cases – drawn into a discussion whether it would, with state funds, intervene into 

private markets as patent troll / malevolent non-practicing entity. 

Overall, defensive aggregation could provide an opportunity for SMEs both for having FTO, 

getting shared access to IP and perhaps also as a means to collaborate which each other 

with this IP as background – hence, this aggregator could be an IP opportunity aggregator. 

Who should implement it / modes of governance 

The operation of a defensive aggregator seems best suited to be run by a separate legal 

entity that needs to be set up. It could also implement a public-private-partnership model, 

where industry/SMEs also contribute to the funding. 

Advantages 

  Could provide SMEs more FTO 

  Could provide SMEs access to IP that they would otherwise not have 

  “Membership” in such an aggregator could increase chances of successful licensing 

negotiations of SMEs with third parties 

Disadvantages 

  Might not lead to actionable results  

  Possible clash with competition law (see below) 

  There might not be sufficient demand in Europe, as the defensive aggregation is a tool 

primarily used in U.S. litigation environments (see also appendix D) 

  Crowding out of potential/already existing private patent aggregators 
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  Could be an undue disruption in the brokered patent markets, hindering the due 

business of patent brokers 

  Could easily veer into a vehicle that is used by large firms, rather than small firms 

Key partners 

  Licensing Executives Society (LES) 

  Industry associations of key industries that form the subject of the aggregator 

  Valuation experts 

Unknowns 

  The industry tackled of strategic interest and its needs in terms of patent/IP 

aggregation need to be still defined 

Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

The major legal challenge is in competition law, as any sort of giving advantage to some 

group of enterprises will call into question whether this is compatible with the principles of 

competition law.  

Easiness of implementation (subjective assessment) 

Difficult 

7.1.4 Technological upgrade of the EEN – e.g. more intelligent search options 

using AI, more guidance made available a la Tynix, separate listings for 

different types of IP, including also EOUs, integrating other 

platforms/technologies developed in the course of EU projects) 

Description of the measure 

The idea behind this measure is – while the EC should not implement a platform for the 

trade or licensing of IP of its own – to extend the existing EEN IT system with platform 

functionalities. On the one hand, the EEN has been already recognised in literature as an 

OI accelerator. It is therefore already an existing platform, connects a variety of experts 

with each other, and offers a marketplace for technology offers (including license offers) 

and technology requests. As such, there are already some fundamentals in place (a 

sizeable number of people and of companies, including many SMEs, the possibility to have 

critical mass because of its pan-European establishment). On the other hand, the EEN is 

currently not so much about IP trade and commercialisation. 

By adding platform functionalities, the EEN could be expanded to cover, at least to some 

extent, the functions of an IP and patent commercialisation platform, bearing in mind all 

the necessary caveats and success factors (such as strong support of IP and tech transfer 

professionals who will need to feed the platform with information, translate technical 

information into business cases, etc.) There will most likely not be thorough success if the 

right people are not behind the platform managing it. Some functionalities could be taken 

over from the NIR-VANA platform – either by integrating them directly into the existing IT 

system or linking and acquiring access to the NIR-VANA platform through the EEN. 

Functionalities that resonated with needs expressed by experts and interview partners are 

specifically the ‘Spaces’ (mini websites) to which access can be managed and where 

companies, innovation partners or managers with access can communicate or upload 

documents to (and activities are logged in the blockchain) and the link to the IP industry 

base search. 
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Who should implement it / modes of governance 

  Undertaking to be implemented through EC / COSME, as part of the duties of the EEN 

  NIR-VANA source code would need to be acquired by EASME / EC or access needs to 

be acquired through a licensing model 

Advantages 

  Can build on existing platform that integrates other services already publicly available 

  Already provides a database with many technology offers, including some license offers 

  Can use already developed technologies 

  Is modular and can therefore be developed further according to the EEN needs 

  Can probably more easily establish a critical mass across Europe 

  Could be merged with other measures, such as the meta-platform or the IP helpdesk, 

as module/extra menu point 

Disadvantages and challenges 

  The degree of openness needs to be discussed. So far, most patent brokers and IP 

professionals outside the immediate sphere of stakeholders of the EEN did not know 

that the EEN even existed 

  The platform needs to have life, so there is a need – beyond the technical programming 

– to have IP and tech transfer professionals engaged. How to activate such a group 

and raise awareness in the respective communities should be a complementary activity 

to technical development and probably discussed with the IPR working group 

(ambassadors) in the EEN  

  At the moment, within the EEN, there seem to be different views on the need for the 

functionalities provided by the NIR-VANA platform 

Key partners 

  Company behind NIR-VANA 

  EEN/EASME 

  Proton/ASTP (for awareness raising and activating tech transfer community) 

  Licensing Executives Society (for awareness raising and activating tech transfer 

community) 

  Private providers of patent/IP brokerage platforms (see below for justification) 

Unknowns 

  There remains of course the risk, like with many other platforms, that the initial ideas 

prove not to be a success. Therefore, persistence and close monitoring with the 

possibility to adapt in timely manner the “business case” should be firm part of the 

design of the measure (after all, private market patent brokerage activities are also, 

as discussed, the subject of frequent tweaking of the business model).  

  Target figures must be set realistically, so to take account of the “infrequent” nature of 

“benevolent” IP licensing / b2b tech transfer activities. The notion should be to have 

an able infrastructure in place that can react quickly when opportunities arise, 

underlining that while “benevolent” TT is rather seldom, it has considerable possible 

implications for innovation activities (e.g., in terms of European technology leadership). 
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Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

It must be ensured that the dividing lines between private brokerage platforms and the 

public offerings are clear, and that no private offerings are displaced by public offerings. It 

should be therefore a goal of the EEN to have a “market enabling” function also for private 

offerings. We believe this to be possible, because of the need of a platform to have strong 

staff involvement behind it, and such a function could also be achieved through outside 

usage of the platform functionalities. One important way to tackle this issue is – besides 

looking for legal advice on that matter – to set up a sounding board with private platform 

providers that can be consulted regarding on how to design the EEN platform extensions. 

This approach has proven already successful in other contexts, for example when providing 

state-subsidised IP support to SMEs in Switzerland. 

Easiness of implementation (subjective view) 

Medium 

7.1.5 Data collection efforts on royalty rates and IP litigation trends, e.g. via 

the EUIPO Observatory 

Description of the measure 

In comparison to the U.S., data on licensing in general, on royalty rates and on IP litigation 

trends are only scarcely available. Therefore, the EC could contemplate operating a 

respective database. The data to be collected would be structured according to details of 

the licensing contracts (e.g. by types of license, by sector of companies involved, by market 

segment (SME to SME, university to SME, etc.)). The public interest can be hereby rooted, 

as in the U.S., in the protection of investors, but also generally to allow, e.g. in trials, for 

“fair” determination of royalty rates. 

Who should implement it / modes of governance 

In order for this measure to be effective, the following modes of action can be envisaged 

(these could also run in parallel): 

  Collaborate with the LES who is already doing a survey with licensing professionals on 

royalty rates. This kind of survey can be expanded and out-reach extended e.g. to 

universities and research organisations. The survey itself can be reviewed and tweaked, 

if necessary, to extend the amount of information collected. 

  Examine the legal possibilities in Europe to mandatorily require the disclosure of 

licensing deals such as is done with the SEC. It was outside the scope of this study to 

do a respective (legal) analysis of the European stock exchange regulations. 

  A respective database from the sources above can be maintained by the EUIPO.  

  Tender out beforehand a study to examine what the sources already are in the Member 

States that are consulted for royalty rates by IP professionals. Some of these offerings 

may be leveraged to the European level. 

Advantages 

  Makes the market of IP transactions more transparent for companies, experts, policy 

makers, scientists, and therefore increases market efficiency 

  A registration of licenses at the EUIPO can improve accessibility to contracts in 

situations where anti-competitive behaviour is suspected 
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Disadvantage 

  The ‘golden way’, the SEC approach, might require farther-reaching implementation in 

law 

  Fears are that the added benefits of such a database might be limited, as it will be still 

difficult to find comparable licensing deals from such a database that will match in all 

relevant details with a real practice case  

  Fears are that data can be manipulated such that some “interest groups” will be in 

more advantageous positions 

  It can be that only the ‘golden way’ of having disclosure requirements set by law might 

work in practice. However, in such a case, the right balance must be struck between 

the privacy needs of the licensing parties and the public (investor) interest regarding 

disclosure requirements. 

  Could be particularly interesting for standard essential patents. 

Key partners 

  EUIPO / EPO 

  LES 

  European Member States 

  Private providers of royalty rates information 

Unknowns 

  Legal feasibility  

  Willingness of contractual partners and their professionals to register their contracts 

with the EUIPO 

  Added value of the database contingent on its content 

Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

  Registering IP licensing is as such in principle already an obligation under national 

patent law in quite a few countries, be it that this is only mandatory for purposes of 

making the patent right enforceable against third parties. It has no other legal effect. 

It is known that in practice, some licensing agreements are not registered, or to the 

extent that they are registered, that is done in such a heavily redacted form, where 

most relevant and interesting data, such as royalty rates, are in most cases redacted, 

as this is deemed to be commercial confidential information, which is legally protected 

by law. That legal protection makes it from a legal perspective rather difficult to enforce 

an obligation to disclose royalty rates, and this would likely require more extensive 

statutory amendments.  

  From a public interest perspective, it is a rather good and interesting suggestion to 

make this work, but it will require more fundamental statutory changes. 

Easiness of implementation (subjective assessment) 

Rather difficult 

7.1.6 Speeding up/support in licensing negotiations for SMEs – e.g. with 

standard-European-wide licensing model contracts 

Description of the measure 
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A standard European-wide set of licensing model contracts can provide important 

guidelines for inexperienced companies in the area of IP transactions. European-wide 

model contracts would be annotated, i.e. explain per section what options exists, what 

advantages and disadvantages are and what other aspects should be considered. The guide 

also provides first-line guidance on which type of professional service providers to consult. 

In addition to the contract(s), an annotated term sheet is provided that explains the main 

options as well as advantages and disadvantages. Specific types of model contracts may 

be grouped for different usage scenarios, such as is done, in another context, with Creative 

Commons. 

Who should implement it / modes of governance 

The standard licensing model contracts are to be developed by professional service 

providers. The model contracts could be disseminated by the EU IP Helpdesk and similar 

aggregators of advice. It is important that the contracts be well known, so collaboration 

e.g. with the LES, national support bodies and intermediaries is key. 

Advantages 

  Increases awareness on most important licensing aspects 

  Increases awareness on important service providers 

  Easy to provide, first-line tool 

  Could be also a way for the Commission to pursue/implement Smar Contract 

technologies 

Disadvantages   

  Adaptability to different use cases might be limited 

  A use by the SMEs without IP expert support may then happen, but is not recommended 

Key partners 

  A service provider to draft the model contract and a partner for quality control 

  EU IP Helpdesk with SME focus and similar partners to disseminate 

Unknowns 

  Can the contracts cater sufficiently for different national contexts in contract law? 

Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

There are no specific legal issues here. Some players in the legal professional market might 

think this is a form of unfair competition – i.e., the standard contracts would forego 

business opportunities in the legal profession –, but we believe this is not a sound position. 

To the contrary, the existence of good quality and well-explained standard contracts with 

the additional caveat that for a specific case further legal advice will be necessary, might 

have the advantage that it might in fact create more “business” for the professional legal 

market. Users of such contracts, understanding them and knowing their limitations, will be 

more inclined to use such contracts and use the additional professional legal service instead 

of plucking a contract from the internet that might not very well fit their needs. 

Easiness of implementation (subjective assessment) 

Rather easy 
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7.1.7 Improved connections between the various datasets, e.g. espacenet / 

EEN and private databases 

Description of the measure 

In addition to the measures addressing royalty rates, there are also other means that could 

improve the situation of dearth of data on licensing issues. Links between various 

databases on patents can be improved, e.g. also with data from private databases. This 

could entail linking of patents identified in licensing databases to espacenet, or – as already 

done with Google Patents – patents litigated (as identified in the database Darts-IP). 

Perhaps one can also think of linking Horizon data (patents reported as outcome of Horizon 

projects) with espacenet. A further option would be to retrieve data on litigated patents or 

opposed patents additionally from the European Patent Register.  

Who should implement it / modes of governance 

The EPO could act as a "lead" and an activity to structure the EU data better would lead to 

a better structuring also of the other data. 

Advantages 

  Could improve the data situation surrounding licensing issues, as more is known about 

the patents found in espacenet and European Patent Register 

Disadvantages 

  Data may be incomplete or biased 

  Potential liability issues if data is incorrect 

  Efforts needed to keep the data up-to-date 

  Necessary to keep delineation with private sector market of database providers 

Key partners 

  EPO 

  Private patent data providers 

Unknowns 

  The exact databases that could potentially be well-linked need to be established. A 

workshop with experts on this issue should inform the design of this measure. 

Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

There are no other legal issues, apart from the liability issue already mentioned. This is 

already covered, as the EPO databases do not accept liability for errors in their databases. 

Also, in the present case, it is important to manage expectations from users. 

Easiness of application> 

7.1.8 Meta-platform providing a guide through existing platforms and 

intermediary services 

Description of the measure 

While a platform of its own is probably not the best way forward for the EC, it could 

envisage creating a meta platform together with guidelines on how to use IP transaction 
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or Open Innovation (OI) platforms for IP transaction purposes. This given that it is currently 

very difficult to navigate the maze of existing platforms. 

One idea to make this happen is to allow platform providers to register their offerings on 

a website with the EC, together with key data on how they function and what they offer. 

Under this mode of operation, any kind of platform would have the ability to register its 

site and offerings. This would alleviate concerns that the EC is having an undue “selection 

bias”.  

As the meta-platform acts as a database of platform, it could store important 

characteristics for potential users, such as: IP treatment; formalities to register (as seeker 

or solver); phase of the innovation processes targeted; costs; mode of operation (simple 

idea collection, inducement prizes, etc.); types of users that can be found (including 

expertise), whether it is private or public platform, etc. The exact list of features should be 

elaborated in an expert workshop with platform representatives and experts.  

The meta-platform could be complemented by a written guide on the issues that SMEs 

need to cater for when looking for /using a platform (to be written be the EC and/or a 

contractor). 

Who should implement it / modes of governance 

  EC 

  Maybe out contracted to service providers 

Advantages 

  Could provide for important information that tells SMEs how to navigate existing 

platforms 

  No need to establish a platform of its own, therefore 

  Less risk to crowd out a market of private providers 

  Could be well complementary to an enriched EEN platform (because the different 

offerings try out also different ways to support open innovation)  

  Disadvantages 

  Risk of bias / partiality (who is included on the platform, who not) 

  Risk of being incomplete (needs constant update)  

  Added value must be worked out in the design compared to existing lists in the internet 

Key partners 

  OI platform providers 

Unknowns 

- 

Potential legal challenges (going above competition law, also showing what kind 

of aspects are relevant) 

No specific legal issues, as this would be a meta-platform for informational purposes. 

Easiness of implementation (subjective assessment) 

Medium 
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7.1.9 Public IP knowledge and transaction assistance system for SMEs 

Description of the measure 

A public system that has the aim to assist SMEs in IP transactions and to provide 

information on IP transactions. The system covers SMEs’ need for a specific expertise at 

the intersection of IP and business development. To recruit the necessary expertise, the 

public body aims to identify experts that are willing to work for a lower than the commercial 

fee. To assure quality at the same time, experts could be, for example, retired professionals 

that want still to keep busy, or academic experts who also have a background in private 

practice and/or industry (a role model could be the U.S. Score programme, 

www.score.org). Since the measure covers the EU, the expertise is available on general 

and on national level. The system would inform users on buying and selling of IP and by 

that, decrease the initial fear of engaging in IP transactions that is especially relevant for 

SMEs not knowledgeable on the topic. A consultation would take place ideally face to face 

or via a telephone/Skype call. The experts would inform users on standard procedures of 

IP transactions, on milestones of the process, on possible costs and benefits and manage 

expectations.  

Who should implement it / modes of governance 

A public system that assists SMEs in transaction of IP could be implemented that is similar 

to (or implemented by) the European IP helpdesk, but provides access to expertise on 

sectoral differences and differences between European Member States. 

Advantages 

  Especially SMEs lack professional advice regarding IP transactions, i.e. professionals 

with a broad expertise covering business development and IP knowledge 

Disadvantages 

  Professionals in the area of IP might consider such a public body as competition from 

the public side or as a boost for the business 

  Professionals at the intersection of IP and business development are needed which are 

usually expensive in terms of salary (hence why retirees, such as in the U.S. Score 

programme, can be targeted) 

Key partners 

  Organisations active in signposting: SME associations on European, national and 

regional level as well as in important sectors (life sciences, engineering, ICT), funding 

organisations, national patent offices and EPO 

  Professional organisations that provide contacts to professionals able to follow-up on 

the initial assistance provided: patent attorneys, lawyers, business development 

experts   

  Unknowns 

  Extend of expert availability across Member States for a salary feasible for a public 

institution. 

Potential legal challenges 

There are no specific legal issues here, apart from the already mentioned possibility that 

professional organisations or lawyers and/or patent attorneys might try to claim that this 

is an unfair competition to their business, which legal claim is rather likely to be 

unsuccessful. 

http://www.score.org/
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Easiness of implementation (subjective assessment) 

Rather easy 

7.1.10 Support the development of a private certified market of patent 

professionals/intermediaries who meet certain standards (includes 

establishment of accredited profession of IP management consultants 

who help develop IP strategies within a firm or externally) 

Description of the measure 

The study has shown that there might be a lack of a certain type of professional IP support 

in terms of qualification and number of persons/experts qualified in that area. This kind of 

expertise was called “IP managers” and was not the same as patent attorneys (who are 

skilled in the drafting of patent applications) and legal advice (as with attorneys-at-law). 

Rather, the lack of competencies – mostly within firms, but also at intermediary level – 

relates to business perspectives, such as on IP strategy development, valuation skills, etc. 

The EC could therefore help establish this profession by creating standards and, further 

on, providing reference lists/databases to respective professionals. Inspirational examples 

are for example certified tech transfer professionals (http://www.eukts.eu). 

Who should implement it / modes of governance 

  The European Patent Academy could be mandated, with support from the EC, to 

develop respective trainings standards, respectively to take the lead 

  EUIPO as partner 

  Once done, accreditation programme at European level 

Advantages 

  Increases the supply of competent experts to professionalise IP and licensing 

management in firms 

  Covers a white spot in terms of “business perspectives” on IP 

Disadvantages 

The new profession would operate at the interface between business and legal issues and 

requires therefore also legal know-how. Taking examples from other professions – e.g., 

the distinction between things licensed cosmeticians and beauty specialists are allowed to 

do vs. what only dermatologists are allowed to do – there may be delineation issues with 

respect to the legal profession: 

  Possible delineation to existing legal services difficult, as unclear where the borderline 

is between legal and business advice 

  This calls in the subject of liability 

  Possible conflicts with chambers of patent attorneys 

Key partners 

  European Patent Academy, EUIPO 

  Training development organisations in IP (IEEPI, also some universities who already 

offer some training or academic programmes to become “patent engineers” or “patent 

managers” – e.g., TU Berlin, EAH Jena, TU Ilmenau) 

  Professional IP bodies (chamber of patent attorneys –> they need to be taken on board) 

http://www.eukts.eu/
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Unknowns 

  Exact curriculum and requirements profile must be still developed. This would 

necessitate a skills study beforehand with interaction with industry to express their 

needs in detail. In Austria, industry has approached the Austrian Patent Office with a 

respective wish list. In essence, there are activities to build on. 

Potential legal challenges 

  One of the legal issues could be the issue of professional liability, as already mentioned. 

As this type of professional would not belong to a specific "licensed" profession, they 

would in principle not be liable under professional liability rules but would still be liable 

under the general rules of negligence under civil or tort law.  

  Some of the IP "licensed" professionals are likely already providing this service as part 

of the portfolio of services they provide, hence there could be an issue of delineation. 

  One of the advantages of "licensed" professions is that there are certain quality and 

liability standards in place, the former by passing an exam to become a licensed 

practitioner, the latter via professional liability insurance. The potential difficulty with a 

new category of unlicensed advisors might be that there would be no "quality control", 

which might lead to less reputable individuals entering the business, which may cause 

harm to SME's seeking their advice. From a legal perspective, it might be advisable to 

include some quality measures in creating this new type of advisors, which could be 

done by introducing some form of exams or tests as a bar to admission to the 

profession. That could take the form of a certification. For instance, the Benelux 

association for Trademark and Design law uses a certification mark for its professionals. 

Everyone who wants to carry the certification mark must have passed certain tests and 

must have fulfilled certain requirements as to (permanent) education. Something in 

similar lines could be thought of for this new type of professionals as set out hereabove. 

Easiness of implementation (subjective assessment) 

medium 

7.1.11 Upgrade of trainings material 

Description of the measure 

A rather low-hanging fruit would be to re-examine existing training material for its fitness 

in the current licensing environment. In our experience, the trainings material is usually 

rather basic and does not cover topics such as negotiation tactics; processes of valuation 

and adaptation that are needed to conclude licensing agreements; necessary elements to 

consider when drafting licensing agreements or term sheets (using perhaps also the 

aforementioned licensing contract templates); elements of dynamic IP management that 

show how to make an (additional) business along the life-cycle of products using patents 

and other IP. The target group would be (more advanced) SMEs as well as (non-legal) 

intermediaries. 

Who should implement it / modes of governance 

The review can be performed in the course of a project by a firm/organisation which has 

experience in creating IP trainings material. A peer review process with leading 

practitioners seems favourable to ensure the quality of the material. 
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Advantages 

  Especially SMEs will get information on patent and IP licensing from one place and on 

higher level 

Disadvantages 

  There is already trainings material in use, so this might be “yet another” such material 

  Perhaps difficult to adapt to different national contexts 

Key partners 

  Organisations active in in IP training: EUIPO, European Patent Academy, Universities 

who offer respective courses, organisations providing IP training, etc. 

  LES for content-checking and for the supply of reviewers 

Unknowns 

  The exact scope of the needed level of education and information to be conveyed needs 

to be determined. 

Potential legal challenges 

None, except for excluding liability and that the material cannot replace qualified advice. 

Easiness of implementation (subjective assessment) 

Easy 

7.2 Framework measures 

Apart from the core measures, the evidence collected would also point to fields of policy 

actions regarding framework factors. These are primarily in the area of IP and patent 

enforcement (but not only): 

  Ensure a sufficiently high level of patent quality so to avoid the development of undue 

patent thickets: The EU was said to be here better than the U.S. but improvements 

have been also said to be possible. 

  Establish the Unitary Patent Court (UPC): The UPC is majorly seen as a large step 

forward in ensuring technically qualified, uniform and predictable enforcement of patent 

rights across Europe. An advantage mentioned is, in relation to Germany, that it would 

do away with German bifurcation system.72 The SME friendliness is to be monitored. 

  Ensure balanced IP enforcement: There needs to be effective IP enforcement, but 

parties acting in “bad faith” should face serious risks when engaging in litigation. 

  Examine suitability of current regulations governing software patents: Software patents 

seem to be an important topic in the patent licensing markets, and also have their role 

to play in the current digitisation trend. Against this backdrop, some interview evidence 

leads us to believe that it might be beneficial (despite there not being at the moment 

a large public debate) to re-examine the rules to obtain software patents. Cases in 

point reported refer to e.g., configurators or simulators. 

                                                             
72 The German system of bifurcation foresees two different proceedings for (in)validation and infringement of 
patents in patent disputes. These proceedings usually last also different amounts of time. It can happen that an 
SME is rightfully accused to infringe a patent, but only later is it determined that the patent should not have been 
issued at all and is invalid. This can lead to a so-called business damaging injunction gap, as it seems rather easy 
to get a preliminary injunction for an infringing patent against the infringer. 
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Because these measures are in themselves highly complex, and outside the scope of this 

study, they are not elaborated further in this report. 
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 LIST OF INTERVIEWS 

Table 4 Interviews executed 

Nr. Name Organisation 
Geographic 
coverage 

Rationale 

1 
Joe Villella 

Longitude 
Licensing 

IRE/EU/Global Licensing broker 

2 
James 
Malackowski & 
Ryan Zurek 

Ocean Tomo US/Global Patent auction platform 

3 Georg Papst Papst Licensing Germany/Global Licensing broker 

4 Anonymous * Anonymous * Global 
Deeper insights into the patent 
brokerage market 

5 Terry Ludlow Pachira IP Canada/Global 
Operates IP licensing firm; was active 
also in IPXI exchange  

6 Mika Lehtinen 
Berggren 
Brokerage 

Finland/Global Finish Patent Broker 

7 
Sharlet 
Ramsland 

Allied Security 
Trust (AST) 

U.S./Global 
Experiences from a defensive 
aggregator 

8 Hans Wirth German BMWi Germany 
Information about the WIPANO 
transfer initiative in Germany 

9 Severin de Wit IPEG Consulting Netherlands 
Active with patent brokers IPEG (NL), 
engineering consulting in factory 
automation 

10 Gerald Ruppert 
IP Manager at 
CAG Handels-
GmbH & Co. KG 

Austria 
Insights from an Austrian patenting 
SME 

11 Paolo Foa N&G Consulting Italy 
Italian Patent Broker and IP 
Consultancy 

12 Jens Fahrenberg 
CEO 
Technologieallianz 

Germany 
Further experiences with Invention 
Store 

13 
Kirsten Kjaer 
Scott 

DKPTO Denmark/EU/Global 
Newest experiences with IP 
Marketplace 

14 Nigel Clarke EPO EU 
Possible improvements to espacenet 
for patent licensing 

15 Anke Nestler LES Germany Germany 
LES, specialist on IP valuation and 
licensing 

16 Jacek Kowalski Inventor/SME EU/Poland 
Used the Danish IP Marketplace to 
find licensee 

17 Jako Eleveld Philips EU 
Philips – Experiences with OI and 
licensing with SMEs from large firm 
perspective 

18 
Dominic de 
Groote 

U Ghent EU Tech transfer 

19 
Norbert Karner 
(CEO) 

Global TACD 
Solutions 

AT 
Successful SME in semiconductor 
business and needing to deal with 
licensing 
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Nr. Name Organisation 
Geographic 
coverage 

Rationale 

20 Anonymous * Anonymous * GE / Global 
Small SME as supplier in the 
automotive industry 

21 Anonymous * Anonymous * AT / Global 
Small SME for automation / industry 
4.0  

22 Oliver Freitag 
Seed Logic 
Consulting 

GE 

Small consultancy for development of 
technology strategy and business 
development, including business & IP 
partnership brokerage 

23 Heiner Flocke 
Patentverein.de 
(ic-Haus) 

GE 
SME in ICT; as well as lead SME in a 
specific SME interest group for 
patenting 

24 Dallas Gibbs IPActive AU 
Private SME intermediary who tries to 
connect SMEs and universities with 
industry to commercialise technology 

25 Bastian July Good IP GE / Global 
Private platform for technology 
scouting and licensing  

26 Marco Barulli Bernstein.io GE / Global 
Start-Up intending to facilitate 
licensing contracting with blockchain 
technology 

27 Andy Zynga 

Head ICT Food, 

Forner CEO 
NoneSigma 

Global 
Former Head of a leading OI platform 
for commercialising technology 

28 Tom Hockaday 
Technology 
Transfer 
Innovation,  

UK / Global 
Former head of tech transfer at 
Oxford University, now runs his own 
consultancy for tech transfer 

29 Michael Potrafke PFERD.com GE / Global 
German Mittelstand (2,000 
employees) tool manufacturer, Head 
of IP, interested in in-licensing 

30 Markus Karner 
Global TCAD 
Solutions 

AT / Global 
Semiconductor SME, globally highly 
successful 

31 anonymous anonymous licensing expert IP lawyer 

32 Alois Peham Siemens AT/DE/Global 
IPR Departments and Open 
Innovation Specialist 

33 Thomas Reiter RT Engineering AT/Global 
Innovative SME which outlicensed 
patented machinery tech for 
agricultural uses 

34 
Marcel 
Aeschlimann 

Creaholic SA CH/Global 
Innovative SME inventing for large 
firms, owns own patents 

35 
SUMITRA 
RAJAGOPALAN 

Bioastra 
Technologies Inc. 

CA/Global 
Life science firm with OI business 
model 

36 Daisuke Honda 
(mobile 
licensing) 

IP Bridge JP / Global Fund in Japan aimed at global 
innovation and IP-related 
investments. Mission is to activate 
and leverage high-quality, under-
utilized intellectual property assets to 
the benefit of a variety of IP owners 
based in and outside of Japan 
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Nr. Name Organisation 
Geographic 
coverage 

Rationale 

37 
Giustiano De 
Sanctis 

Vectis IP EU/Global 
Company active in licensing, 
brokering and aggregating of IP as 
well as in Technology Transfer 

38 Martin Raditsch INNOVECTIS EU/Germany Tech Transfer company 

39 EASME/EEN EEN EU Technical analysis 

40 Didier Patry France Brevets France/EU/Global Public patent aggregator 

41 
Victoria Christie Academic Health 

Science Network 
- IP expert 

42 
Todd Abraham Mondelez, Kraft, 

P&G 
US, Global OI programme manager and expert 

43 

Blaine Childress Industry Partner 
at SCRA: South 
Carolina Research 
Authority 

US, Global Company active in IP 
commercialisation 

44 
Univ.-Prof. Dr. 
Frank T. Piller 

RWTH Aachen 
University 

EU Academic expert in technology 
transfer and Open Innovation 

45 

Denisa Gibovic 

Víctor Torres 
Padrosa 

Blue innovation / 
nir-vana 

EU 

Technical analysis 

46 
Udo Gennari Business Upper 

Austria,  
AT, EU IP Expert, EEN IP support, IP 

Helpdesk Ambassador 

Source: Technopolis  
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 REFERENCE FRAMEWORK FOR TECHNICAL PLATFORM 

ANALYSIS  

This section provides an analysis and recommendations on the role of Internet platforms 

for the commercialisation of intellectual property (IP). The analysis is not restricted to 

patents, but considers trademarks, industrial designs and models as well as copyrighted 

material such as software code. 

The (benevolent) IP commercialisation is typically achieved by licensing or selling the 

intellectual properties. Additional commercialisation opportunities through joint ventures, 

subcontracting, outsourcing and other forms of R&D or commercialisation partnerships are 

considered, too. 

Besides the functional and technical aspects of an IP commercialisation platform, the 

analysis and recommendations cover the non-technical measures and means that are 

required to build and maintain a successful IP platform. 

Not covered in this section are all measures that work mostly an a legal, organisational or 

awareness/training level without any significant connection to Internet platforms. 

 Role of Internet Platforms in the IP Commercialisation Process 

Benevolent IP commercialisation is a complex process in many variations that usually 

requires specialist domain know-how, legal expertise and trust between the various 

partners involved. Therefore, the lack of an appropriate Internet platform for IP 

commercialisation is not considered as the key lever to improve benevolent trade of IPs 

among SME. 

But as all industries are moving towards a digitization of products, processes and services, 

their IP-related processes, e.g. innovation, research, development and partner/supplier 

management, are in transformation, too. Therefore, a trustworthy Internet platform of 

good visibility could have benefits to a successful campaign with regard to IP 

commercialisation. 

As such, an IP commercialisation platform needs to guide its users through the main steps 

of the commercialisation process. A comprehensive Internet platform could, form a 

technical point of view, support various aspects of the commercialisation process: 

1. Inform about IP commercialisation in general, its critical steps and link to existing 

information material and focal points. 

2. Publish requests and offers regarding IPs (IP transaction marketplace). 

3. Search for IPs (patents, competencies, existing designs and models, functionality, …) 

4. Enable matchmaking, connection and networking of the relevant stakeholders (SMEs, 

large enterprises, domain experts, entrepreneurs, investors, patent and legal experts, 

…) 

5. Recommend local experts or further third-party services that the platform cannot 

include (legal consulting, financing, patent search, market analysis, …). 

6. Enable financial transactions for IP licensing. 

7. Provide a collaboration platform for exchange and joint developments. 

8. Create transparency and about the IP transactions market, e.g. costs, volume of 

transactions, transaction process. 
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Besides its functional abilities, the acceptance of the IP commercialisation platform is a key 

factor for success. Google offers two good examples: 

 Google is used as synonym for searching and finding by a majority of the average users 

of the Internet 

 When searching with Google, you normally find a sufficient match on the first page of 

results. 

An IP Commercialisation Platform for SMEs should be easy to find, easy to use and fulfil all 

mandatory needs to foster IP transactions. 

 Technical Requirements for IP Commercialisation Platforms 

 Core Features of an IP Commercialisation Platform 

Figure 10 shows an example of an IP commercialisation process that covers the main steps 

from IP strategy definition & need analysis to the successful implementation of the acquired 

IPs. By including the early strategy as well as later implementation/collaboration phases, 

this process goes beyond a pure IP transaction model and therefore is assumed to better 

fit the needs of an SME as buyer or seller. 

Figure 11 Example of an IP commercialisation process 

 
Source: Pumacy 

Although practical IP transactions are most likely to differ from this “ideal” process, the 

process map has proven very useful in the analysis of the required feature sets in our 

experience. 
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  The tool should guide the user through the IP commercialisation process (the relevant 

steps of the commercialisation process depend on the user needs, e.g. as a potential 

buyer or seller of IP) 

  The User should be able to publish and edit his profile. At least three different roles (IP 

owner, potential IP users and supporter/adviser) are needed. 

  The user should be able to publish and edit offers, which can be answered by other 

user, who are interested in the offered opportunity. 

  The user should be able to publish and edit challenges, which can be answered by other 

user, who are able to solve the challenge. 

  The tool shall be able to enable matchmaking between all interested parties such as IP 

owners, potential IP users and additional supporters/advisers. 

  The tool should enable or support collaboration between (potential) partners, such as 

mini websites (public or non-public), file libraries, appointment scheduling (internal 

calender or ics-export) or video conferencing. 

  The tool should be able to manage or support the commercial aspects of the IP 

transaction or project funding. 

  The tool should be able to manage or support the NDA or other legal agreements 

between all involved parties 

Figure 12 shows the relationship of these functional elements. Not all features need to be 

implemented within a single platform, as some features are already available via web-

based services, e.g. partner/opportunity profiles from the EEN. 

Figure 12 Building blocks of an IP commercialisation platform 

 
Source: Pumacy 

 Other Value-adding features of an IP Commercialisation Platform 

Beyond the core process of IP commercialisation, an IP platform may offer further services 

and functionalities in order to provide value-added services to their customers or to develop 
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  Pre-diagnostics: Advise the SMEs on the potential of their IP with regard to their 

protection or business development. 

  Guidance through existing material, web sites, brokerage firms etc. (meta-platform) 

 Different Approaches of IP Commercialisation 

Among the big Internet platforms sharing of data and services is a common business model 

that allows third-party applications to easily integrate state-of-the-art technology and 

focus on their specific use cases. E.g. Google sells services to integrate their map data and 

search engine capabilities into other web sites for geo-location or site search. Following 

this line of thought, it is feasible to develop an existing Internet platform into an IP 

transaction market. 

Some examples: 

  Existing Cloud platforms provide packages of pre-selected IP to safeguard their 

customers (e.g. MS Azure). 

  There are already some Open Innovation platforms, which are covering the full Open 

Innovation process from ideation to commercialization, available (e.g. Induct Hype, 

NIR-VANA, …). These platforms can be configured, beyond standard processes, and 

used in the public sector or within companies. 

  Patent database/ analytics tools go from patent search to commercialization. 

  Business matchmaking or outsourcing platforms, which are mostly focused on skills, 

resources and services, extend their scope towards IP and similar intellectual assets. 

  Databases of publicly funded R&D projects connect the related IPs and prepare their 

commercialisation. 

So far, however, none of these Internet platforms have started to offer support for IP 

transactions or similar services. This may be related to a low interest in open IP 

marketplaces, to the low volume of SME-driven IP transactions or to a general lack of 

transparency how IP commercialisation works and what values are achieved in 

transactions. 
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 SELECTED PORTRAITS OF PUBLIC AND PRIVATE 

DEVELOPMENTS IN THE POLICY LANDSCAPE – THE UK, IRELAND, 

FRANCE AND GERMANY 

In this section, we present three country examples of approaches towards the 

commercialisation of IP. 

 United Kingdom73 

Recent policy developments in the UK have placed renewed emphasis on technology 

transfer. Most prominently, the development of the national Industrial Strategy has placed 

the importance of improving the commercialisation of the UK’s science base front and 

centre. This is backed by funded measures such as the Industrial Strategy Challenge Fund, 

designed to address historical weaknesses in commercialisation and to foster technology 

circulation.74  

Research into firm behaviours shows an increasing move toward of open innovation among 

UK firms.75 This makes technology licensing ever more important, alongside the increasing 

focus. Research also shows that there is a sizeable technology licensing market in the UK. 

Analysis of the UK Community Innovation Survey data show that firms spend 

approximately £1 GBP on technology licensing for every £5 GBP spent on R&D.76 This is 

particularly driven by a small number of large firms, though the research also found that 

SMEs make small but frequent expenditures. Taken together, this suggests that technology 

licensing may be being used to complement internal R&D capabilities. 

Despite these developments, some authors express concern around the historical 

orientation of UK policy initiatives in the commercialisation space. A 2017 report by the 

House of Commons Science and Technology Committee discusses the historic imbalance 

between supply (university research) and demand from industry, suggesting that this 

should be redressed. The authors believe that prior policy has over- emphasised the supply 

side. 77   

Objectives of services to improve knowledge exchange and collaboration 

A number of high-profile policy initiatives have been put in place by the UK to address the 

above issues.  

The Lambert Toolkit was launched in 2005, following the 2003 Review of University-

Business Collaboration in the UK conducted by Richard Lambert. The review made a 

                                                             
73 Sources: IP Pragmatics, 2013. Collaborative Research between Business and Universities: The Lambert Toolkit 
8 Years On; Lambert, R., 2003. Lambert Review of Business-University Collaboration: Final Report; Lambert 
Toolkit webpages, at https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-
toolkit; House of Commons Science and Technology Committee, 2017. Managing intellectual property and 
technology transfer. Tenth Report of Session 2016–17; ERC, 2016. The market for Technology Licensing in the 
UK. ERC Research Paper No.43 April 2016; Konfer webpages, at: https://konfer.online/, last accessed on 12th of 
July, 2019. 

74 House of Commons Science and Technology Committee, 2017. Managing intellectual property and technology 
transfer. Tenth Report of Session 2016–17. 

75 Athreye, S., Eveleigh, R. (2016): The market for Technology Licensing in the UK. ERC Research Paper No.43 
April 2016. Last accessed on 12th of July 2019 via https://www.enterpriseresearch.ac.uk/wp-
content/uploads/2016/05/ERC-ResPap43-AthreyeEveleigh.pdf. 

76 ibid. 

77 House of Commons Science and Technology Committee, 2017. Managing intellectual property and technology 
transfer. Tenth Report of Session 2016–17. 

https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-toolkit
https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-toolkit
https://konfer.online/
https://www.enterpriseresearch.ac.uk/wp-content/uploads/2016/05/ERC-ResPap43-AthreyeEveleigh.pdf
https://www.enterpriseresearch.ac.uk/wp-content/uploads/2016/05/ERC-ResPap43-AthreyeEveleigh.pdf
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number of recommendations to improve the conditions for university-business 

collaboration, including resolving the lack of clarity over IP ownership in collaborations, 

addressing the perceived variable quality of university technology transfer offices (TTOs), 

and placing more emphasis on licensing technology over developing university spinouts.78 

The objective of the Lambert toolkit is to help collaborating parties address issues relating 

to the ownership and exploitation of IP rights generated in their collaborations, specifically 

to:79 

  Facilitate negotiations between potential partners, setting expectations and easing (or 

speeding up) the process by providing a neutral starting point 

  Reduce the time, money and effort required to secure agreement 

  Provide examples of best practice 

The Toolkit comprises a set of model agreements for the ownership and exploitation of 

generated IP, covering a range of typical scenarios:80 seven model one-to-one research 

collaboration agreements and four multi-party consortium agreements. The Toolkit also 

includes heads of terms and variation agreements for both types of agreements. Guidance 

notes are included to aid selection of the right agreement for users’ needs. It is hosted by 

the Intellectual Property Office (IPO) which provides a neutral platform for the tool. 

More recently, the online brokerage platform Konfer was developed to i) make 

collaboration opportunities more visible to businesses, and ii) help businesses of all sizes 

to identify potential research partners. Konfer harvests data from multiple sources 

including, inter alia: university web pages, selected RSS news feeds, the Gateway to 

Research database,81 case studies prepared for the last Research Excellence Framework 

exercise (2014),82 ORCiD researcher records,83 equipment.data,84 social media sites such 

as Twitter and YouTube, and the latest funding opportunities from Innovate UK.85 

Target groups and implementation of services 

The Lambert toolkit is aimed at both universities and companies that wish to undertake 

collaborative research projects with one another. It is hosted by the UKIPO and should be 

used only when the agreements are governed by English law.86 

                                                             
78 Lambert, R., 2003. Lambert Review of Business-University Collaboration: Final Report. Available at 
http://www.ncub.co.uk/reports/lambert-review.html. Last accessed on 12th of July 2019.  

79 See: https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-toolkit, last 
accessed on 12th of July 2019.   

80 See: http://www.ncub.co.uk/food-economy/ipo.html. Accessed on 12th of July, 2019.  

81 The UK Research and Innovation database of publicly-funded research and innovation, see: 
https://gtr.ukri.org/. Accessed on 12th of July, 2019. 

82 See: https://www.ref.ac.uk/about/what-is-the-ref/. Accessed on 12th of July, 2019.  

83 See: https://orcid.org/about. Accessed on 12th of July, 2019. 

84 A database funded by Engineering and Physical Sciences Research Council (EPSRC) to improve the visibility 
and utilisation of UK research equipment. See: https://equipment.data.ac.uk/. Accessed on 12th of July, 2019. 

85 See: https://konfer.online/about. Accessed on 12th of July, 2019.  

86 See: https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-toolkit. 
Accessed on 12th of July, 2019.  

http://www.ncub.co.uk/reports/lambert-review.html
https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-toolkit
http://www.ncub.co.uk/food-economy/ipo.html
https://gtr.ukri.org/
https://www.ref.ac.uk/about/what-is-the-ref/
https://orcid.org/about
https://equipment.data.ac.uk/
https://konfer.online/about
https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-toolkit
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Konfer is primarily a business-focused platform, though is also presented as a way to help 

universities promote their research.87 Konfer uses industry-standard software88 to pull in 

and index documents and information from universities to produce a searchable database 

of records. 

Costs and funding for services 

Both the Lambert Toolkit and Konfer are free to end users. 

Stakeholders and service providers 

The Toolkit is hosted by the UK IPO. The Toolkit was updated in 2016 to reflect the ongoing 

changes to the environment in which university-business collaboration takes place. Other 

stakeholders have produced new types of model agreements to reflect their own sectoral 

needs. For example, a fast track model agreement was produced by Public Health England 

to rapidly evaluate potential treatment options for Ebola and Zika. This is now available as 

a model agreement that can be adapted in light of any health or environmental crisis. The 

National Institute for Health Research (NIHR) offers a set of model agreements for use in 

research partnerships involving the pharmaceutical and biotechnology industries, 

universities and NHS organisations. 89 90 

Konfer was developed by the National Centre for Universities and Business (NCUB)91 and 

UK Research and Innovation.92  

Evaluations, key success factors and main lessons learned 

The Lambert Toolkit was evaluated in 2013. The evaluation examined how the Toolkit had 

been used, who it has been used by, and what impact it had had. The evaluation found 

that the Toolkit was well-known by members of the research community, though less so 

among businesses and particularly SMEs. Although the model agreements were often found 

to be used once they had been adapted (i.e. not 'off the shelf'), the underlying principles 

were widely adopted. The evaluation showed that the Toolkit had had a positive effect on 

the collaborative relationships between universities and businesses and had helped to save 

time and money in negotiations. Users perceived the Toolkit as a good foundation for 

negotiation.93 SMEs reported that the Toolkit lessened the administrative barriers to 

engaging with universities, and a number of large firms were positive, too. Key to success 

is that both sides of a potential partnership want to use the Toolkit.94 

Konfer has not yet been formally evaluated, though feedback from the initial pilot roll out 

in 2013 is summarised in the House of Commons Science and Technology Committee 

                                                             
87 See: https://konfer.online/universities. Accessed on 12th of July, 2019.  

88 See: https://www.elastic.co/. Accessed on 12th of July, 2019.  

89 ibid. 

90 The IPO worked with NIHR and the Medical Research Council to develop the model Industry Collaborative 
Research Agreement (mICRA). 

91 An independent and not-for-profit membership organisation that promotes, develops and supports university-
business collaboration across the UK. 

92 The UK body that works in partnership with universities, research organisations, businesses, charities, and 
government, bringing together the seven UK Research Councils, Innovate UK, and Research England. 

93 IP Pragmatics, 2013. Collaborative Research between Business and Universities: The Lambert Toolkit 8 Years 
On. Available at: https://www.ip-pragmatics.com/media/1029/ip-research-lambert-review.pdf. Accessed on the 
12th of July, 2019. 

94 ibid. 

https://konfer.online/universities
https://www.elastic.co/
https://www.ip-pragmatics.com/media/1029/ip-research-lambert-review.pdf
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report on Managing intellectual property and technology transfer (2017). Feedback from 

the pilot was generally positive, though with caveats. Some welcomed the development of 

Konfer as a ‘straightforward solution’ for businesses to identify potential academic 

collaborators, and specifically for SMEs to navigate the vast array of potential partner 

organisations. However, others cautioned that this virtual presence must be complemented 

by in-person interactions. There was also a sense that very few in industry would be aware 

of brokerage platforms, and Konfer specifically.95 

 Ireland96 

Objectives of services to improve knowledge exchange and collaboration 

Nationally, the Irish government’s knowledge transfer policy is laid out in the National IP 

protocol, first published in 2012 and subsequently updated twice, in 2016 and 2019. The 

National IP Protocol promotes industry-HEI collaboration, and makes it clear that 

promoting knowledge exchange is a key part of the Action Plan for Jobs, which commits 

Ireland to using research and innovation to drive job creation. The first National IP Protocol 

set out specific aims to: 

  Make Ireland attractive for industry,  

  Make academic organisations attractive 

for international partners 

  Create commercialisable assets 

  Deepen industry’s R&D base 

  Engage SMEs in innovation 

  Strengthen expertise in the 

scientific community 

  Deliver return for the Irish 

economy 

There is a long history to this in Ireland. The Universities Act of 1997 established the ‘third 

mission’ among the objectives for Irish universities. According to the act, Irish universities 

should “support and contribute to the realisation of national economic and social 

development” and “disseminate the outcomes of its research to the general public”.97  

Ireland follows the principle of institutional ownership of intellectual property rights for 

inventions made at public research organisations. Compensation for inventors is not 

guaranteed in the law but can be treated on a contractual basis between the parties. In 

the absence of strong legal framework, technology transfer is largely regulated by 

university bylaws.98 Successive government R&D and economic policy documents have 

emphasised the need to strengthen knowledge transfer. The Government’s ‘Strategy for 

Science, Technology and Innovation’ (2006-2013), called for a strengthening of the 

position of Technology Transfer Offices within HEIs as well as financial support for 

strengthening institutional competence. Subsequently, Innovation 2020 focuses on 

building on existing infrastructures and public-private collaborations.99 

                                                             
95 House of Commons Science and Technology Committee, 2017. Managing intellectual property and technology 
transfer. Tenth Report of Session 2016–17. 

96 Sources for the section: Research and Innovation Observatory (RIO) Country Report for Ireland, 2017; A 
Review of the Performance of the Irish Technology Transfer System 2013-2016; A Review of the Performance of 
the Irish Technology Transfer System 2007-2012; Innovation 2020; Evaluation of the Technology Innovation 
Development Award (TIDA) Programme, 2016; Evaluation of Enterprise Supports For RD&I, Forfás, 2014. 

97.See: http://www.irishstatutebook.ie/1997/en/act/pub/0024/. Accessed on the 12th of July, 2019. 

98 Ibid. 

99 See: https://dbei.gov.ie/en/Publications/Publication-files/Innovation-2020.pdf. Accessed on the 12th of July, 
2019.  

http://www.irishstatutebook.ie/1997/en/act/pub/0024/
https://dbei.gov.ie/en/Publications/Publication-files/Innovation-2020.pdf


 

   95 

Figure 13  Timeline of services to support knowledge exchange and collaboration in Ireland 

 

Source: Technopolis, based on desk research 

The main objective for Irish knowledge exchange has long been to improve the level and 

performance of innovation in the indigenous business base100 and to support the knowledge 

exchange between industry and HEIs. As shown above in Figure 13, above, specific public 

support measures for knowledge exchange tend to be long-running in the Irish context, 

spanning competency-development and funding to incentivise and support collaborations. 

The Technology Transfer Strengthening Initiative (TTSI) is a long-running initiative, 

the main objective of which is to bolster the capability within the knowledge transfer 

system in Ireland. TTSI is a long-running initiative, first implemented in 2007. There have 

been three phases of the TTSI:  

  Phase 1 (TTSI1) was launched in 2007, following the 2006 Strategy for Science, 

Technology and Innovation. TTSI1 ran from 2007-2012 from Enterprise Ireland 

supported the development of a professional knowledge transfer system with in Irish 

higher education institutions (HEIs). The scheme covered staff salaries and operational 

costs for TTOs at 10 HEIs. In addition, the initiative provided access to expertise and 

some operational costs for EI for the 13 Institutes of Technology.   

  Phase 2 (TTSI2) ran from 2013-2016, funding the creation of consortia of TTOs in which 

more experienced TTOs that had been funded under TTSI1 would act as the lead and 

facilitate the development of capacity and capability in smaller HEIs’ TTOs and Industry 

Liaison Offices (ILOs)101  

  Phase 3 (TTSI3) was launched in 2017, and will run to 2021. The third phase of TTSI 

focuses on sustaining and further embedding knowledge transfer from the public 

research system to industry and vice versa. Funding is allocated across eight consortia, 

                                                             
100 See: https://rio.jrc.ec.europa.eu/en/library/rio-country-report-ireland-2017. Accessed on the 12th of July, 
2019. 

101 A review of the performance of the Irish technology transfer system 2013-2016. 
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comprising 26 research performing organisations (universities, Institutes of Technology 

and state research bodies)102  

Enterprise Ireland provides grants to businesses to build links and collaborations between 

industry and the Irish research base: 

  Innovation Vouchers are designed to build links between HEIs or public research 

bodies and small/medium businesses.  Innovation Vouchers assist companies to 

explore specific business opportunities or problems with a registered HEI or public 

research body. Each voucher is €5,000103.  

  Innovation Partnerships grants promote joint working between companies and 

academics, providing up to 80% of the cost of research work to develop new and 

improved products, processes or services, or generate new knowledge and know-how.  

  Enterprise Ireland recently launched its Intellectual Property Strategy Support Pilot 

programme to support existing recipients of their Research, Development and 

Innovation (RD&I) supports to develop an IP strategy. The aim of the support is to help 

businesses secure maximum value from their RD&I activities, by providing financial 

assistance to access external IP expertise and to develop in-house IP capability. The 

support is available across two strands: i) an ‘IP Start’ grant, which covers up to 80% 

of the cost of employing an IP advisor for up to 4 months (maximum expenditure of 

€2,700) to raise awareness and address immediate IP issues, and ii) an ‘IP Plus’ grant, 

which will cover up to 50% of the cost of up to 18 months of consultancy and training 

(maximum expenditure of €70,000) aimed at developing a detailed IP strategy104 

Enterprise Ireland also provides funding for the commercialisation of research from HEIs 

and Research Performing Organisations:105 

  The Commercialisation Fund aims to support the creation of start-ups and transfer 

innovations from HEIs into new products and services from publicly-funded research106. 

There are three complementary strands within the Commercialisation Fund: i) The 

Commercial Case Feasibility Grant, which allows researchers in partnership with their 

TTO to investigate, scope and develop commercial cases for projects, including market 

analysis, ii) Commercialisation Fund Project Support for researchers to undertake 

research projects that address a gap or need in the market, and iii) The Clinical 

Innovation Award, which is to support clinicians in Ireland in the translation of their 

innovative ideas into benefits for the health care system and medical technologies 

sectors, though projects must address a gap or need in patient care. The programme 

is focused around three main elements: proof of concept, technology development and 

commercialisation plus, funding the development of innovations at all stages of the 

commercial pipeline to the point where they can be commercialised 

                                                             
102 See: Enterprise Ireland press release: https://www.enterprise-ireland.com/en/News/PressReleases/2017-
Press-Releases/Minister-Halligan-announces-%E2%82%AC34-5M-in-funding-for-the-Technology-Transfer-
Strengthening-Initiative.html. Accessed on the 12th of July, 2019.  

103 See: http://www.enterprise-ireland.com/en/Research-Innovation/Companies/Collaborate-with-companies-
research-institutes/Innovation-Voucher.shortcut.html. Accessed on the 12th of July, 2019.  

104 See: https://www.enterprise-ireland.com/en/funding-supports/Company/Esetablish-SME-
Funding/Intellectual-Property-Strategy-Offer.html. Accessed on the 12th of July, 2019.  

105 See: http://www.enterprise-ireland.com/en/funding-supports/Researcher/Funding-to-Commercialise-
Research/. Accessed on the 12th of July, 2019.  

106 See: http://www.enterprise-ireland.com/en/Funding-Supports/Researcher/Funding-to-Commercialise-
Research/Commercialisation-Fund.html. Accessed on the 12th of July, 2019.  

https://www.enterprise-ireland.com/en/News/PressReleases/2017-Press-Releases/Minister-Halligan-announces-%E2%82%AC34-5M-in-funding-for-the-Technology-Transfer-Strengthening-Initiative.html
https://www.enterprise-ireland.com/en/News/PressReleases/2017-Press-Releases/Minister-Halligan-announces-%E2%82%AC34-5M-in-funding-for-the-Technology-Transfer-Strengthening-Initiative.html
https://www.enterprise-ireland.com/en/News/PressReleases/2017-Press-Releases/Minister-Halligan-announces-%E2%82%AC34-5M-in-funding-for-the-Technology-Transfer-Strengthening-Initiative.html
http://www.enterprise-ireland.com/en/Research-Innovation/Companies/Collaborate-with-companies-research-institutes/Innovation-Voucher.shortcut.html
http://www.enterprise-ireland.com/en/Research-Innovation/Companies/Collaborate-with-companies-research-institutes/Innovation-Voucher.shortcut.html
https://www.enterprise-ireland.com/en/funding-supports/Company/Esetablish-SME-Funding/Intellectual-Property-Strategy-Offer.html
https://www.enterprise-ireland.com/en/funding-supports/Company/Esetablish-SME-Funding/Intellectual-Property-Strategy-Offer.html
http://www.enterprise-ireland.com/en/funding-supports/Researcher/Funding-to-Commercialise-Research/
http://www.enterprise-ireland.com/en/funding-supports/Researcher/Funding-to-Commercialise-Research/
http://www.enterprise-ireland.com/en/Funding-Supports/Researcher/Funding-to-Commercialise-Research/Commercialisation-Fund.html
http://www.enterprise-ireland.com/en/Funding-Supports/Researcher/Funding-to-Commercialise-Research/Commercialisation-Fund.html
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Other support for knowledge exchange and collaboration in the Irish system include: 

  The Technology Innovation Development Award (TIDA) enables the first steps of an 

applied research project, and is funded by Science Foundation Ireland (SFI) and 

Enterprise Ireland, since 2009.107 TIDA helps researchers via proof of concept, 

prototype development, increasing awareness of the commercialisation process, 

encouraging movement between academia and industry, and by improving industrial 

processes, and can fund up to €100,000, direct project costs108. 

  SFI also funds Industry Fellowships of up to €100,000 and 12 months for researchers 

who wish to spend time in industry (anywhere in the world), and to individuals in 

industry (also anywhere in the world), who wish to spend time in an eligible Irish 

Research Body109. 

  The National IP Protocol contains guidance on IP for publicly-funded research as a 

‘Framework for industry engagement with public research’ with further details about 

collaborative procedures. 

  Knowledge Transfer Ireland hosts a catalogue of model agreements,110 a research 

map,111 and a brokerage database to help locate and contact research partners112 

  The Knowledge Development Box (KDB) is a tax incentive to encourage innovation by 

applying a lower rate of corporation tax on profits on Intellectual Property Assets113 

More broadly, a number of new structures have been funded over the last 5-10 years to 

foster knowledge exchange and collaboration in Ireland, including 17 SFI research centres 

that bring together scientists and engineers,114 and the network of 15 R&D centres brought 

together by the Technology Gateway network, funded by Enterprise Ireland.115 

Table 5 Objectives of services to support knowledge exchange and collaboration in Ireland 

Mechanism Owner Objectives 

Technology Transfer 
Strengthening 
Initiative (TTSI1) 
2007-2012 

Funded by Enterprise Ireland 

Build capacity in TTOs 

Operational costs, patent support and 
access to Enterprise Ireland’s 
Commercialisation Specialists were for 
further 14 Institutes of Technology and 
Colleges. 

Technology Transfer 
Strengthening 
Initiative (TTSI2) 
2013-2016   

Funded by Enterprise Ireland 

Managed by Knowledge Transfer 
Ireland 

Build capacity in TTOs

Form consortia of TTOs to share and scale 
expertise 

                                                             
107 See: http://www.sfi.ie/research-news/news/ministers-tida-investment/. Accessed on the 12th of July, 2019. 

108 See: https://www.sfi.ie/funding/funding-calls/sfiei-technology-innovati/. Accessed on the 12th of July, 2019. 

109 See: http://www.sfi.ie/funding/funding-calls/sfi-industry-fellowship-programme/. Accessed on the 12th of 
July, 2019.  

110 See: https://www.knowledgetransferireland.com/Model-Agreements/. Accessed on the 12th of July, 2019. 

111 See: https://www.knowledgetransferireland.com/Research_in_Ireland/Research-Map-of-Ireland/. Accessed 
on the 12th of July, 2019. 

112 See: http://expert.knowledgetransferireland.com/. Accessed on the 12th of July, 2019. 

113 See: https://www.patentsoffice.ie/en/commercialise-your-ip/knowledge-development-box/. Accessed on the 
12th of July, 2019. 

114 See: http://www.sfi.ie/sfi-research-centres/. Accessed on the 12th of July, 2019. 

115 See: https://www.technologygateway.ie/. Accessed on the 12th of July, 2019. 

http://www.sfi.ie/research-news/news/ministers-tida-investment/
https://www.sfi.ie/funding/funding-calls/sfiei-technology-innovati/
http://www.sfi.ie/funding/funding-calls/sfi-industry-fellowship-programme/
https://www.knowledgetransferireland.com/Model-Agreements/
https://www.knowledgetransferireland.com/Research_in_Ireland/Research-Map-of-Ireland/
http://expert.knowledgetransferireland.com/
https://www.patentsoffice.ie/en/commercialise-your-ip/knowledge-development-box/
http://www.sfi.ie/sfi-research-centres/
https://www.technologygateway.ie/
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Mechanism Owner Objectives 

Technology Transfer 
Strengthening 
Initiative (TTSI3) 
2017-2021 

Funded by Enterprise Ireland 

Managed by Knowledge Transfer 
Ireland 

Support TTOs 

Catalyse development of the knowledge 
transfer profession and the work it does 

Act as an accelerator for commercialisation 
of research that would not otherwise be 
possible 

Innovation Vouchers 
Funded and managed by Enterprise 
Ireland 

Build links between HEIs, public research 
bodies and small businesses 

Innovation 
Partnerships 

Funded and managed by Enterprise 
Ireland 

Help businesses to access skills and 
expertise from research institutes 

Intellectual Property 
Strategy Support Pilot 

Funded and managed by Enterprise 
Ireland 

Complements other EI RD&I services  

Help EI client companies develop an IP 
strategy, accessing external IP expertise 
and developing in-house IP capability 

Commercialisation 
Fund 

Funded and managed by Enterprise 
Ireland 

Creation of technology based start-up 
companies and the transfer of innovations 
developed in HEIs and RPOs to industry 

Fund development of innovations at all 
stages of the pipeline to commercialisation 

Technology Innovation 
Development Award 
(TIDA) 

Co-funded by SFI and Enterprise 
Ireland 

Enable researchers to focus on the initial 
stages of applied research projects that may 
have commercial benefit if further 
developed 

Demonstrate technical feasibility 

Industry Fellowships Funded and managed by SFI 

Enhance industry-academia collaborations 
through funding collaborative research 
projects 

Stimulate excellence through knowledge 
exchange 

Source: Technopolis, based on desk research. NB: All schemes cover the Republic of Ireland 

Target groups and implementation of services 

The public services presented in this chapter cover a full suite of target groups, from HEIs 

(regarding system capabilities and competencies), to SMEs and larger firms, and 

individuals. Each service covers a broad range of IPRs. 

Table 6 Target groups of services to support knowledge exchange and collaboration in Ireland 

Mechanism Target group 

Technology Transfer Strengthening Initiative (TTSI1) 2007-2012 HEI TTOs 

Technology Transfer Strengthening Initiative (TTSI2) 2013-2016  HEI TTOs 

Technology Transfer Strengthening Initiative (TTSI3) 2017-2021 HEI TTOs 

Innovation Vouchers SMEs 

Innovation Partnerships 

SMEs and large companies 

Clients of state development 
agencies 

Intellectual Property Strategy Support Pilot SMEs 
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Commercialisation Fund HEI and RPO researchers 

Technology Innovation Development Award (TIDA) 
Independent Investigators, 
Postdoctoral researchers 

Industry Fellowships Individuals and researchers 

Source: Technopolis, based on desk research 

Costs and funding for services 

Each of the public services set out in this chapter are government funded, though most 

require a small match element. Table 6, below, summarises the service budget, available 

funding amounts and funding rate (i.e. match requirement) for each service. 

Table 7 Budget, grant size and funding rate of services to support knowledge exchange and 
collaboration in Ireland 

Service name 
Service 
budget116 

Funding 
available 

Funding rate Service duration 

Technology 
Transfer 
Strengthening 
Initiative 

Phase 1: €30m 

Phase 2: €22m 

Phase 3: €34m 

 
Costs toward TTO staff 
salaries and operational 
costs 

5 years (per phase) 

Innovation 
Partnership 

€9.9m /yr. 
(2011) 

Up to €200,000 

(Capped at 
€100,000 for 
early-stage 
companies) 

80% towards eligible 
costs of the research 
project 

6 months – 2 years 

Innovation 
Vouchers 

€4.1m (2011) €5,000  100%  

Intellectual 
Property Strategy 
Offer (Pilot) 

 
€2,160 

€35,000 

IP Start: 80% of the cost 
of employing an IP 
advisor (maximum 
expenditure of €2,700)  

IP Plus: up to 50% of the 
cost of up to 18 months of 
consultancy and training 
(maximum expenditure of 
€70,000) 

IP Start: up to 4 
months 

IP Plus: up to 18 
months 

Commercialisatio
n Fund (incl. 
Commercialisatio
n Feasibility and 
Commercialisatio
n Plus elements) 

€21m /yr. (at 
2011) 

€80,000 - 
€350,000 

 Up to 36 months 

Technology 
Innovation 
Development 
Award (TIDA) 

€4.5m 
(2018)117 

€100,000  

Direct costs 

Plus: 30% of indirect or 
overhead of host research 
body. 

12 months 

                                                             
116 ERAWATCH Ireland country report, 2013. 

117 See: http://www.sfi.ie/research-news/news/ministers-tida-investment/. Accessed on the 12th of July, 2019.  

http://www.sfi.ie/research-news/news/ministers-tida-investment/
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Industry 
Fellowships 

 Up to €100,000  Direct costs 
Up to 12 months (24 
months if part-time) 

Source: Technopolis, from desk research 

Stakeholders and service providers  

In government, knowledge transfer falls primarily under the remit of the Department of 

Business, Enterprise and Innovation (DBEI) and their agency Enterprise Ireland. 

Enterprise Ireland’s role is to promote the development of Irish enterprises and support 

collaboration between private enterprises and public research organisations with grants 

and services. Science Foundation Ireland (SFI) also has a role and since 2013 has been 

able to fund more applied research, and now funds research with industry. 

Knowledge Transfer Ireland (KTI) was established in 2013 as a recommendation in 

the IP protocol to create better coordination and consistency to the TTO landscape. It is a 

partnership between Enterprise Ireland and the Irish Universities Association.118 In addition 

to its industry-facing role KTI acts as a national resource and a portal to KT and research 

capability in the country. KTI is responsible for managing the EI TTSI fund, to maintain the 

IP protocol and carries out monitoring of knowledge transfer activities. KTI currently has a 

headcount of six119. 

Higher Education Institutions (HEIs) are overseen by the Department of Education and 

Skills through the Higher Education Authority (HEA). The HEA coordinates funding for 

teaching and research at HEIs and monitors progress. Since the Universities Act of 1997, 

HEA reviews university’s strategic development plans and quality assurance procedures.120 

Knowledge transfer is part of the set of performance indicators used by the HEA under the 

National Strategy for Higher Education to 2030.121 

Evaluations, key success factors and main lessons learned 

Ireland has a rich evaluation culture. TTSI has been evaluated twice – 2007-2012, and 

2013-2016. The latest evaluation found that TTSI2 had aided commercialisation of public 

research via the 26 recipient RPOs that would not otherwise have been possible. The 

evaluation estimated that the value of this commercialisation of €14m economic value 

added (EVA). The evaluation quotes a number of figures related to the end of the 

programme, including: RPOs executing 185 new licences per year and creating 30 new 

spin-out companies overall. The evaluation also consulted a sample of Irish companies that 

had engaged with the research base during TTSI2. The evaluation suggests that by 2017, 

451 FTE staff employed by these companies (who employed 5,145 FTE collectively) would 

not have been in employment had it not been for access to technology, IP and expertise 

from the Irish research base. The evaluation suggests that TTSI1 and TTSI2 led to a 

significant step-change in the quality, confidence and consistency within the Irish 

knowledge transfer system. 

                                                             
118 See: http://www.knowledgetransferireland.com/About_KTI/Aims-Purpose/. Accessed on the 12th of July, 
2019.  

119 KTI website. 

120 See: 
http://erawatch.jrc.ec.europa.eu/erawatch/opencms/information/country_pages/ie/organisation/organisation_
mig_0007. Accessed on the 12th of July, 2019. 

121 ‘Higher Education System Performance Network 2014-2016’ (see part 4), available at 
https://www.education.ie/en/The-Education-System/Higher-Education/HEA-Higher-Education-System-
performance-Framework-2014-2016.pdf. Accessed 21 January 2019. 

http://www.knowledgetransferireland.com/About_KTI/Aims-Purpose/
http://erawatch.jrc.ec.europa.eu/erawatch/opencms/information/country_pages/ie/organisation/organisation_mig_0007
http://erawatch.jrc.ec.europa.eu/erawatch/opencms/information/country_pages/ie/organisation/organisation_mig_0007
https://www.education.ie/en/The-Education-System/Higher-Education/HEA-Higher-Education-System-performance-Framework-2014-2016.pdf
https://www.education.ie/en/The-Education-System/Higher-Education/HEA-Higher-Education-System-performance-Framework-2014-2016.pdf
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Other support measures have been evaluated at least once. The latest publicly-available 

evaluation of Enterprise Ireland services we could find is from 2014, covering a relatively 

short timeframe. TIDA was evaluated in 2016. High-level findings are summarised below. 

Table 8 Outputs and outcomes of services to support knowledge exchange and collaboration in 

Ireland 

Mechanism Outputs and outcomes (as per published evaluation) 

Innovation Vouchers 

1. Projects led to a strengthening of expertise in core research areas (54% of 
respondents) 

2. Perceived educational benefits, included working with companies on projects 
adding relevance through using ‘live examples’ to make points when teaching 
(68% of researchers) 

3. Consulted companies very positive about the programme, which resulted in 
deepening existing links between academia and business 

Innovation 
Partnerships 

4. The programme reached a good mix of companies in terms of size, sector, and 
ownership 

5. New products to company (35%) and to the market (21%) 

6. Improved products to the company (21%) and to the market (11%) 

7. New processes to the company (37%) and to the market (9%) 

8. The majority of projects led to an output targeted at private sector markets, 
either existing (72%) or new (52%) 

9. 31% of companies reported that the projects would not have gone ahead at 
all without the support funding from Enterprise Ireland 

10. Estimated net EVA impact accrued in companies across the 145 innovation 
partnerships over the period 2004-09 is €41m 

Commercialisation 
Fund 

11. High level of additionality estimated by Principal Investigators and companies 

12. A range of competency-related benefits were cited by Principal Investigators, 
including improvements in internationally recognised commercialisation and 
knowledge transfer skills, plus reputational benefits and mobility 

13. Estimated GVA impact accrued 2003- 2009 of €34m 

Technology Innovation 
Development Award 
(TIDA) 

14. 283 awards to 17 institutes, led to 57 patents, 9 licences and 7 spin out 
companies 

15. SFI official output data noted 80 publications, 149 academic collaborations 
and 83 non-academic collaborations 

16. Almost half of researchers consulted were involved in follow-on applied 
research projects that were closer to the market and had ongoing industry 
engagement 

17. Some researchers specified substantial follow on awards, a number in excess 
of €400k 

18. Stakeholders suggested that TIDA filled an important gap 

 

 France 

In France, there especially two initiatives interesting for the scope of this study: 

  With France Brevets, France has implemented in 2011 a public initiative to support 

companies with their monetization of innovations  

  Similar to Germany (see below), the SATT Network of Technology Transfer Accelerator 

Offices have set up a platform called “Technology Offers” where technology is offered 

to potential buyers  
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 France Brevets 

In 2011, the French Government set up a patent fund to gather “critical mass” of patents 

owned by French SMEs in order to support these companies in the monetization of their 

innovations by a) pooling their IP and b) defending it worldwide. To that aim, the fund was 

initially funded with EUR 100 Mio. to which a second instalment of another EUR 100 Mio. 

was added in 2016. France brevets acts as an offensive fund, meaning that they actively 

monitor the use of the IP they manage. 

The service portfolio of the fond comprises: 

  Support with monetisation (Licenses, patent acquisitions, sales, technology transfer) 

or value extraction (RoI, margin optimisation) 

  Support regarding limitation of knowledge and lack of funding 

  Access to specific expertise (Reviews and IP audits, strategic IP management, 

valorisation of IP) 

  Access to influence with international decision makers 

  Information on R&D122 

One of the core services provided by France Brevets is IP valuation. However, with the 

funding provided by the French Government, France brevets provides assistance to SMEs 

in all areas around IP monetisation, including funding of enforcement efforts, but also in 

consulting forward looking patent strategies to provide freedom to operate. For an 

investment to be feasible, France Brevets looks for a certain critical mass of IP portfolio 

available and thus does not focus on single inventors or companies with a few patents 

(unless the company is active in the Pharma sector).  

Within the offered services, France Brevets can also pool SME patents for assertion 

purposes, which would sound like a possibly well working solution given the IP market 

monetisation trends (open innovation, software patents, etc.) as described above. 

However, France Brevets is also an example of how such an approach will have to play a 

fine line between “legit” representation of SME interests and “innovation-blocking” NPE 

behaviour. While France Brevets can work with the funding provided by the French 

government, the organisation needs to refund their expenditures and is thus considering 

in each case the sustainability behind its activities by assessing the business models and 

quality of IP of companies that are approaching them. 

In 2018, France Brevets partnered with Qualcomm and IP Europe to create the Patent 

Factory Europe (PFE), an initiative to help SMEs, particularly start-ups, with patenting. 

The factory will “…negotiate a pre-determined budget with external advisory services and 

patent counsel then fund the costs associated with developing the patent portfolio for up 

to 24 months of start-ups and growth SMEs. However, there does not seem a homepage 

available for extracting further information.”123 

 Technology Offers by SATT 

The SATT network was founded in 2014 and brings together the French Technology 

Transfer Accelerator Offices that aim to simplify and professionalize technology transfer 

from French academic research towards industry. 14 of these offices – covering the major 

                                                             
122 See: https://www.francebrevets.com/en/  

123 https://www.iam-media.com/finance/qualcomm-france-brevets-and-ip-europe-join-forces-create-new-
funding-initiative. Accessed on the 12th of July, 2019. 

https://www.francebrevets.com/en/
https://www.iam-media.com/finance/qualcomm-france-brevets-and-ip-europe-join-forces-create-new-funding-initiative
https://www.iam-media.com/finance/qualcomm-france-brevets-and-ip-europe-join-forces-create-new-funding-initiative


 

   103 

French cities – are organised in the network124 that also allows to access more than 500 

specialised tech transfer professionals. The SATT are private organisations and have been 

implemented through the French “Investment for the Future” programme. They consider 

themselves to be a part of the French regional innovation systems. Currently, the 

platform125 offers 844 technologies that can be sorted by offering SATT, domain or sector. 

Technologies can be offered to be bought, licensed or to be developed further in 

partnerships. The offers have been created between 2015 and 2018. 

 Germany 

In the German case, we found three recent development particularly relevant for this 

study. In March 2019, the Federal Minister for Economic Affairs and Energy formally 

introduced Germany’s new “Transferinitiative” that is comprised of a set of initiatives and 

programmes aiming to support companies brining their inventions to market. While some 

of the measures included are programmes that have existed for years now like WIPANO, 

the Transferinitiative also introduces a new angle to tech transfer with the aim of bringing 

all interested parties and stakeholders together. 

 The WIPANO programme 

One of the long-existing tools to support tech transfer for SMEs (and researcher) at German 

federal level is mainly provided through the WIPANO programme126 (WIssenstransfer durch 

PAtente und NOrmen; engl: knowledge transfer through patents and standards) offered by 

the Federal Ministry for Economic Affairs and Energy (BMWi). While being a federal 

initiative, the service is provided at regional level through numerous (and different types 

of) WIPANO partners. WIPANO consists of several sub-initiatives focusing on different 

target groups (SMEs, researchers, etc.). 

Changes in the past years made to the service portfolio was to drop specific support 

measures for private inventors (not deemed necessary anymore) and the earlier INSTI 

innovation market service. The latter was similar to a platform approach to automatize 

tech transfer: companies could place ads to either search or offer patents on a platform. 

However, there was little demand for that service which also could not keep up with the 

manifold challenges such a platform presents.  

For SMEs, ‘WIPANO Enterprise’ subsidises the costs for obtaining its first patent. Later 

additions to the service portfolio include the element of grant support for projects fostering 

the topic of standards and standardisation (which was before subject of other support 

programmes). The overall picture of WIPANO is therefore a mix of a number of 

complementary support opportunities, into which specific SME IP support (with auditing 

elements) is embedded.  

The idea of the programme is to use the money as carrot for consulting services, and to 

hereby force inexperienced SMEs to pursue and learn about best practice processes for 

patenting activities. Therefore, viewed from the SME side, the programme is more about 

awareness raising rather than actually subsidising. This consulting is also the audit 

element of the scheme, although one can argue that it is not an audit in view of taking a 

                                                             
124 See e.g. https://www.satt.fr/en/the-satt/. Accessed on 12th of July, 2019.    

125 https://www.satt.fr/en/technology-offers/. Accessed on 12th of July, 2019. 

126 WIPANO is an update to the long line of support programmes from INSTI to later SIGNO that have been 
operational in Germany since the 1990s. 

https://www.satt.fr/en/the-satt/
https://www.satt.fr/en/technology-offers/
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holistic view on the IP of a firm, but an audit limited to patents, particularly in the initial 

stages of the patenting process. 

 The Transferinitiative 

As announced by the Federal Minister for Economic Affairs, WIPANO will in the near future 

be complemented by the Transferinitiative127. The Transferinitiative will be led by the BMWi 

in order to seek possibilities to further improve tech transfer, but also to develop new 

approaches towards the topic of commercialisation of IP. For this, the BMWi seeks out to 

reach out to tap into the relevant expertise of other stakeholders involved. The 

Transferinitiative is currently outlined for a duration of 3-5 years with a budget of more 

than EUR 3 Mio. Together with experts from the community, a dialogue amongst experts 

and stakeholders (in particular companies, universities, intermediaries and chambers of 

commerce) is to be initiated. The overall aim is to create an ecosystem for innovation with 

an increased knowledge- and technology transfer system and exchange of highly qualified 

staff between research and industry. The Dialogue shall take place on events and online. 

 The invention store - Germany’s platform for protected high tech 

generated by research 

Even though the INSTI tech transfer platform within WIPANO was cancelled, there are 

other similar offers currently implemented within Germany. One of such measures is the 

invention store by the TechnologieAllianz. The TechnologieAllianz is the German association 

for knowledge and technology transfer (KTT) and brings together universities, national 

research institutions and transfer service providers in a nationwide network. The alliance 

aims to promote the development and recognition of the KTT profession in Germany and 

strives towards sharing best practices among its members as well as with other 

international KTT institutions and networks. The main focus of the alliance is to integrate 

all kinds of players and get them to perform an active role in the association’s 

representation of interests and activities by participating in thematic working groups. 

One of the activities of the alliance is the invention store. It is a web portal with high tech 

inventions from about 250 research institutions in Germany that is categorised by research 

areas. Currently, there are more than 1,500 offerings online that are managed by more 

than 200 innovation managers. The platform is said to be actively used not only by research 

organisations but also by companies acting as intermediaries between knowledge 

producers and owners on the one hand and companies with a demand for knowledge on 

the other. 

 Examples of private marketplaces and patent broker firms 

 Ocean Tomo 

We selected Ocean Tomo as one of our examples because of its unique pioneering role in 

patent auctioning (as one tool to monetise patents) and visibility as patent broker firm.  

                                                             
127 See e.g. https://www.bmwi.de/Redaktion/DE/Publikationen/Technologie/von-der-idee-zum-markterfolg-
innovationsprogramme-fuer-den-mittelstand.pdf?__blob=publicationFile&v=42; or 
https://www.bmwi.de/Redaktion/EN/Pressemitteilungen/2019/20190311-minister-altmaier-transfer-initiative-
to-turn-more-ideas-into-successes.html. Accessed on 12th of July, 2019.  

https://www.bmwi.de/Redaktion/DE/Publikationen/Technologie/von-der-idee-zum-markterfolg-innovationsprogramme-fuer-den-mittelstand.pdf?__blob=publicationFile&v=42
https://www.bmwi.de/Redaktion/DE/Publikationen/Technologie/von-der-idee-zum-markterfolg-innovationsprogramme-fuer-den-mittelstand.pdf?__blob=publicationFile&v=42
https://www.bmwi.de/Redaktion/EN/Pressemitteilungen/2019/20190311-minister-altmaier-transfer-initiative-to-turn-more-ideas-into-successes.html
https://www.bmwi.de/Redaktion/EN/Pressemitteilungen/2019/20190311-minister-altmaier-transfer-initiative-to-turn-more-ideas-into-successes.html
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The company was set up in 2003 with headquarters in Chicago and had 85 employees as 

of early 2019.128 Reported annual revenues vary between US$3m129 and US$ 26m130, thus 

respective information is not very reliable. Ocean Tomo was founded by Jim Malackowski 

with the aim to combine IP advisory services with investment/merchant bank offerings. In 

2006, Ocean Tomo is credited to have been the first firm to launch a live public patent 

auction. This was triggered, according to the founder, by the failure of traditional 

investment banking efforts to liquidate assets sufficient to satisfy creditors.131 The 

company in question, whose patents had to be liquidated, was Commerce One. Ocean 

Tomo thereafter scaled up the auction business. 

Initially, the plan for live patent auctions was not given much of a chance:132 

  One barrier was the uniqueness of patents, which patents must be by definition. To 

account for that, very tailored legal parameters and diligence procedures have to be – 

usually – followed in patent transactions. The concern was that the firm would not be 

able to standardise these requirements. However, according to the founder, it did 

succeed in creating such a standard.  

  Another obstacle related to the need of buyers and sellers to remain anonymous. For 

example, potential buyers in the bidding process, if known who they are and eventually 

not successful in the bidding, could be considered potential infringers of the auctioned 

patents. People could suspect that one motivation for a buyer to bid for patents is to 

counter own infringement and create for him-/herself FTO. The successful acquirer of 

the patents would have therefore a good rationale to try suing the non-successful ones 

as potential infringers. A process was needed that allowed for transparency in the 

auction yet was able to protect the identity of the bidders. 

Success factors for the auctions were: a meaningful volume of patents auctioned; even 

more importantly, the transparency created for the market.133 For some time, there were 

three public auctions a year with a volume target of US$ 25m each. It is also said that the 

auctions became a catalyst for private deals that were not sold on the auction floor. An 

anecdote is that Ocean Tomo published a printed, very thick catalogue of patents on 

auction. This old-fashioned way of doing things proved valuable as marketing tactics, as 

the thickness of the catalogue underlined the “value” of IP.  

Eventually, the auction/transaction business was spun-off in 2009 to the company ICAP 

Ocean Tomo which thereafter became ICAP Patent Brokerage. However, Ocean Tomo re-

entered the auction business in 2014.134 In 2017, it launched a new auction service, the 

Ocean Tomo Bid-Ask Market (OTBA).135 The platform is specifically geared to the Asian and 

Chinese market who find themselves on the buyer side. Accordingly, auctions are operated 

in both English and Mandarin. There are clear efforts in China to create an IP market and 

enlarge the patent portfolios of Chinese firms. To this end, the cited AIM articles describes 

                                                             
128 https://craft.co/ocean-tomo. Accessed on 12th of July, 2019.  

129 https://www.owler.com/company/oceantomo. Accessed on 12th of July, 2019.  

130 https://www.zoominfo.com/c/ocean-tomo-llc/83870608. Accessed on 12th of July, 2019.  

131 https://www.huffpost.com/entry/the-king-of-innovation-in-the-intellectual-
property_b_58b86d35e4b0e9d19b926673. Accessed on 12th of July, 2019.  

132 Ibid. 

133 Ibid. 

134 https://www.oceantomo.com/2014/10/06/ocean-tomo-re-enter-live-intellectual-property-ip-auction-
market/. Accessed on 12th of July, 2019.  

135 https://www.iam-media.com/market-developments/latest-ocean-tomo-platform-seeks-woo-chinese-bidders-
sceptical-auction. Accessed on 12th of July, 2019.  

https://craft.co/ocean-tomo
https://www.owler.com/company/oceantomo
https://www.zoominfo.com/c/ocean-tomo-llc/83870608
https://www.huffpost.com/entry/the-king-of-innovation-in-the-intellectual-property_b_58b86d35e4b0e9d19b926673
https://www.huffpost.com/entry/the-king-of-innovation-in-the-intellectual-property_b_58b86d35e4b0e9d19b926673
https://www.oceantomo.com/2014/10/06/ocean-tomo-re-enter-live-intellectual-property-ip-auction-market/
https://www.oceantomo.com/2014/10/06/ocean-tomo-re-enter-live-intellectual-property-ip-auction-market/
https://www.iam-media.com/market-developments/latest-ocean-tomo-platform-seeks-woo-chinese-bidders-sceptical-auction
https://www.iam-media.com/market-developments/latest-ocean-tomo-platform-seeks-woo-chinese-bidders-sceptical-auction
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also a number of local Chinese efforts to set up auction places. The OTBA offerings 

addresses some concerns voiced by Chinese buyers, such as a potential focus on quantity 

rather than quality of patents in auctions (there is little time to negoatiate and analyse the 

offerings), or the preference to have a continued business relationship (which would also 

offer “after market services”) rather than the one-off character of an auction. 

Eventually, to note in the example of Ocean Tomo (and also other patent brokers) is the 

attempt of the firm to be a one-stop shop regarding IP transaction and services. The firm 

offerings extend well beyond brokerage and auctions and comprise: intellectual property 

related mergers and acquisitions advice, valuations, analytics, auctions, patent 

infringement services, risk management services, such as license, insurance, dispute 

resolution, and intellectual asset administration. 

 Tynax patent brokers 

We chose Tynax brokers as a second example for three reasons: First, to again underline 

that many patent brokers operate different types of IP-related services in an attempt to 

be one-stop shops for IP transactions. Secondly, because the service operates a large 

library-like listing of patents in different technologies that are internationally on sale and/or 

wanted with interesting information stored. Therefore, it provides a very interesting 

categorisation of technologies under which the different patents are grouped.136 Thirdly – 

and most prominently –, because the website offers detailed guidance and written advice 

to companies on how firms should deal with IP monetisation. The way this information is 

presented could be considered good practice character for similar types of services. 

Tynax has been incorporated in 2003 in California and pledges to be a “full service” patent 

broker. It is said to be in the size class of 11-50 employees.137 Services offered include 

buy-side brokerage, sell-side brokerage, strategy consulting, patent analysis, evidence of 

use (EOU – see also below), standards-essentials, valuation services and IP education. 

Tynax library distinguishes between “patents available” and “patents wanted”. Some 

560,337 patents have been reported to be on sale on the platform at the time of writing 

of this report. 

The page offers different entry points for the type of customers and the size of IP portfolios: 

one entry point for firms with large patent portfolios, one for SMEs with a “heavily 

infringed” portfolio; one for start-ups and business looking for patent protection; one for 

defendants of infringements suits; one for any type of firm who to want to 

sell/commercialise patents that are not yet being infringed. Clicking on the latter link 

reveals the following text: 

“If you're looking to sell a patent that is not being heavily infringed already, 

and you're looking to find a company that's going to build a new product out of 

the invention, you'll likely find that patent broker isn't in a good position to help 

you, as the broker likely doesn't have contacts with the companies that would 

be building new products. You know your invention better than any broker, and 

you're in a better position to identify potential buyers because you have insights 

into the invention, the product, the marketplace and what it will take to build 

and market a new product. 

All patents, by their very nature, are unique, and there are patented inventions 

covering all types of products. Patent brokers like Tynax, generally operate only 

                                                             
136 https://www.tynax.com/topicdirectory. Accessed on 12th of July, 2019.  

137 https://www.crunchbase.com/organization/tynax. Accessed on 12th of July, 2019. 

https://www.tynax.com/topicdirectory
https://www.crunchbase.com/organization/tynax
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in fields where there are repeat buyers--companies repeatedly acquiring 

patents, usually for licensing or cross-licensing purposes. As a result, patent 

brokers are only in position to help a small percentage of patent sellers--usually 

infringed patent portfolios in telecommunications, consumer electronics and 

other large markets where products consist of thousands of patented 

inventions.” 

Despite of this, Tynax offers to post respective patents on the Tynax exchange and 

provides guidance on how to approach a potential buyer / licensor. The statement 

above is also interesting as there seems to be a de facto industry focus of the patent 

brokerage market on ICT technologies, but Tynax – in line of what is also written in 

the ROI report on patent brokers as w hole – caters for all technology fields. 

Therefore, there does not seem to be too much of a dedicated industry focus by 

design in the patent brokerage market, and it is likely (as explained also in the Tynax 

guide) that for complicated matters technology experts in the respective (litigation) 

cases are being consulted. 

Under other heading, Tynax discusses market structures:138 

  On the market of patent brokers: “There are relatively few full-time patent brokers, 

and some law firms and consultants that broker patents on an ad-hoc basis. The total 

number of full-time patent brokers fluctuates between 50 and 100 firms worldwide. 

Typically, patent brokers operate like small consulting companies and it’s unusual for 

a patent broker to grow larger than ten members of staff.” 

  On the market of patent brokerage and the role of litigation: “Many believe the only 

effective way of monetizing a patent is through litigation. That might be a sweeping 

statement, but it’s safe to say that patents and litigation go hand in hand. Patents are 

weapons of litigation, and litigation is the only substantive right that the patent office 

provides to the inventor…money talks and money drives the patent industry as it does 

with every other industry. Patent values increase, and the number of patent sales 

increase as the result of growing litigation, and mounting damages awards resulting 

from the lawsuits. Large, newsworthy damages awards, such as the 2012 $1bn 

judgment against Samsung, in favor of Apple, grabs the attention of other patent 

holders and certainly gets noticed by lawyers.” 

  On the market for licensing: “Licensing is also connected with litigation. It’s not exactly 

surprising when you think about it, but companies making and selling products are not 

often enthusiastic about paying patent royalties. Accused infringers will try to avoid 

paying royalties and usually write checks only when they’re forced to. This reluctance 

to pay a patent license royalty is not merely a reflection of bad attitude on the part of 

management or some disdain of the patent system. Officers and directors of a 

corporation have a duty to maximize the financial return to their shareholders which 

generally means minimizing costs and maximizing revenues. Managers and lawyers 

representing these companies are duty-bound to challenge claims of patent 

infringement, and are required by their shareholders to resist paying patent royalties 

unless forced to by a court of law. Many patent holders have found litigation to be the 

most effective method of monetizing a patent through licensing.” 

Tynax also says that buyers are usually large firms, while sellers come from a combination 

of small firms, large firms, individuals and research organisations.  

                                                             
138 The texts are also accumulated in a book written by the company founder: Smith, D. (no year given): Patents, 
cloaks & daggers: Inside the secretive patent trade. 
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It is interesting to take a look at one technology ad in the library seeking for patents in 

pharma (see Figure 14). To note are two things: 

  First – despite being a U.S. site – there is clear reference to German and Chinese 

patents, even if they are merely rated a bonus in the ad. This raises for us the question 

whether the patent brokerage market is truly global and what it means if participants 

in the kick-off workshop stated that the more difficult situation regarding enforcement 

in the U.S. is an opportunity for Europe – is it an opportunity just for litigators, or will 

it genuinely provide an opportunity to foster innovation in Europe (which we are 

currently sceptical of). This is also an interesting question if one sees, as discussed 

before, that Ocean Tomo clearly caters for the Chinese market. 

  Secondly, the specific references made to EOUs (evidence of use). We have seen the 

reference to EOUs on a number of patent brokerage sites, in terms of visibility and 

indicator almost presented at the same level as patents and other forms of IP (EOUs 

are also reported on in the ROI study139 that we used heavily to describe the stick 

licensing market in the main text body of the report). However, what EOUs refer to is 

the possibility/option of market participants to submit/analyse information on whether 

they believe the patented technology is used in the market. EOUs are closely related 

to claim charts used to analyse patent infringement. Tynax outline a four-level system 

by which EOUs are made, the lowest level (level one) being ‘likelihood of the invention 

being practiced’, which is assessed solely with patent analytics. Level 2 is detectability 

assessment, level 3 is a summary claims chart while level 4 is the actual full claims 

chart. We have so far seen EOUs recorded on U.S. sites only, but not on European 

patent market sites. 

Figure 14 Example of technology/patents wanted ad on the Tynax exchange 

 
Source: https://www.tynax.com/techwantedlisting/592 

                                                             
139 Richardson Oliver Insights (2019): THE 2018 BROKERED PATENT MARKET. 

https://www.tynax.com/techwantedlisting/592
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 LEGAL DEVELOPMENTS IN THE U.S. 

 Introduction  

A number of legislative and case law developments have influenced the activities of patent 

assertion entities and brokers in the U.S. and will do also in the future. As will be seen, not 

all of these new developments are necessarily desirable, and the effect of some of the 

other measures is yet to be seen.  

 Legislative changes 

A major change in the patent law system in the US was the entering into force of the 

America Invents Act (AIA).140 We will not discuss all changes which the AIA has brought to 

the patent system but will focus only on those which are relevant for the present study.  

One of the most important changes, the change from first-to-invent to first-inventor-to-

file will likely not have any major effect for patent assertion entities. 

An amendment that has the potential of having an important effect is the introduction of 

two new post-grant review procedures, “inter-partes review (IPR)”141 and “post-grant 

review (PGR)142: “IPR is currently available for any issued patent and allows a third party 

to challenge the patentability of the issued claims on the basis of prior art patents or printed 

publications. PGR is available only for patents issued after March 15, 2013, and for certain 

earlier-issued covered business method (CBM) patents143 if the requestor has been sued 

or threatened with assertion of such a patent. PGR permits a party to challenge the validity 

of a patent on most statutory bases144.”145  

PGR can be initiated by anyone besides the patent owner within nine months after patent 

issuance146 if (a) non-patentability is ‘‘more likely than not’’, or (b) a novel question or (c) 

an unsettled legal question that is important to other patents or patent applications has 

been raised.147 

The so-called Patent Trial and Appeal Board (PTAB) is the relevant jurisdiction of first 

instance for both IPR and PGR. There is a statutorily mandated time frame for resolution 

by the PTAB which is no longer than 18 months from filing the petition.148 

                                                             
140 The full text of the AIA can be found at 125 Stat. 284 (Pub. L. No. 112-29, Sept. 16, 2011).  
141 35 U.S.C. §311. A petition for inter partes review may be filed nine months after (a) the grant of the patent 
or issuance of a reissue patent, or (b) upon the termination of the post-grant review, if one had been instituted, 

whichever is later. 
142 35 U.S.C. §321. This procedure can only be used for challenging patents issuing from applications with a 
priority date of March 16, 2013, or later. 
143 AIA sec. 18(a)(C) (2011). 
144 37 C.F.R. §42.304(b)(2) allows challenges available under 35 U.S.C. §282(b)(2)–(3) (2012): “(2) Invalidity 
of the patent or any claim in suit on any ground specified in part II as a condition for patentability. (3) Invalidity 
of the patent or any claim in suit for failure to comply with—(A) any requirement of section 112, except that the 
failure to disclose the best mode shall not be a basis on which any claim of a patent may be cancelled or held 
invalid or otherwise unenforceable; or (B) any requirement of section 251.” 
145 Amanda Murphy, Michael Stramiello, Jonathan Stroud, Stacy Lewis, and Tom Irving (2015): Impact of America 
Invents Act on Biotech Intellectual Property, Cold Spring Harb Perspect Med 2015;5: a020784.  
146 35 U.S.C. 321. 
147 35 U.S.C. § 324(a) and (b). 
148 35 U.S.C. §316(a). 
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As is always the case under U.S. law, procedural issues are rather complex and will not be 

further discussed in this study.149 

The latest PTAB statistics show that of all instituted cases, i.e., all cases that were not 

denied or otherwise prematurely ended (which are 2,707 cases), 63% of those cases had 

all claims held non-patentable, 18% held some claims non-patentable, and 19% held all 

claims patentable. For the period October 2018 until April 2019, 64% of all cases related 

to computer and electrical inventions, 23% to business methods and mechanical 

inventions, and 10% to biotech/pharma inventions.150  

This shows that the new IPR and PGR procedures predominantly deal with computer related 

inventions, which also happens to be the focus of attention of patent brokers and assertion 

entities. If one considers that there is a high likelihood that there will be some non-

patentable claim in a patent that is the subject of a procedures before the PTAB, it is not 

difficult to see that at least some effect can be expected in the behaviour of the brokers 

and assertion entities. It must be emphasised, though that the aforementioned procedures 

are only available within nine months after the issuance of the patent. This implies that 

patent assertion entities will not be hindered by the new procedures, once more than nine 

months have passed since the grant of a patent and no PTAB procedures were started in 

that period – the most likely scenario it seems for the majority of patents. Nevertheless, 

in view of the high invalidation rate of patents ending up at the PTAB, for many recently 

granted patents which assertion entities would want to enforce, a not insubstantial effect 

could be expected.  

Another and likely more influential amendment to the patent statute in the U.S. is changes 

in the so-called joinder rules under U.S. patent law. Joinder rules as they were interpreted 

by U.S. courts made it relatively simple for a party suing for patent infringement to join 

multiple defendants in one case, so as to avoid multiple litigation. 151 This is fundamentally 

based on two procedural rules, the so-called Rules 20 and 42 of the U.S. Rules of Civil 

Procedure.  

Rule 20 deals with so-called permissive joinder of defendants in patent infringement suits. 

The purpose of such joinder is to promote judicial efficiency and trial convenience by 

reducing the number of suits on the same issue.152 Rule 20 allows plaintiffs to join 

defendants in one action if "(A) any right to relief is asserted against them jointly, severally, 

or in the alternative with respect to or arising out of the same transaction, occurrence, or 

                                                             
149 For more details, see, Maxwell J. Petersen (2014): A guide to US patent challenge procedures under the 

Leahy–Smith America Invents Act, Journal of Intellectual Property Law & Practice, 2014, Vol. 9, No. 8, 669; 
Michael L. Kiklis and Emily C. Johnson (2012): The America Invents Act: New Tools for Challenging Patents, The 
Computer & Internet Lawyer, Volume 29,  Number 6, June 2012, 1-6; Timm Neu (2013): Post-Grant Patent 
Examination after the America Invents Act, IIC (2013) 44:445–455; Sarah Tran (2012), Patent Powers, 25 Harv. 
J. L. & Tech., 2012, 609. 
150 Statistics PTAB, also available at 
https://www.uspto.gov/sites/default/files/documents/trial_statistics_apr_2019.pdf. Accessed on 12th of July 
2019.  
151  For more details, see, Tracie L. Bryant, The America Invents Act: Slaying Trolls, Limiting Joinder, 25 Harv. J. 
L. & Tech., 2012, 687, at 695-702; Robin Feldman, Tom Ewing, & Sara Jeruss, THE AIA 500 EXPANDED: THE 
EFFECTS OF PATENT MONETIZATION ENTITIES, UCLA J.L. & Tech., 2013, 1-99, at 15, referring to 35 U.S.C. § 
299 (2011). 
152 See, Guedry v. Marino, 164 F.R.D. 181, 184 (E.D. La. 1995) ("The purpose of Rule 20(a) is to promote trial 
convenience and expedite the final determination of disputes, thereby preventing multiple lawsuits.”) 

https://www.uspto.gov/sites/default/files/documents/trial_statistics_apr_2019.pdf
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series of transactions or occurrences; and (B) any question of law or fact common to all 

defendants will arise in the action."153 

Rule 42 allows the court to consolidate actions so long as the "actions before the court 

involve a common question of law or fact."154 

One can clearly see the advantage of that practice for patent brokers as joining multiple 

alleged infringers in one case will save considerable litigation costs. The AIA has now 

specifically tackled that effect by making changes into the joinder rules. The AIA amends 

35 U.S.C. § 299 as follows: “[P]arties that are accused infringers may be joined in one 

action as defendants or counterclaim defendants, or have their actions consolidated for 

trial, or counterclaim defendants only if- 

(1) any right to relief is asserted against the parties jointly, severally, or in the alternative 

with respect to or arising out of the same transaction, occurrence, or series of transactions 

or occurrences relating to the making, using, importing into the United States, offering for 

sale, or selling of the same accused product or process; and 

(2) questions of fact common to all defendants or counterclaim defendants will arise in the 

action.”155 

The statute clarifies that joinder cannot be "based solely on allegations that [the 

defendants] each have infringed the patent or patents in suit."156 

Whether this change will have the desired effect is still to be seen. Some empirical evidence 

seems to suggest that the number of infringement suits has risen again since the entering 

into force of the AIA, which might be related to the fact that PAE’s now just start multiple 

litigations, instead of joining multiple defendants in one suit.157  

There have been further legislative attempts to tackle the “problem” of patent assertion 

entities, but most of those seem to have stalled for the moment somewhere in US 

Congress.158 

 Changes created by case law 

Other changes in US patent law have been the consequence of case law.  

One case led to a stricter interpretation of the requirement of definiteness159 of the 

invention as claimed in the invention has made it more difficult to enforce patent claims 

which might be at risk of falling under the test of definiteness.160 

Under Nautilus: “1. A patent is invalid for indefiniteness if its claims, read in light of the 

patent’s specification and prosecution history, fail to inform, with reasonable certainty, 

                                                             
153 FED. R. CIV. P. 20(a)(2). 
154 FED. R. CIV. P. 42(a). 
155 AIA sec. 19(d), § 299, 125 Stat. 284, 332-33 (2011). 
156 AIA sec. 19(d), § 299(b), 125 Stat. 284, 332-33 (2011). 
157 Robin Feldman, The Pace of Change: Non-practicing Entities and the Shifting Legal Landscape, 18 Chap. L. 
Rev., 2015, 635, at 638. 
158 For an overview of some of those proposals, see, Prachi Agarwal, Patent Troll: The Brewing Storm of Patent 
Reform in the United States of America, 15 J. Marshall Rev. Intell. Prop. L., 2015, 63; David O. Taylor, Legislative 
Responses to Patent Assertion Entities, 23 Tex. Intell. Prop. L.J., 2015, 313. 
159 The Patent Act requires that a patent specification “conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as [the] invention”, 35 U. S. C. 112,¶2 
160 Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2123 (2014). 
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those skilled in the art about the scope of the invention. The parties agree that definiteness 

is to be evaluated from the perspective of a person skilled in the relevant art, that claims 

are to be read in light of the patent’s specification and prosecution history, and that 

definiteness is to be measured as of the time of the patent application. The parties disagree 

as to how much imprecision §112, ¶2 tolerates. 

Section 112’s definiteness requirement must take into account the inherent limitations of 

language. See Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U. S. 722, 731. 

On the one hand, some modicum of uncertainty is the “price of ensuring the appropriate 

incentives for innovation,” id., at 732; and patents are “not addressed to lawyers, or even 

to the public generally,” but to those skilled in the relevant art, Carnegie Steel Co. v. 

Cambria Iron Co., 185 U. S. 403, 437. At the same time, a patent must be precise enough 

to afford clear notice of what is claimed, thereby “ ‘appris[ing] the public of what is still 

open to them,’ ” Markman v. Westview Instruments, Inc., 517 U. S. 370, 373, in a manner 

that avoids “[a] zone of uncertainty which enterprise and experimentation may enter only 

at the risk of infringement claims,” United Carbon Co. v. Binney & Smith Co., 317 U. S. 

228, 236. The standard adopted here mandates clarity, while recognizing that absolute 

precision is unattainable. It also accords with opinions of this Court stating that “the 

certainty which the law requires in patents is not greater than is reasonable, having regard 

to their subject-matter.” Minerals Separation, Ltd. v. Hyde, 242 U. S. 261, 270. Pp. 8–11.” 

Another case which may have an effect on the activities of patent assertion entities is 

Octane Fitness.161 Under that case, fee shifting to the assertion entities is now made easier, 

or at least less burdensome. One of the features which PAE’s have benefitted from for 

many years, was the fact that the Court of Appeal for the Federal Circuit made it very 

difficult for parties to recoup attorney fees for litigation. Fee-shifting under US law is 

possible only in “exceptional cases”.162 In that regard, the Court of Appeal for the Federal 

Circuit defined in Brooks Furniture Mfg., Inc. v. Dutailier Int’l, Inc.,163 an “exceptional case” 

as one which either involves “material inappropriate conduct” or is both “objectively 

baseless” and “brought in subjective bad faith.” Brooks Furniture also requires that parties 

establish the “exceptional” nature of a case by “clear and convincing evidence.”164 

The U.S. Supreme Court held that The Brooks Furniture framework is unduly rigid and 

impermissibly encumbers the statutory grant of discretion to district courts. 

Octane Fitness has now opened the door at least to some extent, as under this ruling, fee 

shifting should no longer be almost impossible, even though it is still difficult, as the 

statutory standard is still that awarding attorney fees is still only possible in “exceptional 

cases”.  

A case which has created quite a stir was the Alice case.165 In that case, the U.S. Supreme 

Court set a new standard for the patentability of software and business method related 

inventions, which has in effect led to a higher rejection rate of patent applications in this 

area of technology.  

Under the Alice framework, a two-prong test must be followed. In a first test, it must be 

established whether the patent claim relates to patent ineligible subject matter. If that is 

                                                             
161 Octane Fitness v. ICON Health & Fitness, Inc., 134 S. Ct. 1749 (2014). 

162  35 U.S.C. §285: “The court in exceptional cases may award reasonable attorney fees to the prevailing party.” 

163  393 F. 3d 1378, 1381. 

164  Ibidem. 

165 Alice Corp. Pty. Ltd. v. CLS Bank Int'l, 134 S. Ct. 2347 (2014). 



 

   113 

the case, the second part of the test must be answered, according to which it must be 

established “[w]hat else is there in the claims before us? […] To answer that question, we 

consider the elements of each claim both individually and “as an ordered combination” to 

determine whether the additional elements “transform the nature of the claim” into a 

patent-eligible application. […] We have described step two of this analysis as a search for 

an ‘inventive concept’—i.e., an element or combination of elements that is “sufficient to 

ensure that the patent in practice amounts to significantly more than a patent upon the 

[ineligible concept] itself.”166 

This has without a doubt had an effect on the activities of patent assertion, as we have 

seen that they are predominantly active in these sectors. Another issue is whether this was 

a development the legal and business community should be happy about. The new 

standard set by the U.S. Supreme Court is not very clear and in fact is rather confusing. 

In effect, this judgement affects all businesses active in this area of technology, and not 

only patent assertion entities.  

Further relating to litigation, the following is also noteworthy. A 2016 FTC study has made 

a number of proposals which should be able to tackle what it called “nuisance litigation” by 

PAE’s. One of the issues appears to be that Litigation PAE’s settled 66% of their cases 

within 12 months. And they on average settled them for an amount at less than $300,000. 

That amount is lower than the discovery cost that the alleged infringer must bear in such 

litigation, which has been estimated by AIPLA to be somewhere between $300,000 and 

$2.5 million, depending on the amount in controversy.167 These proposals are yet to 

materialise into binding law.  

 Will Europe evolve towards a system similar to the US PAE’s?  

According to a European Commission Study, there are factors that might lead one to think 

that PAE’s could become more common in Europe, but there are also major factors which 

seem to suggest that there are still rather major differences between the two legal 

systems, and even in the eventuality of the coming into force of the UPC system, it can 

still be questioned whether that would lead to a more prevalent presence of patent 

assertion entities in Europe. 

The Study says in this connection: 

“Differences between the US and Europe 

Traditionally, the US market has been considered a more attractive environment 

for PAE activity than the European one due to a range of factors, namely: 

1. The US legal system, which incentivises a “sue-first, negotiate later” strategy, 

thus preventing the alleged infringer from filing an invalidity claim in a court of 

choice. 

2. The European Patent System has a long-standing tradition of patents of 

comparatively higher quality. Patent granting procedures in Europe are 

perceived as stricter than those in the US, which decreases legal uncertainties 

about patent validity. 

3. Litigation costs and availability of funds are significantly higher in the US than 

they are in Europe. 

                                                             
166 Ibidem.  

167 “Patent Assertion Entity Activity, a FTC Study, Federal Trade Commission, October 2016, at p. 10.  
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4. Jurisdictional fragmentation and market size — the legal fragmentation of patent 

protection under the existing European patent system dis-incentivises PAEs 

from carrying out assertion activity on a pan-European scale. 

5. Size of jury awards and the possibility of forum shopping — jury awards granted 

by US courts tend to be on average larger than those granted in Europe. 

Moreover, some US federal courts have been known to adopt a particularly IP 

owner-friendly stance. 

6. Injunctions in Europe, typically with SEPs under a FRAND regime, are limited to 

cases of a allegedly-unwilling infringer (Huawei vs ZTE). 

The factors listed above provide a rationale for why the US patent system has 

traditionally been more conducive for PAEs than the European one. However, recent 

developments in the US and the imminent introduction of the Unitary Patent (UP) and 

Unified Patent Court (UPC) in Europe have both been described as game-changing 

events that could increase assertion activity in Europe over the coming years. More 

specifically: 

7. The America Invents Act made it more difficult for PAEs to sue multiple alleged 

infringers together, a common PAE approach. 

8. A number of recent US court decisions have set legal precedents that are likely 

to limit the activities of PAEs. 

9. US states have attempted to use consumer protection rules to address 

misleading activities by PAEs. 

10. The Unified Patent Court will make it possible to take out injunctions with unitary 

effect for a European market which might attract more assertion activity in 

Europe. 

11. There is a risk that, once the UPC has been established, PAEs may engage in 

forum shopping and select the most favourable national or regional division. 

Notwithstanding the above, a number of factors will probably limit the possibility of 

large-scale PAE activity in Europe in the near future. More specifically: 

12. The possibility of patent invalidation with unitary effect is likely to deter 

assertion attempts in Europe. The effectiveness of this is likely to be amplified 

by the strictness of validity criteria in Europe, and the presence of a “loser pays 

system”. 

13. Injunction hearings and the separation between injunction and validity 

procedures will be considered on a case-by-case basis by qualified professional 

judges, who will bear in mind the principle of balance and proportion. 

14. Forum-shopping does occur in Europe as well. However, it is likely to be 

generally restrained by the composition of the UPC’s regional/local courts and 

the special training received by the judges. The presence of a central court of 

appeal and the implementation of uniform standards will also ensure consistency 

in judgements. In addition, the UPC includes rules under which legal cases may 

have to move to the central division.”168 

Another difference between the U.S. and Europe is that fee-shifting is more the exception 

that the rule in the US, as we have seen earlier, which presents a low risk for PAE’s to start 

                                                             
168 European Economics; Patent Assertion Entities in Europe; Eds: Nikolaus Thumm, Garry Gabison (Joint 
Research Centre), EUR 28145 EN; doi:10.2791/134702., 2016.  
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litigation from that perspective. Under the UPC, in line with practice in all European 

countries,169 the prevailing party in a patent litigation will be able to recover a substantial 

amount of the attorney costs.170  

Moreover, there is a widespread culture in the US of contingency-fee based litigation, which 

lowers the risk for PAE’s even more. Under the UPC, contingency fee-deals are not 

possible.171  

                                                             
169 The principle is derived from Directive 2004/48/EC of the European Parliament and the Council of 29 April 
2004 on the enforcement of intellectual property rights, Art. 14, according to which: “Member States shall ensure 
that reasonable and proportionate legal costs and other expenses incurred by the successful party shall, as a 
general rule, be borne by the unsuccessful party, unless equity does not allow this.” 

170 For an overview of some cost-shifting arrangements in some Eu countries, see, Filipe Fischmann, Patent 
litigation and cost shifting in Europe: critical appraisal and proposal of alternative solutions, Journal of Intellectual 
Property Law & Practice, 2014, Vol. 10, No. 2, 98. 

171  Jan-Diederik Lindemans, Unified Patent Court: Non-Practicing and Patent Assertion Entities Intellectual 
Property & Technology Law Journal, Volume 28, Number 4, April 2016, 17. 
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  LIST OF IP BROKERS AND AGGREGATORS 

Nr. Broker / aggregator Country 

1 1624 Capital US 

2 AccordiaIP Australia 

3 Acorn Technologies US 

4 Adapt IP Ventures US 

5 AQUA Licensing LLC US 

6 AST US 

7 Beijing YOUQI Law Firm China 

8 Berggren Brokerage Finland 

9 Blackhawk Technologies, LLC US 

10 Blakes Canada 

11 Blue Sage Enterprises US 

12 Cascades Ventures US 

13 Cerinet US 

14 ClearViewIP UK 

15 Craske UK 

16 Crown Point Transactions US 

17 Dennemeyer US 

18 Drakes Bay Company LLC US 

19 Epicenter IP Group US 

20 Ever Edge US 

21 First Thought IP UK 

22 General Patent Corporation US 

23 Global IP Law Group US 

24 GTT Group US 

25 Hilco Streambank US 

26 Hoffman Patent Firm US 

27 HTS US 

28 Hulsey PC US 

29 i2Equity US 

30 IAM Market UK 

31 ICAP Patent Brokerage US 

32 ICEBERG IP Group UK 

33 ILG US 

34 Intellectual Asset Group (IAG) US 

35 Intellectual Profit US 

36 IntraCom Group Germany 

37 Investors IPO US 

38 IP Broker UK 
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39 IP Engineering Group Corporation US 

40 IP Holdings LLC US 

41 IP Investments Group US 

42 IP Offerings US 

43 IP Pioneer Group South Korea 

44 IP Research Group US 

45 IPEG Consultancy Netherlands 

46 Iperative US 

47 IPHarbor Ventures LLC US 

48 IPTrader US 

49 IPValue US 

50 Kanzatec US 

51 Kapea Sweden 

52 Langham IP Brokers Australia 

53 Marks & Clerk Canada 

54 Mensch Capital US 

55 Mid-Atlantic IP Group, LLC US 

56 MiiCs & Partners China 

57 Munich Innovation Group Germany 

58 N&G Consulting Itlay 

59 New England IP US 

60 Ocean Tomo US 

61 Osler Canada 

62 OTI.com US 

63 ParallelNorthIP Sweden 

64 Patent Agent IP Malaysia 

65 Patent Law Professionals PC US 

66 Patent Monetization Inc. Switzerland 

67 Patent Profit International US 

68 PatentBridge LLC US 

69 PJ Parker & Co. Japan 

70 Pluritas US 

71 Powell Gilbert UK 

72 Pro IP Malaysia 

73 Prognosis IP US 

74 Quinn Pacific US 

75 Red Chalk Group US 

76 Reydoog Ltd UK 

77 Rimon US 

78 Rogelberg Consulting Company US 

79 Rouse Russia 
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80 RPX US 

81 RSL Holdings US 

82 Rui Zhi Ventures Limited (RZV) China 

83 Sherpa Technology Group US 

84 Siskin Capital Ltd UK 

85 Smart & Biggar Canada 

86 Soryn IP Group US 

87 Synpat US 

88 Tangible IP, LLC US 

89 TechInsights (Semiconductor Insights) US 

90 The OShea Firm US 

91 ThinkFire US 

92 Toler Law Group, PC US 

93 Trademarks Patents Lawyer Canada 

94 TransactionsIP Singapore 

95 TrueNorth IP US 

96 Tynax US 

97 Vibrant IP US 

98 Western IP Law US 

99 Wispro Taiwan 

100 Yusarn Audrey Singapore 

Source: GreyB 
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 LIST OF PATENT AND IP MARKETPLACES 

Nr. List of Free Patent Marketplaces 

1 PatentAuction.com 

2 IP Marketplace 

3 Inpama.com 

4 PCTXS.Com 

5 Idea Buyer 

6 Patent Mall 

7 Patents.com Market Place 

 List of Paid Marketplaces 

1 IAM Market 

2 IPNexus.com 

3 Licentix 

4 Ocean Tomo Bid-Ask™ Market 

5 USPTO eOG:P 

6 IdeaConnection 

7 Yet2.com 

8 Tynax Patent Library 

 List of Patent Brokerage Marketplaces 

1 ICAP Patent Brokerage 

2 IP Offerings 

3 IP Investments Group 

4 Transactions IP 

 List of Programs where Patent Owners Can Sell Patents 

1 Google’s Patent Purchase Portal 

2 Allied Security Trust (AST) 

3 RPX 

4 Marathon Patent Group 

Source: GreyB 
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 CHALLENGE DESCRIPTION OF “CROWD 

PARTICIPATION” – TEXT USED 

We seek your support on the following matter: Our consultancy – Technopolis Group – has 

been contracted by the European Commission to assess ways on how to improve the patent 

transaction and licensing markets. The focus is hereby on small and medium-sized firms 

and how to help them in these markets, as well as on patent/licensing transactions where 

true technology transfer takes place. The latter aspect excludes those market segments, 

where it is solely about enforcement of IP rights and related (threats of) litigation (which 

are situations where the to-be-the licensee is already unlawfully using the 

patents/technology and the question is about enforcing/monetizing the rights). 

To this end – and as there have been many failed attempts to improve the situation – we 

are soliciting inputs to the debate regarding any of the following key questions: 

  What have been the experiences of actors in this subject-area?  

 Description (only for the dedicated forum): What are your observations, 

experiences and anecdotes regarding the licensing of patents and IP in general?  

  What are key drivers for the aforementioned market?  

 Description (only for the dedicated forum): What is it that leads to good IP 

licensing/selling deals? 

  What are key barriers, particularly for SMEs?  

 Description (only for dedicated the forum): What are the show-stoppers and 

difficulties faced when trying to commercialise IP?  

  Most central question: What can be done to improve the situation?  

 Description (only for the dedicated forum): The ultimate challenge... what are 

your views? 

  What should be the role of public policy?  

 Description (only for the dedicated forum): States can support in various ways 

from different legislation, to offering subsidised services and access to the 

patent system. What makes sense and what not? 

  Are there any EU/Europe-specific aspects to be catered for in this context?  

 Description (only for the dedicated forum): The patenting licensing market 

operates differently in different regions. Here we are asking you to tell us what 

makes Europe special compared to others in terms of IP commercialisation? 

We are open to any kind of suggestions, including new types of services and support, 

improved (less/more) regulation, educational measures, etc. In fact, we are looking for 

innovative approaches that have not been carried out, as well as on following a debate 

amongst yourselves on this issue.  

We welcome your input, either by providing feedback on a questionnaire with the questions 

above (link), by participating in a discussion via a dedicated forum (link) or the 

Intelproplaw forum (link). Should you have any questions, feel free to contact: <deleted 

due to data privacy reasons>.  

Your privacy will be respected, and you are free to provide us an opinion anonymously. It 

would be very kind, though, if you could drop us a line on your background (what type of 

professional you are, organisation you are representing, what line of business, etc). 

 

https://www.surveymonkey.com/r/ipcommercialisation
https://ipcommercialisation.discussion.community/
http://www.intelproplaw.com/ip_forum/index.php/topic,31547.0.html




 

 

 
 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

             


